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Copyrlsht, 1916, by Wm. Wallace White 



A monthly journal for the publication of new^ 
law^s and regulations, court decisions, 
and information w^ith regard to pat- 
ents, trade marks and other re- 
lated subject-matter through- 
out the w^orld 



Edited and Published by 

WM. WALLACE WHITE, 

Attorney and Counsellor at Law, 
Patents and Trade-Marks, 

Woor,woRTH Building, New York City. 



Fourteen Volumes of the Review have been com- 
pleted, the first beginning with October, 1902, and 
each subsequent volume with the October issue 
of the next succeeding year. 

Volumes 1 to 10 were paged continuously, but in 
the new series beginning with Volume 1 1 each vol- 
ume is paged independently. 

Back volumes may be obtained separately or as 
a set until exhausted. 



PRICES: 

Yearly subscription, $3.00; single Copies 
35 cents. 

Per volume, with index, unbound, $3.00; 
bound in cloth, sheep or buck rant, $4.00. 

We have a limited number of sets of the 
14 issued volumes, complete with indices, 
which we offer unbound at $35.00 per set; 
bound in cloth, sheep or buckram at $49.00 
per set. 

(Expressage prepaid throughout the United States) 

Advertising Rates on Application 



AWHILE THE UTMOST CARE IS TAKEN TO INSURE ACCURACY IN THE 
MATTER THAT APPEARS IN THE REVIEW. NO RESPONSIBILITY IS 
ASSUMED ON ACCOUNT OF ERRORS OR INACCURACIES WHICH 
MAY OCCUR THEREIN. 
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PAN AMERICAN TRADE MARK CONVENTION— CHILI 

Index to Volume ZIV. 

An index has been prepared for the fourteenth volume of the Review. 
copy will be mailed with this issue to each subscriber. 



Subscription Rate. 

Increased cost of editing and publishing the Review makes it impossible longer 
to maintain the subscription rate which has prevailed during the fourteen years 
of its publication. 

To meet the situation it is found necessary to advance the price to $3.00 a year. 

The thanks of the publisher are due and are extended to the subscribers whose 
support has helped to bring the Review to the unique position which it occupies, 
as the only publication appearing in the English language which presents from 
month to month a comprehensive view of changes in the laws, enacted throughout 
the World, relating to industrial property, including reprints or translations of the 
most important of these laws. 

It is hoped and believed that subscribers will find the Review of increasing 
usefulness, particularly at this time when changes in laws follow each other in 
rapid succession. 



Pan American Trade Mark Ck>nvention. 

Proclamation by the United States. 

The ratification of Treaty relating to trade marks signed at the Fourth Inter- 
national Congress of American States at Buenos Aires, August 20, 1910, was pro- 
claimed by the President of the United States on Sept. 16, 1916. For further refer- 
ence to this Convention see (for text) 9 P. & T. M. Rev., 3445 et seq., and 
(status, Sept., 1915) vol. 13, p. 360; likewise article "Pan American Trade Mark 
Convention, Ratification by Costa Rica," in this issue of the Review. 



Ratification by Costa Rica. 

Under date of Oct. 21, 1916, we are officially advised by the Department of 
State that formal notice has been received from the Minister of Foreign Affairs 
of Argentina of the deposit with the Government of Argentina of the ratification 
by Costa Rica of the Treaty relating to trade marks signed at the Fourth Inter- 
national Congress of American States at Buenos Aires, August 20, 1910. 

Inasmuch as the adhesion of Costa Rica completes the requisite two-thirds of 
the "Northern Group" required to make the Convention effective, it is in order 
-that the Government of Cuba, on notification of the Argentine Government, proceed 
with the organization of the International Bureau at Habana. 

For further reference to this Convention see (for text) 9 P. & T. M. Rev.» 
3445 et seq., and (status, Sept., 191 5) vol. 13, p. 360. 



Chili. 

Trade Marks. Expiry. Renewal Delayed by Force Majeure. Infringement. 
"Glyco-Th3rmoline" and "Glicotimolina," Dedsion.* 
This mark — "Glyco-Thymoline" — ^was registered for the first time by the 
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68 ARGENTIXE REPUBLIC— SALVADOR— AUSTRALIAN COM. 

.'-, .: 1. . 
plications for marks formed entirely or in part of any of the distinctive marks, 
such as coats-of-arms, standards, etc., that are used by nations," and the second, 
amplifying the former Resolution in the sense of permitting "the inscription of 
marks of manufacture, commerce, or agriculture fornled entirely or in part of 
any ot the distinctive signs that other countries use, such as their coats-of-arms 
and standards, when the applications are presented accompanied by an authoriza- 
tion from the respective Governments." 

Art. 2. Be it communicated, published, and inserted in the National Register. 

( Signed ) V illanueva. 
Horacio C alder on. 
(From 22 Monitor de Sociedades Anonifnas v Patentes de Invencic^n, Aug., 1916, 
p. 79.) 



* For translation see 13 P. & T. M. Rev., 165. 



Salvador. 

Pajtents. Trade Marks. Old Applications. Fees. Patent and Trade Mark 

Law of July 20, 1916. 

(Translation.) 

The National Legislative Assembly of the Republic of Salvador, considering: 
that because of the frequent reforms suffered by the patent and trade mark laws, 
especially in that referring to the fees and taxes, which causes delay in the 
progress of the legal proceeding of same, it is necessary to clarify these laws; 
therefore, in use of its constitutional faculties, decrees. 

Sole Article: Add to each one of the laws of patents and trade marks the 
following article: 

"Article. — As to the payment of the fees and taxes they shall be according 
to that provided by the laws in force on the date of the presentation of the 
application." 

(Signed) J. M. Batres, 

President. 

LUCILO VlLLALTA, . 

2nd Pro. Secy. 
Alfonso Ruiz, 

2nd Secy. 
National Palace, San Salvador, July 20, 1916. 
Therefore, let it be published. 

(Signed) C. MelEndEZ, 
The Sub-Secretary of Public Industry. 
Francisco A. Lima. 
(From 230 Official Gazette, Z^I.) 



Australian CommoniYealth. 

Trade Marks.y "Viscosin." "Viscolite." Similarity. Opposition. Re- 
jection. Decision. 

The following decision of the Registrar of Trade Marks, sent us by corres- 
pondents in Melbourne, is of interest: 

Mr. John O'Neill of Sydney applied to register the word 'Viscosin' as a 
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AUSTRALIAN COMMONWEALTH— MEXICO 69 

trade mark in respect of Illuminating, Heating and Lubricating Oils, and Greases 
included in Class 47. The application was accepted, but was subsequently opposed 
by the Vacuum Oil Company Proprietary Limited of Melbourne on the ground, 
inter alia, that the trade mark so closely resembled the trade mark , 'Viscolite' 
previously registered by the Vacuum Oil Company for similar goods as to be likely 
to deceive and cause confusion. 

The Registrar found that in view of the reputation acquired by the trade mark 
of the Opponent Company and considering that the two first syllables 'Visco' of 
the respective trade marks were identical, it was incumbent upon him to refuse 
to register the word 'Viscosin' on the ground that the word sought to be registered 
by John O'Neill so 'closely resembled the trade mark of the Vacuum Oil Company 
as to be likely to deceive and cause confusion. It was ordered that the application 
be refused with costs. The Registrar further ruled that having found that the 
word 'Viscosin' was likely to deceive or cause confusion with the Opponent Com- 
pany's trade mark 'Viscolite' it was not necessary for him to express an opinion as 
to the registrability of the word 'Viscosin' under the Section of the Act specifying 
the essentials of a registrable trade mark. 

"Mr. Lowe instructed by Mr. A. J. Callinan appeared for John O'Neill and Mr. 
Braham instructed by Phillips Ormonde (Inc). Propty., Limited appeared for 
and on behalf of the Vacuum Oil Company Proprietary 'Limited." 



Mexico. 

Industrial Property. Convention. Terms. Extension. "War Measure.'' 

Decree of Oct. 18, 1916. 

(Translation.) 

Venustiano Carranza, First Chief of the Constitutionalist Army, Agent of 
the Executive Power of the Nation, by virtue of the extraordinary powers with 
which I am invested, and 

Considering : That due to the European War it is impossible to register in the 
Republic, within the terms fixed in Art. 4 of the International Convention for 
the Protection of Industrial Property, patents of invention, industrial designs and 
models, ' marks of manufacture and of commerce that have been registered in 
certain of the belligerent nations that form part of the said International Con- 
vention. 

Considering : That to the end that inventors and others interested may not 
suffer as concerns their industrial property, by reason of failure of timely 
registration, it is expedient to extend the terms mentioned in Art. 4 referred to 
for subjects of those nations that grant equal or like prerogatives to Mexican 
citizens. 

By virtue whereof, I hereby issue the following: 

DECREE . 

Article 1. There shall be extended until six months after the termination of 
the European War, and for the effects of Art 4 of the Additional Aqt of Brussels 
dated Dec. 14, 1900, which modifies the International Convention for the Protection 
of Industrial Property, of March 20, 1883, the terms indicated in the same Ai;t 4, 
which is mentioned. 

Art. 2. In consequence, the registrations of patents of invention, .industrial 
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70 MEXICO— ARGENTINE REPUBLIC 

designs and models, marks of manufacture and of commerce that have been 
effected in any of the belligerent nations that form part of the International 
Convention may be made in Mexrco prior to the date indicated in the preceding 
article for* subjects of the belligerent nations that grant .equal rights to Mexican 
citizens. 

Art. 3. From the provisions of the preceding articles shall be excepted registra- 
tions of patents of invention, industrial designs and models, marks of manufacture 
and of commerce that should have been effected prior to July 31, 1914. 

I therefore command that it be printed, published, circulated, and that fulfill- 
ment be given thereto. CONSTITUTION AND REFORMS. Given in the City 
of Mexico, on the eighteenth day of the month of October, 1916. 

(Signed) V, Carranza. 

To 

Engineer Pastor Rouaix, 

Secretary of State and 

The Department of Public Industry, Colonization, and Industry. 

Make known. 

And I have the honor to transcribe same for your information and other ends, 
repeating to you the assurances of my high consideration. 

CONSTITUTION AND REFORMS. 

Mexico, Nov. 10, 1916. 

(Signed) E. Ner. 

(Rubric) 

(From Official Decree.) 



Ars*entine Republic. 

Trade Marks. "Reina Victoria." Names and Portraits of Persons. Use 
Without Permission Illegal. Decision on Appeal. 

NUI.UTY OF A Mark — "Rkina Victoria"— The Names and Portraits of Persons 
May Not be Ai^lowed as Marks Without the Consent oe Those Persons 
OR Their Heirs — A Mark Ali^owed Without These Requisites Having 
Been Fuleh^led is Void— It is Unnecessary to Have a Mark Registered in 
One's Favor in Order to Initiate Such Action. 

John Gosneli. and Company Limited v. Hugo Eckmann. 

Buenos Aires, June 10, 1916. 

Appeal from the Chamber. 

Having examined in appeal the procedure followed by John Gosnell and Com- 
pany Limited against Hugo Eckmann concerning the nuUity of a mark of com- 
merce, and considering: 

1. That Art. 4 of the Law concerning Marks of Manufacture and Commerce 
prohibits the use of the names and portraits of persons as marks without the con- 
sent of said person or of their heirs to and including the fourth generation. 

2. That, in consequence, the Patent Office has not been able to grant to the 
defendant the mark sub judice wherein appear as the principal features the por- 
trait and the name of the late Queen Victoria of England, inasmuch as the said 
litigant has not proven that he has the consent of the heirs of the said Queen. 

3. That the simultaneity of the use of the portrait with that of the name 
leaves not the least doubt that the words "Reina Victoria" are not fancy, and 
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ARGENTINE REPUBLIC 71 

on the contrary, only have been included in the mark as the name belonging to 
original of the portrait — a circumstance that excludes the possibility legally of 
the authorizing their use without the consent beforehand of the heirs referred to by 
Art. 4 of the Law.* 

For these considerations, and in agreement with the decision appealed, and by 
virtue of the provisions of. Par. 3, Art. 14,** of the Law, the mark granted to Mr. 
Hugo Eckmann, under No. 35,646, is declared void, the sentence so standing, with 
costs of this Court. 

Be it notified, returned, and recorded in the records of the Court of origin. 

(Signed) AusTiN Urdinarrain, 
J. N. Matienzo, 
Marcelino Escalada, 
(Translation from 16 Patentes y Marcas, June 30, 1916, p. 275.) 



* "Art. 4 Names and portraits of persons cannot be used as marks without the con- 
sent of the persons themselves or of their heirs to and including the fourth generation." 
** '-'Art. 14. The ownership of a trade mark shall cease: 

• • « • • 

.S. When a question as to the validity of a trade mark having been raised, the decision 
is that it was granted illegally, either because of its clearly belonging to another person 
or because of some other circumstance enumerated in this law." 



Trade Marks. "Salinera Espatiola." Locutions of General Use Cannot Be 
Basis of Infringement. Decision. 

Falsification of a Mark — The Locutions Complained of Being of Common Use, 

Insofar as They Refer to the Nature and Origin of the Product, Their 

USE BY the Accused Does not Constitute an Illegal Act — Acquittal of the 

Defendant, With Costs. 

Buenos Aires, June 6, 1916. 

Appeal from the Chamber. 

Having examined in appeal the case^ brought by Molina y Ballester against 
Carlos Camestro for usurpation of a mark, and. 

Considering: 

That the phrase "Salinera Espanola," "El Leon," used for the purpose of dis-* 
tinguishing the establishment from which comes the fine Cadiz salt that the defend- 
ant sells, cannot be considered illegal in respect of the use of the first two words, be- 
cause these are terms or locutions of general use that do not present characteristics 
of novelty and speciality, and serve ordinarily to designate the nature and origin 
of the goods (Art. 3, Pars, 4 and 5, Law No. 3973).* 

For these reasons the sentence appealed of foHos 58, acquitting Carlos Cames- 
tro, is confirmed, with costs. 

Be it notified, returned, and the papers be replaced with the court of First 
Instance. (Signed) Agustin Urdinarrain, 

Daniel Goytia, 
J. N. Matienzo, 
Marcelino Escalada. 

(Translated from 16 Patentes y Marcas, June 30, 1916, p. 21.) 



* "Art. 3. The following cannot be considered as trade marks : 

• * * * • 

4. Terms or expressions that have become of general use, and signs that do not pre- 
sent any novel or special characteristic. 

5. Designations employed ordinarily to indicate the nature of the goods or the class 
to which they belong. 
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n BRAZIL 

Brazil. 

Trade Marks^ Labels. FoodstufiFs. Beverages. Pharmaceutical Products. 
Law No. 452, of Nov. 3. 1897. 

{Translaixon!) 

Law No. 452, of November 3, 1897, Prohibiting the Importing or Manufacturing 
OF Labels That May Serve in the Manufacture of Beverages or any Other 
Domestic Products for the Purpose of Selung These as if They Were 
Foreign, and Concerning Other Measures. 

The President of the Republic of the United States of Brazil, 

Makes known that the National Congress has decreed, and I sanction the fol- 
lowing Resolution: 

Art. 1. It is prohibited : 

(a) to import or to manufacture labels that may serve in the manufacture 

of beverages and any other domestic products for the purpose of selling these 

latter as if they were foreign ; 

(h) to expose for sale pharmaceutical preparations without the declaration 

of the name of the manufacturer, of the product, and of the place of origin; 
(c) to expose for sale merchandise or goods of domestic manufacture 

with labels in a foreign language. 

§ 1. Violators of the provision in letter a shall be subject, in addition to the 
penalties of the Penal Code, to a fine of from 1:000$ to 5:000$; and those that 
transgress the prohibitions of letters h and c shall be subject to the sequestration of 
their goods bearing the labels and in addition to a fine of from 20$000 to 500$000. 

§2. In the prohibition of exposing for sale domestic products with labels in a 
foreign language, letter c, there are not contemplated those labels that — except in- 
fractions of marks of foreign factories— contain the names of the makers, of the 
establishment, and of the locality in which it is situated, or the declaration — In- 
dustria Nacional — ^in plainly legible characters, this mere indication not being per- 
mitted when the labels are intended for foodstuffs. 

§ 3. In the prohibition of importing labels, capsules, or containers mentioned 
under letter a of Art. 1, there are not contemplated those that may be imported 
by manufacturers or commercial houses that are affiliated with or are branches of 
others established in Europe. 

§4. Importers of these goods shall be obliged to prove by commercial con- 
tracts duly registered with the Commercial Councils that they are acting under 
the conditions of the preceding paragraph. 

§ 5. Consignments in the Custom Houses of. the Republic shall be accompanied 
by the attestation of the Brazilian Consular authorities of the respective exporting 
localities that such houses are branches of or are affiliated with others established 
in the Republic. 

§ 6. In the case of § 5, the labels shall contain the designation of the localities 
in which the respective branches and affiliated houses are established. 

Art. 2. Labels in a foreign language, ordered before the issuance of the 
Regulation approved by Decree No. 2548, of July 17, 1897, that are received up to 
December 31, of the same year, shall be released by the Customs authorities and 
used by merchants. 

Sole Paragraph. They shall not, however, be available for affixing on merchan- 
dise unless there appear thereon, by means of a rubber or metal stamp, or other 
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method, the legend — Industria Nacional — in plainly legible characters, the indica- 
tion of the name of the maker and of the locality in which the establishment oper- 
ates being indispensable when it is a matter of foodstuffs, under penalty of part 2 of 
§ 1 of Art. 1. 

Art. 3. The Government shall issue regulations for the execution of the pres- 
ent law. 

Federal Capital, November 3, 1897, the ninth of the Republic. 

(Signed) Prudf.nte J. de Moraes Barros, 

Bernardino de Campos. 

(From Lets da Propriedade Industrial, Artistica e Literaria da Republica dos 
Estados Unidos do Brazil (Legisla0o Vigente), published by C. Buschmann, Rio 
de Janeiro, 1916. 



Brazil. 

Trade Marks.* Regulation for the Execution of Law No. 1236, of Sept. 24, 
1904*.* Decree No. 5424. of Jan. 10, 1905. 

{Translation.) 
Decree No. 5424, of January 10, 1905, Approving the Regulation for the Execu- 
tion OF Law No. 1236, of September 24, 1904, ** Concerning Marks of Manu- 
facture AND OF Commerce. 

The President of the United States of Brazil by virtue of the powers granted 
him by Art. 48, No. 1, of the Federal Constitution, and by the authorization of Art. 
36 of Decree No. 1236, of September 24, 1904*, resolves to approve the following 
regulation, signed by the Minister of Industry, Transportation, and Public In- 
dustry, for the faithful execution of the law referring to marks of manufacture 
and of commerce. 

Rio de Janeiro, January 10, 1905, the seventeenth of the Republic. 

(Signed) Francisco de Paui,a' Rodrigues Alves. 
Lauro Severiano Muller. 



Regulation Referred to nv Decree No. 5424 of the Present Date for 

THE Execution of Law No. 1236, of September 24, 1904,** Concerning Marks 

of Manufacture and of Commerce. 

Chap. I. 
Preliminary Provisions. 

Art. 1. The efficacy of the guarantees established in law No. 1236, of Septem- 
ber 24, 1904,** for the protection of marks or industry (or of manufacture) and of 
commerce is subject to the registration, deposit and publication of the said marks 
(see Law, Art. 3). 

Art. 2. Registration may be effected with the Commercial Council or In-* 
spectorship of the locality in which is situated the seat of the establishment, or of 
the principal establishment, if several of the same kind belong to the same proprie- 
tor; the deposit, with the Commercial Council of Rio de Janeiro***; and publica- 
tion, by the transcription of the certifkate of registration in the journal that pub- 



* Par "Historic Outline of Industrial Property (Trade Marks) in Brazil," see 13 
P. & T. M. Rev., 117. 

•• For translation of this law see 3 P. A T. M. Rev., 1143. 

••• For attributes of the .Commercial Council of Rio de Janeiro see translation of De- 
cree No. 9210, of Dec. 15, 1914, In 14 P. A T. M. Rev., 330. 
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74 BRAZIL 

lishes the official documents of the Federal or State Governments according to the 
situation of the est^tblishment, sole or principal, be it in the Capital of the Republic, 
in a foreign country, or in any State of the Union (see Law, Arts. 4 and 7). 

Art. 3. The registration shall be valid for all its effects for fifteen years, at 
the expiration of which it may be renewed. It shall be considered, however, with- 
out force, if within the term of three years, the proprietor of the mark makes no- 
use thereof (See Law, Art. 11). 

Art. 4. The guarantees of the said law No. 1236, of September 24, 1904, shall 
extend to Brazilians and to foreigners whose establishments are without the Re- 
pubHc, on fulfillment of the following conditions : 

1. That between the Republic and the nation in whose domain the said es- 
tablishments exist there be a diplomatic convention assuring reciprocal guarantees 
for Brazilian marks ;* 

2. That the marks registered abroad have been registered in conformity with 
the local laws ; 

3. That the corresponding facsimile and certificate of registration have been 
deposited with the Commercial Council of Rio de Janeiro; 

4. That the certificate and the description of the same mark have been pub- 
lished in the Diario Official (see Law, Art. 33).** 

§ 1. Foreigners that, instead of depositing the certificate of registration in their 
respective countries, shall petition directly for the registration of their marks in 
Brazil, shall enjoy the guarantees of the same law (see Law, Art. 33, sole para- 
graph). 

§ 2. In order, however, for the registration thus applied for to become effective^ 
the parties interested shall present a certificate in negation of the registration in 
their respective countries, and a document that evidences that they there operate a 
commercial or industrial establishment. 

Art. 5. Under the denomination of international marks are comprehended all 
those that, by virtue of the International Conventions approved and made effective 
by Decrees Nos. 9233, of June 28, 1884, 2380, of November 20, 1896, 2747, of 
December 17, 1897, 4858 oi June 3, 1903, and 5114, of January 12, 1904, have been 
deposited in the International Bureau of Industrial Property, at Berne, and are duly 
deposited with the Commercial Council of Rio de Janeiro.*** 

Art. 6. On fulfillment of the formalities provided by the said International 
Conventions, the requirements and formalities of Brazilian legislation being satis- 
fied, these marks shall be on a parity for all effects with those that have been 
originally registered in Brazil. 

Art. 7. Citizens or subjects of the countries that form the Union for the Pro- 
tection of Industrial Property shall enjoy in Brazil, as regards marks of manufac- 
ture and of commerce and commercial names, the same advantages and guarantees 
that the Brazilian law grants to residents. Those of the countries, however, that 
do not form part of the same Union shall only have the rights granted peradventure 



* Conventions assuring reciprocal guarantees have been entered into between Brazil 
and the following countries: France (1876), Belgium (1876). Germany (1887), Italy 
(1877), The Netherlands (1878), United States of America (1879), Portugal (1881), Den- 
mark (1881), Austria-Hungary (1887), and Argentina (1906). 

** This provision is, by Decree No. 2085, of Aug. 6, 1909, no longer applicable "to 
marks filed at the International Bureau at Berne by countries that have adhered or shall in 
the future adhere to the Arrangement of Madrid of 1881 (for translation see 8 P. A T. 
M. Rev., 2896). 

• * * Appeal to the Supreme Federal Tribunal by any person injured by said deposit as 
concerns national marks preyicu<sly admitted to registration and published, is permitted by 
Decree No. 2085, of Aug. 6. 1909 (for translation see 8 P. & T. M. Rev., 2896). 
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through other special international treaties- or conventions *, there being observed 
in each case, with necessary scrupulousness, the principle of reciprocity. 

Art. 8. Foreigners resident and established in Brazil are considered on a par 
with natives in whatever concerns the guarantees assured by Law No. 1236, of Sep- 
tember 24, 1904, for the protection of marks of manufacture and of commerce and 
commercial names. 

Art. 9 In favor of marks registered in foreign countries that shall sign the 
above indicated conventions or shall adhere thereto, the provisions of Art. 9, No. 
3, of Law No. 1236, of September 24, 1904, are applicable, for the term of four 
months counted from the day on which the local registration is eflFected, on their 
compliance with the requirements indicated in Nos. 2, 3, and 4 of Art. 4 of this 
Regulation (see Law, Art. 34). 

Art. 10. For the execution of the provisions of Arts. 4 and 9, the Government 
shall inform the Commercial Councils and Inspectorships what nations have cele- 
brated diplomatic conventions with the Republic assuring reciprocal guarantees for 
Brazilian marks, as well as those that have signed or have adhered to the above 
cited conventions. 

Art. 11. There shall be understood by indication of origin of goods the desig- 
nation of the geographic name that corresponds to the place of manufacture, 
elaboration or extraction of the same products. The name of the place of pro- 
duction belongs cumulatively to every producer there established. 

Art. 12. No one has the right to make use of the name of a place of manu- 
facture for the purpose of designating natural or manufactured products made 
or originated in a different locality. 

Art. 13. There will be no false indication of origin when it is a question of 
the denomination of a product by means of a geographic name that, having become 
generic, designates in commercial language the nature or kind of goods. This 
exception is not applicable to products of the vine.** 

Art. 14. Goods bearing false indication of origin may be seized on requisition 
of the Public Minister, or on petition of the party interested. 

Art. 15. The seizure being made, in either of the two ways indicated in the 
preceding article, the procedure established in the present Regulation for other 
cases of seizure shall be followed. 

Art. 16. It is permitted to industrial or commercial syndicates or associations to 
make use of marks that distinguish and designate the products of their manu- 
facture or trade, as soon as — for this purpose — they shall have subjected themselves 
to the provisions and formaUties established by the laws in force. 

Art. 17. A mark of manufacture or of commerce may only be transferred 
with the particular class of industry or of commerce for which it was adopted, 
proper note thereof being made in the Register on presentation of an authentic 
document. Like note shall be made if, on change of the corporate name, the mark 
continues. In both cases pubHcation is necessary according to the terms of Art. 2 
(see Law, Art. 12). 

§ 1. Jt is indispensable for the transfer of the mark the proof of the comple- 
mentary deposit of its registration, there being made in said deposit the necessary 
annotation. 



* See note to Art. 4 (1) above. 

*• See Law No. 452, of Nov. .3, 1897, translation of which appears elsewhere in this 
issue of the Review. 
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§2. Publication shall consist in the literal transcription of the certificate of 
registration With the annotation of tlje transfer. 

Art. 18. The guarantees conferred by Law Xo. 1236, of September 24, 1904, are 
applicable to marks registered in accordance with former laws (see Law, Art. 35). 

Chap. IL 

Marks of manufacture and of commerce; their registration, deposit, and publica- 
,tion; appeals; actions, their procedure and requirements. 

Art. 19. There shall be admitted to registration as an industrial or commercial 
mark any mark that the law does not prohibit, and which differentiates one object 
from others identical or similar of different origin, as likewise any name, necessary 
or common denomination, signature or firm name, letter or cipher, provided they 
are of a distinctive form. 

§ 1. The enumeration made in this article is purely enunciative or explicative, 
and not restrictive, it being possible to form the mark of industry or of commerce 
of each or any material sign or means capable of differentiating some objects from 
others identical or similar of different origin, the limitations of Art. 21 of the pres- 
ent Regulation being observed. 

§ 2. The size and the colors, in themselves, cannot constitute a mark of manu- 
facture or of commerce. 

§ 3. Marks may be employed directly on the articles, as well as on the con- 
tainers or wrappers of said articles. 

§4. The wrappers or containers, in order to be considered as constitutive ele- 
ments of the mark, must have a typical or characteristic form that distinguishes 
them from those that industry and commerce have ordinarily adopted for wrap- 
ping or confining products and merchandise, and which cannot be registered as 
exclusive property due to their belonging to public domain (see Law, Art. 2). 

Art. 20. If any facsimile, design, representation, or indication of medals, 
premiums, or diplomas obtained at industrial expositions, forms an integral part 
of the mark for which registration is solicited, the parties interested shall show- 
proofs that they did actually obtain such recompenses, by presenting the originals 
of the documents or authenticated certificates, which will be restored to them 
after the registration is effected. 

Art. 21. There shall not be admitted to registration * marks that contain or 
consist in : 

1. arms, heraldic signs, or public or official distinctions, when their use is 
without competent authorization; 

2. commercial names or firm names of which the applicant may not legit- 
imately make use; 

3. the indication of a determined locality or establishment that is not that of 
the origin of the' object, whether or not there be joined with this indication a 
fictitious name or that of another, 

4. words, images, or representations that give offense to the individual or to 
public decorum ; 

5. the reproduction of another mark already registered for articles of the 
same class ; 

6. the total or partial imitation of a mark already registered for products of 



• See also Decree No. 3084, (Commercial Jurisdiction of Nov. 5, 1898), translation of 
which will appear in an early Issue of the Review. 



Digitized by VjOOQ IC 



BRAZIL 11 

the same class, which may deceive or confuse the buyer, the possibility of error or 
confusion being proven whenever the differences between the two marks cannot 
be recognized without close examination or comparison (see Law, Arts. 2 and 8). 

§ 1. By the authorization to which No. 1 of this article refers there are not 
comprehended the National Arms, which may not form part of a mark inasmuch as 
their use is exclusive to the bureaus and establishments of the Republic (Notice of 
the Ministry of Justice and Internal Affairs, March 19, 1894). 

§2. Fancy medals, which may be confounded with those granted at industrial 
expositions, are not permitted in trade marks. 

§ 3. Likewise is prohibited the registration of marks : 

1. for pharmaceutical preparations without declaration of the name of the 
manufacturer, of the product, and of the place of origin (Decree No. 452, of 
Nov. 3, 1897, Art. 1, par. 6);* 

2. for products of domestic manufacture in a foreign language, without the 
names of the manufacturer, of the manufacturing establishment, and of the local- 
ity thereof, or the declaration — "Industria Nacional" — in visibly legible characters, 
this last indication, however, not being sufficient when the marks are intended to 
distinguish provisions or food substances (cited Decree No. 452, Art. 1, par c, and 
§2)* 

Art. 22. In order to effect the registration there is necessary the petition of 
the party interested or of his special attorney, accompanied by three facsimiles of 
the mark, containing: 

1. the description of what constitutes the mark, with all its explanations and 
characteristics ; 

2. the representation, by means of a sketch, engraving, impression, or like 
process, of what constitutes the mark, with all its additional parts, including the 
color or colors with which it is to be used ; 

3. a declaration of the kind of industry or business for which it is intended, 
as well as the calling of the applicant and his domicile; 

4. in the description of what constitutes the mark, the party interested or his 
attorney is permitted to declare that the same mark may vary in its dimensions, 
types, colors, or disposition of the colors. 

§ 1. The application, as well as the facsimiles of the mark, shall be made on 
strong paper having dimensions of 33 centimetres in height by 22 centimetres in 
width, with a margin for binding, without folding or joining, each one stamped, 
dated, and signed (see Law, Art, 5). 

§ 2. These provisions are applicable to the foreign marks with which Art. 4 
of the present Regulation is concerned. 

Art. 23. The Secretary of the Commercial Council or, in the Inspectorships, 
the employe that the Chief shall designate, whenever a petition for registration is 
presented to him, shall certify on each of the facsimiles the day and the hour of 
presentation, giving receipt to the party, if this latter require it, and, having ex- 
amined the petition, shall submit it to the corresponding Bureau (see Law, Art. 6). 

Art. 24. The registration having been ordered, the S' jretary of the Council 
or the employe of the Commercial Inspectorship shall so certify on each of the 
facsimiles of the mark, and with one of them he shall file the petition, giving thereto 
a serial number, which he shall note on the other copies delivered to the party (see 
Law, Art. 6). 



• For translation see elsewhere In this issue of the Review. 
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Art. 25. Within thirty days counted from the date of registration, the party 
interested shall publish in the journal, wherein the Federal or State Governments 
insert official acts, the certificate of the same registration and the explanation of the 
characteristics of the mark, each literally transcribed, of the description required in 
Art, 22, No. 1, of the present Regulation (see Law, Art. 5, No. 1), and within 
60 days counted from the same date he shall deposit with the Commercial Council 
of Rio de Janeiro one of the facsimiles, in accordance with Art. 4 of the Law, and a 
copy of the official sheet, wherein the publication provided in the first part of this 
article, has been made. 

§ 1. The party may, if he so desires, include the design or representation of the 
mark in the publication (see Law, Arts. 2, 4, 5 and 7). 

§ 2. The registration of the mark once effected in any State, in accordance with 
what this article prescribes, and subsequently deposited, certificate thereof shall be 
published in the Diario Official of the Union.* 

§ 3. If the terms fixed in this article be exceeded, the deposit of the mark may 
not be effected, without prejudice to the right of the owner to renew the 
registration. 

§ 4. A mark that has been registered contrary to the prescriptions of Art. 22 
of the present Regulation likewise suffers loss of deposit. 

Art. 26. These documents shall be bound at the end of every year, there be- 
ing included tvith the volume an index that shall mention in alphabetical order 
the nature of the products for which these marks are intended, and, following, the 
name of the proprietor, the serial number of the file, and the place of registry. 

Art. 27. The documents relative to registrations made in foreign countries 
shall be bound in another volume, there being included therewith a corresponding 
index. 

Art. 28. The indices corresponding to the year ending shall be published in 
the Diario Official during the month of July following. 

The Commercial Council of Rio de Janeiro, on verifying the correctness of the 
publication, which, if necessary, it shall have amended, shall communicate it to the 
Government for the ends provided in the international conventions. 

Art. 29. The Commercial Councils "and Inspectorships shall permit, to those 
that so request, the examination at the Bureau, and under necessary surveillance, of 
the documents filed or deposited in the matter of marks of industry and of com- 
merce. 

Art. 30. In the registration there shall be observed the following: 

1. Priority of day and hour in the presentation of the fnark shall establish 
preference for the registration in favor of the respective applicant ; on simultaneity 
of this act, in the matter of two or more identical or similar marks, that one of 
those shall be admitted that, within eight days, shall prove in the opinion of the 
Commercial Council or Inspectorship to have been used or possessed for the greater 
time; on failure of this requirement or of the corresponding proof, none shall be 
registered unless those interested so modify it as to avoid error or confusion (see 
Law, Art. 9, No. 1, in. combination with Art. 8, No. 6) ; 

2. If there arise doubt concerning the use or possession of the mark, the Coun- 
cil or Inspectorship shall determine that the parties interested submit the ques- 



* In practice, a r^sum^ of the deposit of the mark has been published, which is evi- 
dently contrary to the text of the law. The publication of the ceninrate of deposit of the 
mark in the Diario Official of the Union should contain the whole description of the mark 
registered in one State for the information of the other States. 
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tion to the- Commercial Judge, proceeding then to the registration in conformity 
with the judgment (see Law, Art. 9, No. 2) ; 

3. If identical or similar marks, according to the terms of Art. 21, Nos. 5 and 
'6 (see Law, Art. 8, Nos. 5 and 6), be registered with different Councils of Inspec- 
torships, that of the prior date shall be held valid, and, in case of simultaneity of 
registration, either of the parties interested may apply to the competent judge, who 
shall decide which shall be maintained, keeping in view what has just been pro- 
Abided in No. 1 of this article (see Law, Art. 9). 

Art. 31. From the decision that admits* or denies registration of a mark of in- 
-dustry or of commerce, appeal may be made in the Federal District to the Court of 
Appeals, and, in the States, to the Judicial Tribunal of Second Instance, by: 

1. him that thereby considers himself injured as to some registered mark; 

2. the party interested in the cases of Art. 21, Nos. 2, 3, and 5 ; 

3. the party offended in the cases of Art. 21, No. 4, first part; 

4. the public prosecutor in the cases of the same article. No. 1, and No. 4, 
second part ; and 

5. any person that has applied for registration (see Law, Art. 9). 

Sole Paragraph. The appeal, in the case of No. 2 of this Article, may be made, 
even if the owner of the commercial name or firm name has not registered it, (even 
if the reproduction be not absolute and there be additions, omissions, or alterations, 
as soon as there is shown the possibility of error or confusion (see Law, Art. 9), in 
combination with Arts. 10 and 13, No. 9, §2)^ 

Art. 32.. The term for the interposition of appeal shall be five days counted 
from the date of the publication of the decision; if, however, the party does not 
reside in the locality wherein it is given and has there no special attorney, it shall 
•commence to run thirty days later (see Law, Art. 9). 

Art. 33. On failure to file appeal, on its non-acceptance, or its non-continuance, 
the right that the other party had, according to Art. 31, to bring action, shall be 
forfeited : 

1. for declaring the nullity of the registration made, in opposition to which Art. 
21 stands; 

2. for obliging the competitor that has an identical or similar name to modify 
it so that error or confusion will be impossible (see Law, Art. 8, No. 6, final part). 

This action is open only to him that proves prior possession of the mark, or 
ot the commercial or industrial name, even if he has not registered it, and it 
expires by limitation, the same as the cases referred to in Art. 21, Nos. 2, 3, and 
4, first part (see Law, Art. 8, Nos. 2, 3 and 4), if they are not brought withm six 
Tnonths after the registration of the mark (see Law, Art. 10). 

Art. 34. The Commercial Council shall justify the decision \vithin 48 hours 
counted from the first session that follows the presentation of the minutes of ap- 
peal, unless it gives assent thereto. The Commercial Inspectorships shall do Hke- 
wise within 48 hours counted from the filing of the minutes unless they likewise 
:give assent thereto. 

Art. 35. The employe of the Commercial Councils that has served as Registrar 
in the case, and, in the Inspectorships, the one that is designated by the Chief, shall 
be qualified to receive the files for appeal in the Judicial Tribunals of Second 
Instance. 



• It will be noted that this Regulation amplifies Art. 9 of the Law, which provides 
lor appeal only on denial of registration. 



Digitized by VjOOQ IC 



80 BRAZIL 

The remittance of the records to the higher court is incumbent, in the Inspector- 
ships, on the same employe, and, in the Councils, on the Secretary. 

Art. 36. In addition to the appeal, the persons mentioned in Art. 31, and in 
the respective cases there provided (see Law, Art. 10), may bring action for nullifi- 
cation of registration. 

Art. 37. The owner of a commercial name or firm name* may bring action 
against a competitor, in the same class of industry or trade, that has title to an 
identical or similar name or signature, in order to force him to modify it so 
that there may be no possibility of error or confusion (see Law; Art. 10, in com- 
bination with Art. 13, and with Decree No. 916, of Oct. 24, 1890, Art. 10, §3). 

Sole Paragraph. This action may be brought even when the plaintiff has not 
registered the name or signature, and when the reproduction be not absolute, but 
with additions, omissions, or alterations, whenever there be possibility of error 
or confusion (see Law, Art. 10, combined with Law No. 916, of Oct. 24, 1890, Art. 
10, §3). 

Art. 38. Actions referring to the facts provided in Art. 21, Nos. 4 and 6 (see 
Decree No. 3084, of Nov. 5, 1898),** of this Regulation cannot be brought without 
the production of the certificate of registration and of its publication, save, as con- 
cerns this latter, when it concerns facts that occurred within the term granted for 
the insertion of the document in the official sheet. 

Art. 39. There is reserved to the one injured by the appropriation of the mark 
that he has previously used — without requirement of registering it — the right to 
petition, by means of an ordinary action for indemnification, for the damages that 
he has suffered, in addition to that of petitioning, within the legal terms, for the 
nullification of the registration, through summary action. 

Chap. III. 

Concerning Other Guarantees for Registered Marks and Penal Measures. 

Art. 40. He shall be punished with the penalties of imprisonment of from six 
months to one year, and fine, in favor of the State, of from 500$ to 5,000$: 

1. that uses the legitimate mark of another on goods of false origin; 

2. that uses the mark of another, counterfeited in whole or in part; 

3. that sells or exposes for sale goods bearing another's mark, such goods not 
originating from the owner of the mark; 

4. that sells or exposes for sale goods bearing another's mark, counterfeited in 
whole or in part; 

5. that reproduces, without having license from the owner or from his legal 
representative, by any means, in whole or in part, a mark of industry or of com- 
merce duly registered and published; 

6. that imitates a mark of industry or of commerce so that it may deceive the 
consumer ; 

7. that makes use of a mark so imitated ; 

8. that sells or exposes for sale goods bearing a counterfeit mark; 

9. that uses the commercial name or signature that does not belong to him, be 
it or not a part of a registered mark. 

§ 1. In order that there be imitation in the sense referred to in Nos. 6 and 9 
of this article, it is not necessary that the resemblance of the mark be absolute, 



* See Decree No. 916, of Oct. 24, 1890, translation of which will appear in an early 
issue of the Review. 

** Re*?ardin.er commercial jurisdiction, a translation of whi(^h will appear in an early 
issue of the Review. 
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it sufficing, whatever be the differences, that there be a possibility of error or 
confusion on the part of the consumer (see Law, Arts. 18 and ZJ). 

§ 2. There shall be considered usurpation of commercial name or signature, ac- 
cording to the terms of Nos. 5 and 6, whether the reproduction be absolute, or with 
additions, omissions, or alterations, whenever there be even possibility of error or 
confusion on the part of the consumer (see Law, Arts. 18 and yj). 

Art. 41. He shall be punished with the penalties of fine of from 100$ to 500$, in 
favor of the State : 

1. that without proper authorization makes use of a mark of industry or 
of commerce, of domestic or foreign public or official arms, insignia, or distinctions ; 

2. that makes use of a mark that is offensive to public decency; 

3. that uses a mark of industry or of commerce that contains the indication of a 
locality or establishment other than that of the origin of the merchandise or goods, 
whether to this indication there be joined a fictitious name or that of another 
person or not ; 

4. that sells or. exposes for sale merchandise or goods bearing a mark subject 
to the conditions mentioned in Nos. 1 and 2 of this Article; 

5. that sells or exposes for sale merchandise or goods subject to the conditions 
mentioned in Nos. 3 (see Law, Arts. 14. and 37). 

Art. 42. He shall be punished with the same penalties as of the preceding 
article that makes use of a mark that offers personal offense, or sells or offers for 
sale goods bearing such mark. 

Art. 43. Criminal action against violations cited in Xos. 1, 2, and 4 of Art. 41 
shall be brought by the public prosecutor of the district in which were encountered 
goods bearing marks whereof there is here question. 

Any manufacturer or merchant in a similar line of business that resides at 
the place of origin, and the owner of the establishment falsely indicated, is 
qualified to bring action against those mentioned in Nos. 3 and 5 of the same article 
(41) ; and the party injured or interested, against those mentioned in Arts. 42 and 
43 (see Law, Art. 16). 

Art. 44. In cases of repetition, the penalties provided in Arts. 40, 41 1 and 42 
shall be doubled, if there has not elapsed ten years since the prior conviction for any 
of the violations mentioned by the present law (see Law, Art. 17). 

Art. 45. Said penalties do not exempt the delinquents from satisfying the dam- 
age done, which may be applied for by those injured by means of corresponding 
action (see Law, Art. 18). 

Art. 46. Sentences rendered in the matter of crimes of which this law treats 
shall be published verbatim by the successful party in the same journal in which 
publication of registrations has been made, without which they shall not be sub- 
ject to execution (see Law, Art. 19). 

Art. 47. The party interested may petition for: 

1. a search or investigation for the purpose of verifying the existence of 
counterfeit or imitated marks, or of merchandise or goods that bear them; 

2.' the seizure and destruction of counterfeit or imitated marks in the printing 
offices in which they are printed, wherever they may be found, before utilization for 
criminal purposes; 

3. the destruction of the counterfeit or imitated marks on the containers or 
goods that bear them before being delivered to the fiscal authorities, even if the 
containers and the merchandise or goods themselves be injured; 

4. the seizure and storage of merchandise or goods bearing a counterfeit or 
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falsified mark, or a mark indicating a false origin, according to the terms of Art. 
21. No. 3. 

§ 1. The seizure and detention occur only as preliminaries of the action, and 
do not result therefrom, being of no effect if the action be not brought or pro- 
secuted within a term of thirty days. 

§ 2. The goods seized shall serve to guarantee the fine and damages of the 
party, for which they shall be sold at public au'ction, dunng the course of the ac- 
tion, with the exception of goods injurious to the public health, which shall be 
destroyed (see Law, Art. 20). 

Art. 49. The seizure shall be made on petition of the party or ex-officio: 

(a), the petition by the party, by any political authority, pretor, or Judge of 
the Civil and Criminal Court, in the Federal District ; and in the States, by the 
authorities qualified for searches ; 

(6) ex-officio: by the customs authorities, in the course of examination; by 
the internal revenue agents, whenever they find such falsifications in establishments 
that they visit; by any authority, when, during any activity they by chance en- 
counter falsifications (see Law, Art. 22). 

Art. 50. The proceedings mentioned in Art. 47, Xos. 1, 2, 3 and 4, shall be or- 
dered by the competent judge, or shall be required by him of the Chiefs of the public 
Bureaus or estabhshments in which the "goods or merchandise subject thereto are 
found, there being shown the certificate of registration of the mark, and, in cases 
of search and seizure, in conformity with the provisions of Law No. 1236, of 
September 26, 1904, and of the present Regulation (Art. 53, and sole paragraph). 

§ 1. Whenever there is to be a search and seizure, among the different cases to 
which the present Regulation refers, the Judge or authority that orders it shall 
name two experts in whom he has confidence for the purpose of verifying whether 
the goods, products, or merchandise really bear or are distinguished by counter- 
feited, imitated, or illegally used marks. 

§ 2. The goods seized shall be brought to the public stores, on payment, in the 
public Bureaus, on the part of him that has petitioned for the procedure, of all the 
fees and charges due to the National Treasury. 

Art. 51. The presentation of the certificate of registration is unnecessary when 
it is a matter of marks or goods subject to the conditions of Art. 21, Nos. 1, 2, 3, 
and 4, to all of which are applicable the guarantees expressed in the present Regula- 
tion. 

Art. 52. The seizure having been effected ex-officio, in accordance with Art. 
49, letter b, the owners of the mark or their representatives shall be summoned by 
notification for the purpose of proceeding against those responsible, there being 
allowed them for this the term of thirty days under penalty of the seizure becoming 
of no effect. 

§ 1. The seizure shall also be without effect if the notification and the stipula- 
tion of the term above provided have not been made within the thirty days follow- 
ing it. 

§ 2. This notification and the stipulation of this term shall be made on applica- 
tion of the competent public prosecutor. 

§ 3. If the owners of the marks reside without the Republic and have no repre- 
sentatives with full powers, in Brazil, including that of the receipt of the summons, 
the term shall be ninety days ; 

§4. The seizure having become of no effect through failure of notice and stipu- 
lation of term or by the non-appearance of the owner of the mark, this latter 
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-shall in any case have reserved to himself the right to apply for a new seizure and 
to bring such actions as fit the case (see Law, Art. 23). 

Art. 53. The search and seizure on request of the party shall be ordered on 
the signing of a bond before the authority that authorizes the act. 

Sole Paragraph. In this bond the plaintiff shall undertake to pay the losses 
and damages that may result from the search, if the decision is against him and the 
party against whom it was applied for proves that said plaintiff acted in bad faith 
(see Law, Art. 24). 

Art. 54. The seizure having been made, the books found on the premises shall 
be taken, as well as all the mechanisms and other articles that serve, directly or in- 
directly, in the falsification (see Law, Art. 25). 

Art. 55. The authority that effected the seizure is competent to grant bail (see 
Law, Art. 26). 

Art'. 56. During the act of seizure there shall be taken in flagrante delictu the 
persons mentioned in Art. 40 of the present Regulation (see Law, Arts. 13 and 2i7). 

Art. 57. The seizure having been made the corpus delictu shall be examined in 
order to establish the infraction committed (see Law, Art. 28). 

Art. 58. Within thirty days from the date of the seizure, excepting the cases 
provided in Art. 52 and its paragraphs, complaint shall be made against those re- 
sponsible, accompanied by the minutes of the seizure, the corpus delictu and those 
taken in the offense, if this has been effected, the list of witnesses and an indication 
of the requirements necessary. 

Art. 59. The court competent for the civil and criminal actions treated in the 
present Regulation is that of the domicile of the defendant, or that of the place 
in which was found the merchandise bearing or indicated by the counterfeited, 
imitated or illegally used mark (see Law, Art. 30). 

Art. 60. In civil actions the jurisdiction shall always be commercial. 

Art. 61. In the States, the procedure determined by the respective legislation 
rhall be followed, the judgment being pronounced in the first instance by a single 
judge. In the Federal District, the Civil and Criminal Tribunal is competent, 
which court, in criminal actions, shall observe the procedure established in Art. 100 
of Law No. 1030 (see. Law, Art. 29; Decree No. 5618, of 1874, Arts. 97 to 109), 
and, in civil actions, that established in Arts. 236 and following of Regulation No 
ly?, of November 25, 1850, there not being included, however, those for indemnifica- 
tion for damage caused, which shall be submitted to ordinary procedure. 

Art. 62. The competency* treated of in Art. 12 of Law No. 221, of Novem- 
ber 20, 1894, concerns Art. 60, letter /, of the Constitution, when actions are based 
on conventions or treaties of reciprocity (see Law, Art. 31). 

Art. 63. Jointly responsible for the violation of Arts. 40, 41, and 42, are: 

1. the owner of the printing establishment in which the counterfeited or 
imitated marks are prepared ; 

2. the person that has them in his possession ; 

3. the vendor of the same ; 

4. the owner or tenant of the house or establishment in which are stored the 
goods, whenever it is impossible to identify the owner thereof: 

5. whoever has bought from an unknown person or cannot prove the origin 
of the article or goods (see Law, Art. 2>2) . 

Art. 64. Cases pending concerning marks of manufacture and of commerce 



♦See Decree No. 1939, of Aug. 28, 1908, translation of which will appear in a later 
issue of the Review. 



Digitized by VjOOQ IC 



84 BRAZII^UNITED STATES PRACTICE 

and commercial names, in the first as well as in the second instance, shall be decided 
by the judges and tribunals before which they have been brought, notwithstanding 
the principles of practice established in the law now regulated. 

Art. 65. Regulation No. 9828, of December 31, 1867, and other provisions to the 
contrary are revoked. 

Rio de Janeiro, January 10, 1905. 

(Signed) Lauro Severiano Muli^er. 

(From Leis da Propiedade Industrial, Artistica e Literaria da Repuhlica dos 
Bstados Unidos do Brazil (Legislagao Vigente), published by C. Buschmann, Rio 
de Janeiro, 1916. 



United States Practice. 

Patents. Applications. Reciprocal Extension of Time Under Act of Aug. 17^ 

1916. Belgium, Sweden, Denmark, Great Britain, Germany, France, 

Switzerland, Spain and Hungary. Commissioner's Decisions. 

233 O. G., 351. 

Co m m ission er's Dec isio^ns. 

Ex PARTE DURANT. 

• Decided October 16, 1916. 

Payment of Final Fee. 

Extension of Time Under Act of August 17, 1916 — Reciprocal Privileges. 
Held that the Belgian Government grants to citizens of the United States 
substantially "similar privileges" within the meaning of the Act of August 17,. 
1916. 

On Petition, Wind Instrument. 
Mr. Henri Van Oldenneel and Mr. IV. H. Berrigan for the applicant. 
EwiNG, Commissioner: 

This is a petition that a final fee paid September 20, 1916, six months and five 
days after the expiration of the six months from the notice of allowance, be ac- 
cepted under the provisions of the act of August 17, 1916. 

Applicant is a subject of the King of Belgium. The Belgian Government has 
issued certain decrees which are published in volume 206 of the Official Gazette, 
(p. 1439,) volume 209, Official Gazette, (p. 318,) volume 210, Official Gazette, 
(p. 718). 

The extensions indicated therein are believed to conform fully with the re- 
quirements of the statute that reciprocal privileges be granted to citizens of this 
country. 

The showing made is held to establish that the failure to pay the final fee with- 
in the six months period was due to the existing and continuing state of war, and it 
is directed that it be accepted. 



Ex parte Enrkrg. 

Decided October 16, 1916. 

Payment of Final Fee. 

Extension of Time I^ndfr Act of August 17, 1916 — Reciprocal Privileges. 
Held that the Swedish Government grants to citizens of the United States 
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substantially "similar privileges" within the meaning of the act of August 17, 
1916. 

On Petition. 

Cai,cui.ating-machine, Cash-register, and the Like. 

Mr. Henri Van Oldenneel for the applicant. 
EwiNG, Commissioner: 

This is a petition that the final fee, which was paid September 20, 1916, two 
months and twelve days after the expiration of the six months from the date of 
the notice of allowance, be accepted under the provisions of the act of August 
17, 1916. 

Applicant is a subject of the King of Sweden. The Swedish Government has 
issued certain ordinances which are published in the Of Ficial Gazette, (vol. 219, p. 
27Z\ vol. 220, p. 1046). (The limit set in the last order was subsequently extended.) 

The extensions indicated therein are believed to conform fully with the re- 
quirements of the act of August 17, 1916, that reciprocal privileges be granted to 
citizens of this country. 

The showing made is held to establish that the failure to pay the fee within 
the six months was due to the existing and continuing state of war, and it is directed 
that it be accepted. 



Ex PARTE Fisher. 

Decided November 17, 1916. 

FaiNG Date. 

Extension of Time Under Act of August. 17, 1916 — Reciprocal Privileges. 
Held that the Danish law grants to citizens of the United States substantially 
"similar privileges" within the meaning of the act of August 17, 1916. 
Ewing, Commissioner: 

Applicant is a subject of the King of Denmark. The Danish law and the 
orders issued under the authority thereof (see 208 O. G., 986; 210 O. G., 719, and 
La PropriSte Industrielle, 1916, 65) grant to citizens of the United States sub- 
stantially "similar privileges" within the meaning of the act of August 17, 1916. 

As the application was mailed when the war had not been in progress more 
than three months and the delay in the mails not so great as at present, it could 
reasonably have been expected that it would be received by the Office within the 
period fixed by section 4887 of the Revised Statutes. The failure to file the applica- 
tion within that period is therefore held to have been due to the "existing and con- 
tinuing state of war." 

The patent granted on applicant's Danish application will therefore not bar the 
grant of a patent in this country. 



Ex PARTE Foley and Baker. 
* Decided October 16, 1916. 
Filing Date. 
1. Extension of Time Under Act of August 17, 1916 — Reciprocal Privileges. 
Held that the British Government grants to citizens of the United States 
substantially "similar privileges" within the meaning of the act of August 17, 



1916. 
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2. Same— Delay Due to War. 

Where the failure to receive and file the application within a year of the 
date of the British application was shown to be due to failure in the mails, and 
possibly to the sinking of a mail-steamer, Held that the delay would be regarded 
as due to the war. 
On Petition. 

Detachable or Interchangeable Wheel for Motor-vehicles and the L1K15. 

Mr. Berthold Singer for the applicants. 
EwiNG, Commissioner: 

This application was filed more than twelve months after the filing of the 
British application on January 28, 1915. Applicants request that they be given the 
benefit of the act of August 17, 1916, extending the time for filing applications and 
fees. 

Applicants are subjects of the King of Great Britain. 

Under the provisions of section 1 of the Patents, Designs, and Trade Marks 
(Temporary- Rules) Act of 1914 the British Board of Trade issued certkin rules 
which are pubhshed in volume 209 of the Official Gazette, (p. 1054). 

The extensions indicated therein are believed to conform fully with the re- 
quirements of the statutes that reciprocal privileges be granted to citizens of this 
Country. 

Concerning the question of the failure to file within twelve months of the 
filing of the British application the British attorney in an affidavit accompanying 
the present application states that the necessary application papers were prepared 
and despatched on August 17, 1915, to the present attorney, that a letter was writ- 
ten to him on the same date calling attention to the importance of filing the ap- 
plication as early as possible, and that no response was ever received to this com- 
munication. He- also states that he is aware that on August 19, 1915, the Arabic, 
which carried American mails, was sunk off the Irish coast. 

An affidavit has also been filed of the file clerk of the present attorney, who 
states that the records of his office do not show the receipt of the letter above re- 
ferred to. 

The statements above made are deemed sufficient to establish that the failure 
to file the application within the period fixed by section 4^87, was due to the existing 
and continuing state of war, and as the application was filed within nine months 
from the expiration of that period the British patent will not bar the grant of a 
patent in this country. 



Ex parte Jung. 

Decided October 16, 1916. 

Payment of Final Fee. 

1. Extension of Time Under Act of Auctjst 17, 1916 — Reciprocal Privileges. 

Held that the German Government grants to citizens of the United States 
substantially "similar privileges" within the meaning of the act of August 17,. 
1916. 

2. Same — Delay Due to War. 

Where it appeared that a letter was sent to the German attorney three 
months before the time for paying the final fee expired, but was lost in the 
mails, and that the instructions to pay the fee were mailed more than a month 
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before the time expired, Held that the delay would be regarded as due to the 

war. 

On Petition. Shaping-machine. 

Mr. B. Singer for the applicant. 
EwiNG, Commissioner: 

This is a petition that the final fee, which was paid September 26, 1916, eight 
days after the expiration of the six months from the date of the notice of allow- 
ance, be accepted under the provisions of the act of August 17, 1916. 

Applicant is a subject of the Emperor of Germany. The German Government 
has issued certain orders, which are published in the Offciat, Gazette (vol. 208, p. 
239; vol. 209, p.' 1318; vol. 215, p. 979.) (The limit set in the last order was sub- 
sequently indefinitely extended.) 

The extensions indicated therein are believed to conform fully with the re- 
quirement of the statute that reciprocal privileges be granted to citizens of this 
country. 

It appears from the affidavit filed in support of the petition that the attorney of 
record wrote to applicant's German attorney on March 20, 1916, notifying him that 
the application had been allowed; that he wrote again on June 17, 1916, calling 
attention to the fact that the final fee was due September 18, 1916, and that on 
September 25, 1916, he received a letter from the German attorney, dated August 
12, 1916, stating that no communication had been received since the letter of March 
20, 1916, and directing the payment of the final fee. 

In view of the non-receipt of the attorney's letter of June 17, 1916, and the 
fact that the directions to pay the final fee were mailed more than a month prior 
to the expiration of the six months period it is held that the failure to pay the final 
fee within that period was due to the existing and continuing state of war, and it is 
directed that it be accepted. 



Ex parte Ravier. 

Decided October 16, 1916. 

Applicant's Signature. 

1. Extension oe Time Under Act of August 17, 1916 — Reciprocal Privileges. 

Held that the French Government grants to citizens of the United States 
substantially "similar privileges" within the meaning of the act of August 17, 
1916. 

2. Same — Delay Dite to War. 

Where it appeared that the applicant was in the French Navy and that his 
signature to the United States application could not be obtained until very 
shortly before expiration of the year following the French filing date. Held 
that the delay would be regarded as due to the war. 
On Petition. 

Works Such as Retaining-walls, Piers, and Wharfs. 
Mr. John Imirie for the applicant. 
EwiNG, Commissioner: 

Applicant is a citizen of France. The French Government has passed a law 
(La Propriete Industrielle, 1915, p. 66) which reads in part as follows: 

Art. 5. The provisions of the decree of August 14, 1914, suspending the time 
limits in the matter of patents and of designs and models from and after August 
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1, shall be enjoyed by subjects and citizens of foreign countries only in so far as 
such countries have accorded or may hereafter accord, by way of reciprocity, 
equivalent privileges to the citizens of France and of the French protectorates. 

Art. 7. The terms of priority established by article 4, as amended, of the Con- 
vention of the International Union of 1883, are hereby suspended from and after 
August 1, 1914, during the continuation of hostilities and until dates to be fixed 
hy a future detree. i 

The enjov-ment of this suspension shall be claimed only by subjects of the 
Union whose country has accorded or may hereafter accord the same privilege to 
the citizens of France and of the French protectorates. 

The extensions indicated therein are believed to conform fully with the re- 
•quirements of the act of August 17, 1916, that reciprocal privileges be granted to 
<:itizens of this country. 

It appears from the affidavit and correspondence filed in support of this peti- 
tion that the applicant was in the French Navy and that his French agent was un- 
able to obtain his signature to the United States application until shortly before the 
expiration of the year following the filing of the French application on February 
20, 1915, and that the application was mailed in Paris, February 10, 1916, being 
received by the attorney February 23y 1916. 

This showing is held to establish that the failure to file the application within 
the year from the filing of the French application was due to the existing and con- 
tinuing state of war. 

Applicant's French patent is therefore not a bar to the grant of a patent on the 
present application. It is directed that the amendment filed September 21, 1916, 
be entered and considered. 



Ex PARTE SCHI,UMPF. 

Decided October 16, 1916. 
Payment ot Final Fee. ' 

Extension of Time Under Act of August 17, 1916 — Reciprocal Privileges. 
Held that the Swiss Gk)vernment grants to citizens of the United States 
substantially "similar privileges" within the meaning of the act of August 17, 
1916. 
On Petition. 

Device for Pressing-rollers, Particularly for Lacing-eyelets. 

Messrs. Munn & Co. for the applicant. 
EwiNG, Commissioner: 

This is a petition that the final fee, which was paid September 18, 1916, three 
months after the expiration of the six months from the date of the notice of 
allowance, be accepted under the provisions of the act of August 17, 1916. 

Applicant is a citizen of Switzerland. The Swiss Government has issued cer- 
tain orders, which are published in the Official Gazette, (vol. 207, p. 937; vol. 
211, p. 288, and vol. 216, p. 1321.) (The limit set in the last order was subsequently 
extended.) 

The extensions indicated therein are believed to conform fully with the re- 
quirements of the act of August 17, 1916, that reciprocal privileges be granted to 
citizens of this country. 
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The showing made is held to establish that the failure to pay the fee within 
the six months was due to the existing and continuing state of war, and it is di- 
rected that it be accepted. 



• Ex PARTE ViCTORERO. 

Decided October 16, 1916. 

Fii^iNG Date. 

Extension of Time Under Act of August 17, 1916 — Reciprocal Privileges. 
Held that the Spanish Government grants to citizens of the United 
States substantially "similar privileges" within the meaning of the act of August 
17, 1916. 

On Petition. 

Machine for the Elaboration of Cigarettes. 

Mr. B. Singer for the applicant. 
EwiNG, Commissioner: 

Applicant is a subject of the King of Spain. The Spanish Government has 
issued decrees which read in part as follows, (208 O. G., 986; La Propriiti In- 
dustrielle, 1916, p. 30) : 

1. So long as the present state of war may continue, and from and after the 
26th of July last, any declaration to the effect that a proceeding will not be pursued 
or that a registration effected has lapsed, in the matter of industrial property,, 
shall be held in suspense in the case of an individual or corporate body domiciled 
abroad. 

2. Immediately upon cessation of hostilities, a suitable term shall be fixed with- 
in which the individuals and corporate bodies referred to in the preceding para- 
graph shall show that they were prevented by circumstances over which they had no 
control from complying with the legal formalities within the terms fixed by the 
laws in force, and upon furnishing proof considered sufficient by the patent office 
authorities they shall be protected from all injury. 

Article 1. The priority term allowed for patents, in so far as it concerns 
cases wherein the term referred to had not elapsed on July 31, 1914, shall be ex- 
tended until a date to be fixed at the conclusion of the war. 

Art. 2. Such privilege is granted upon the basis of reciprocity to those coun- 
tries that shall decide to grant a like benefit to Spain. 

The extensions indicated therein are believed to conform fully with the re- 
quirements of the act of August 17, 1916, that reciprocal privileges be granted to- 
citizens of this country. 

^ The showing made is held to establish that the failure to file the application 
in this country within twelve months from the filing of the Spanish application was 
due to the existing and continuing state of war. 

Applicant's Spanish patent will therefore not bar the grant of a patent in this 
country. 
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Ex PARTE HeCHT. 

Decided October 16, 1916. 

Payment ot Final Fee. 

Extension of Time Under Act of August 17, 1916— Reciprocal Privileges. 

Held that the Hungarian Government grants to citizens of the United States 
substantially "similar privileges" within the meaning of the act of August 17, 
1916. 

On Petition. 

Container for Loose Sheets. 

Mr. Henri Van Oldenneel for the applicant. 
EwiNG, Commissioner: 

This is a petition that the final fee, which was paid September 16, 1916, two 
months and twenty-five days after the expiration of the six months from the date 
of the notice of allowance, be accepted under the provisions of the act of August 
17, 1916. 

Applicant is a subject of the King of Hungary. The Hungarian Government has 
issued certain orders, which read, in part, as follows, {La Propriete Industrielle, 
1916, p. 4:) 

No. 81,250/1915 of December 1, 1915. 

By virtue of the powers provided in sec. 16 of Article LXIII of the law of 
1912, which article relates to the exceptional measures to be adopted in case of 
war, I hereby order, in the meaning of ordinance No. 6981/1914 M. E., enarcted in 
plenary session of the Royal Hungarian Ministry, as follows : 

Section 1. The terms of priority fixed with regard to filing in the matter of 
patents, designs and trade marks by art. 4 of the Convention of the Union of Paris 
of March 20, 1883, revised at Brussels December 14, 1900, and at Washington June 
2, 1911, are hereby extended for three months in so far as they had not expired 
prior to July 26, 1914. A future ordinance will fix the date from which such 
extension of three months shall run. 

This provision shall be applicable in favor of subjects of other countries be- 
longing to the International Union for the Protection of Industrial Property only 
if such countries grant an extension of the terms of priority to Hungarian subjects. 
If, however, any such country shall grant this privilege to Hungarian subjects to a 
lesser extent than provided for in the 1st paragraph, the same restriction shall be 
applicable to the citizens of such country. 

A notice to be published in the official organ shall specify to what extent the 
terms of priority will be extended in Hungary in favor of subjects of other coun- 
tries in the meaning of the provisions contained in the 2nd paragraph. 

No. 87,629 of December 23, 1915. 

By virtue of the power conferred by sec. 16 of Article LXIII of the law of 
1912, concerning the exceptional measures to be adopted in case of war and in 
conformity with the ordinance of the Royal Hungarian Ministry No. 6981/1914 
M. E., I hereby order as follows : 

Section 1. The provision of my ordinance of August 19, 1915, No. 54,400, 
under the terms of which the dui'ation of the terms for the payment of annual 
taxes on patents and of additional taxes was suspended until December 31, 1915, is 
hereby modified by extending the duration of such suspension to June 30, 1916. 
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In other respects my order cited above shall remain in force without any 
modification. 

Sec. 2. This ordinance shall go into force from the date of its publication 
(published December 25, 1915). 

(The limit set in the last order was subsequently extended). 

The extensions indicated therein are believed to conform fully with the re- 
quirements of the act of August 17, 1916, that reciprocal privileges be granted to 
citizens of this country. 

The showing made is held to establish that the failure to pay the fee within 
the six months was due to the existing and continuing state of war, and it is 
directed that it be accepted. 



Patents. 

233 O. G., 755. 

Co m missio ner's Decisio n . 

Ex PARTE Dyson. 
Decided November 8, 1916. 

1. Practice — Old Applications — Dilatory Prosecution. 

The policy of delaying the issuance of patents on applications in the tele- 
phone art commonly pursued b]' applicants and their attorneys in those cases 
reviewed and condemned. % 

2. Same — Same — Same — Withdrawing from Issue. 

Where an applicant whose case had been pending in the Office for over 
ten years and had been once forfeited and renewed requested that it be with- 
drawn from issue for the purposes of interference and to draw a proper line 
between it and a divisional application, Held that the circumstances of the case 
did not justify withdrawal for interference purposes and that the line of 
division could be drawn by amendment under Rule 78, and the petition was 
accordingly denied. 
On Petition. 

telephone system. 

Mr. Curtis B. Camp, for the applicant. 
E w I NG, Cbmm issio tier : 

Petitioner prays that this appUcation be withdrawn from issue for the purpose 
of an interference and to enable a proper Hne of division to be established between 
its claims and those of a divisional case now in interference with the patent to 
Dean, No. 1,120,605. The final fee is due November 15, 1916.* The appHcation 
has been once allowed, forfeited, and renewed. A second forfeiture would pre- 
sumably result in abandonment. 

The establishment of a proper line of division between this case and the other 
can be effected under the provisions of Rule 78 without withdrawal from issue. 

The proofs seeking to establish priority of invention over Dean can be made 
upon the divisional case now in the interference as well as upon the present parent 
case. 

Petitioner urges that although this application contains none of Dean's claims 
yet there are claims of the present case which would dominate Dean's invention 
and that it would be unfair to Dean to allow the present case to issue into a patent 



•Now Patent No. 1,208.718, December 12. 1916. 
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while the interference is in progress. This, however, is Dean's affair, and the 
fact is noted also that the filing date of the present case is prior to the date 
of conception alleged by Dean. 

This application has been pending for over ten years. Had the case been 
promptly prosecuted it would have become a patent long before Dean filed his 
application and no interference would have been necessary. 

There is a large number of applications for automatic telephone systems which 
have been kept pending for ten, twelve, and even fifteen years. Over and over 
again have they been reviewed by the Examiner. Their records have become 
•cumbersome and their consideration time-consuming. They block the issuance 
of patents to other inventors seeking an early grant. They render necessary the 
declaration of many otherwise needless interferences, involving motions for disso- 
lution and other delaying procedures. They are, in effect, hidden traps for later 
inventors, who, without knowledge of their existence, in good faith produce 
similar inventions and apply for patents, only to find their efforts anticipated and 
their labor lost. Patents granted are carefully examined by the owners of these 
old applications to see if some claim or claims of the patent can by arguable 
interpretation be predicated upon the structure of some one of these old cases. If 
this is found to be possible, the claim is presented in the old application and an 
interference is demanded. By reason of the old filing date an award of priority 
adverse to the patentee sometimes results and the Office is placed in the position 
of having issued a patent witjj invalid claims. 

These old applications, representing the inventions of a considerable number 
of inventors, are mainly owned by a few large rival corporations. Various in- 
ventors in the employ of these concerns have shifted their employment from one 
to the other. In this manner each corporation has obtained some information 
as to the nature of the inventions represented in the old applications owned by 
its rivals. As a consequence it has been possible for these rival concerns to so- 
amend their applications as to bring about a multitude of interferences. A large 
number of such applications are now interlocked in contests of this character and 
more are constantly being added. Many such contests continue for years before 
a conclusion is finally reached. 

When these applications shall have finally issued into patents, many of them 
will, presumably, contain broad claims dominating better devices and mechanisms 
developed during the years of their pendency. 

The Office has vainly sought to remedy this condition. In other arts the 
efforts to remedy such conditions have met with co-operation on the part of the 
applicants and their counsel, and the result has been, speaking generally, a marked 
improvement of the condition. In this exceptionally complex art the Office has 
found itself unable to bring about an improvement. The Iseck of co-operation of 
counsel, presumably under the direction of the corporation heads, due to the fear 
that if one of these old applications is allowed to become patented a commercial 
rival will obtain some advantage therefrom, combined with the very evident 
desire of the owners to keep these cases pending for future eventualities or condi- 
tions which they believe or fear may arise, have conspired to block every effort 
made by the Office to remedy this evil. Amendments are delayed in many in- 
stances until the end of the period allowed by law, and when applications are 
passed for issue they frequently are forfeited and renewed with further amend- 
ment and their slow prosecution is resumed. 
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Such a condition constitutes an abuse of the latitude and leniency of the law, 
a drag upon and a menace to the progress of the art. 

The only possible relief from conditions which have become intolerable is 
to force an application to patent or abandonment whenever an opportunity presents 
itself. 

The petition is denied. 



Trade Marks. 

In the United States Patent Office. 

CoNcx)RDiA Elektrizitats Aktien Gksei.lsh.\ft v. Mannksmanx Light Company 

OF America, Inc. 

Appeal from Examiner of Interferences. 
Trade Mark for Electric Miner's Lamp. 

Decided Dec. 2, 1916. 
Application of Mannesmann Light Company of Amerrca, Inc., filed Nov. 12, 
1913. No. 7Zfi27, published Dec. 23. 1913. 

Trade Marks— Opposition— Opposer Owner of Mark Long Used in Foreign 
Countries— Applicant, Through Acency For Sale of Opposer's Goods, Ac- 
quired NO Right to Mark — Opposition Sustained. Registr.ation Refused. 
Mr. Wm. Wallace White for Concordia Elektrizitats Aktien Gesellshaft. 
Messrs. Munn & Co. for Mannesmann Light Company of America, Inc. 
F. W. H. Clay, Assistant Commissioner: 

The applicant for registry of a trade mark, the Mannesmann Light Company 
of America, Inc., a corporation of New York, appeals from the decision of the 
Examiner of interferences sustaining an opposition to registry of its trade mark 
consisting of the word "Ceag"' for electric miner's lamps, and refusing registry. 
The opposer is Concordia Elektrizitats Aktien Gesellshaft, a German corporation 
which will be called the German Concordia Company. 

The ground of opposition is substantially that the word "Ceag," being a word 
composed of the initial letters of the opposer's name, has been long used as a 
trade mark by the opposer in foreign countries, and notably England and Germany, 
and that the lamps were introduced in the United States with the knowledge that 
they were originated by the opposer and that they were well known by this trade 
mark in Europe; that the opposer has an agent selling such lamps in the United 
States and that the registry to the applicant of this word would be injurious to its 
business and confusing to the public. 

The facts are well set forth in the opinion of the examiner and need be re- 
peated only briefly ; The applicant applied for registry November 12, 1913, alleging 
that it had used the mark since November 1st of that year, and stating under 
oath of its president that no other party had the right to use the mark, and its 
own mark was alleged to have been used by stamping a facsimile of the drawing 
filed upon the goods. The labels filed were paper labels, with the word "Ceag" 
and the initials "M. L. Co. of A." The application was passed and published in 
this form, but on March 3, 1915, after the opposition had been proceeding, the ap- 
plicant was allowed by the Commissioner's order to amend and then stated that 
the use of the mark consisted in placing a printed folder bearing the trade mark in 
the containers of the goods. Such printed folder appears in the record to have been 
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an extended sheet of directions for charging the battery of the lamp called "Ceag"" 
and bearing at the bottom the name of the applicant and no other. 

The parties took proofs after an unimportant amendment of the opposition 
statement, and it appears of record that the German Concordia Company made a 
contract with one Otto Schaefer, by which Schaefer got the agency rights for 
selling these lamps in the United f^tatcs, and apparently with the consent of the 
German Concordia Company ^chaefer made the apphcant agent for the sale of 
such lamps. This contract was made September 10, 1912, for a period of one year. 
Among other things, Schaefer agreed not to undertake anything against the in- 
terests of the German Concordia Company or act for a competitive concern and at 
the expiration of the agreement to hand over a list of the customers. I have no 
doubt that it was a contract of agency, notwithstanding the liability of the agent 
and terms of payment. 

Assuming that the applicant was the first to sell one of these lamps in the 
United States with the trade mark attached, and assuming that the trade mark was 
so used as to constitute a proper trade mark use on the goods, it nevertheless 
remains that the applicant began such trade mark use in the United States as the 
agent of the German Concordia Company and the record makes it clear that the 
"Ceag" lamp became known in this country as a lamp made abroad and as it has 
a very peculiar shape and appearance it is easily identified. It appears that the 
contract terminated at the end of the year in certain quarrels between the agent 
and his principal and that thereupon the principal appointed another agent, who is 
now- selling and has the exclusive right to sell, the well-known "Ceag" lamps in 
the United States, as the lamps of the German Concordia Company. This agent 
is named the Concordia Safety Lamp Company. 

Thus there is a Concordia Company selling the "Ceac" lamps in the United 
States as the agent of the German Concordia Company with which this trade 
mark originated, and which is well known throughout the world as the maker of the 
"Ceag" lamps. The German Concordia Company registered this trade mark in 
Great Britian on August 19, 1913, while this apphcant was still the agent of the 
German Concordia Company. Especially in view of the International Convention 
respecting trade marks, I can see no reason why this applicant should be allowed 
to register this mark. The applicant apparently has not adopted and used the 
mark for any other purpose than to take advantage of the reputation of the 
European "Ceag" lamp. If the applicant really made that lamp known in this 
country it did so as agent of the German'Concordia Company, and no rights could 
accrue to it which were adverse to the interests of the German Concordia Com- 
pany. The applicant is not in fact making what the world knows as the "Ceag" 
Lamp. It is therefore against conscience and public policy to have the applicant 
appear as the originator of the "Ceag" lamp. It is clear that there would be a 
resulting confusion if the applicant used the mark. The equities are all against the 
applicant. 

The decision of the examiner of interferences is affirmed in sustaining the op- 
position and refusing registry to the applicant. 



International Union. 

Official Journals. Contents, October, 1916. 
LA PROPRIfiTfi INDUSTRIELLE. 

OFFICIAL PART. International Union: International expositions 
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OFFICIALITY RECOGNIZED. GERMANY. Noticc concerning the protection of inventions, 
designs, Gebrauchsmuster, and trade marks at the Exposition of Substitutes at 
Berlin-Charlottenbourg in 1916 (Oct. 17, 1916). 

Domestic Legislation: A. Measures taken by reason of the present state 
OF WAR, Germany. Notice concerning the facilities accorxled in foreign countries 
in patent and trade mark matters (No. 5,500, of Oct. 5, 1916). — Australian 
Commonwealth. Law suspending the effects of section 87a of the Act of 1903- 
1909 concerning patents of invention, in the matter of working and compulsory 
license (No. 13, of May 30, 1916). — United States. Law for the purpose of ex- 
tending the terms for patent applications and tax payments in favor of the sub- 
jects of certain countries (Aug. 17, 1916). — Hungary. Decree concerning the tax 
for registration of marks of manufacture and commerce (Aug. 26, 1916). — B. 
Ordinary Legislation. Ceylon. Ordinance concerning the registration of designs 
(No. 7, of Aug. 17, 1904). — Cuba. Decree providing for an appeal in oppositions 
against the registration of trade marks, industrial designs or models already regis- 
tered in favor of third persons (No. 1,238, of Sept. 9,1915). — New Zealand. Regu- 
lation concerning patent agents (July 1, 1912). 

UNOFFICIAL PART. General Observations: Proposed French trade mark 
law. 

Jurisprudence: Switzerland. Trade marks; Italian tobacco control; as- 
signee of the exclusive right of selling in Switzerland ; act'on brought against the 
falsifier of Italian trade marks; unfair competition; national arms and colors. 

Miscellaneous News: Hungary. Proposed legislation concerning designs and 
models. 

Statistics: Tunis. Industrial property during 1915. — General statistics con- 
cerning industrial property for the year 1914. 

LE DROIT D'AUTEUR. 

OFFICIAL PART. Domestic Legislation: Measures taken by reason of 
THE PRESENT STATE OF WAR. GrEat Britain. Act corrcerning trade with the enemy 
in matters of copyright (Aug. 10, 1916). 

UNOFFICIAL PART. Congresses, Assemblies, Societies: Germany. Asso- 
ciation of German Booksellers. — Cooperative Society of German Musical Com- 
posers. — Society of German Music Dealers. — Association of Publ.'shers of Art 
Works. — Spain. Society of Spanish Authors. — United States. Authors' League 
of America. — France. Society of Men of Letters. — Society of Authors, Com- 
posers and Publishers of Music. — Syndical Chamber of Musical Publishers. — Great 
Britain. Society of English Authors. — British Publishers' Association. — Italy. 
Italian Society of Authors. — Italian Association of Booksellers and Printers. 

Jurisprudence: Italy. Opera by Donizetti; French composition made in 
collaboration; term of protection in Italy; revised Convention of Berne, Art. 7, the 
shortest term ; rights of assignees in France and in Italy (with note by Mr. Al- 
bert Vaunois). 

Miscellaneous News: Great Britain. The International Convention and 
the war ; law of Aug. 10, 1914. 



Adjudicated Patents. 

No. 739,268. Shuman. Relating to apparatus and process for forming con- 
crete piling. Held valid. 227 F. R., 107. 

No. 808,224. Thoma. Art of filling shoes. Held void for lack of invention. 
22; F. R., 63. 
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No. 808,227. Arnold. Shoe-filling apparatus. Held void for lack of invention. 
227 F. R., 63. 

No. 832,002. Thoma. Shoe-button filler. Held valid and infringed. 227 
F. R., 63. 

No. 886,886. Steiner. Knit fabric and process for making same. Held not 
anticipated and valid. 227 F. R., 115. 

No. 887,883. Wheeler. Apparatus for manufacture of bottle-dosures. Held 
valid. 227 F. R., 51. 

No. 953f334- Hodges. Method for operating compressed-air engines. Held 
(claims i and 4) valid. 2.2"] F. R., 216. 

No. 1,000,270. Kerwin. Portable crossover for use on street-railroad tracks. 
Held void for lack of patentable invention. 227 F. R., 240. 

No. 1,056,415. Hitchcock. Apparatus for grinding plate-glass. Held valid. 
22-j F. R., 227. 

No. 1,056,416. Hitchcock. Process for grinding plate-glass. Held valid. 
22J F. R., 227. 

No. 709,864. Boenning. Machine for edge-uniting veneers. Held valid. 227 
F. R., 419. 
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Siam. 

Trade Marks. Law. Proposed Operation. 

While going to press advance information has been received to the effect 
that the trade mark law, text of which see 13 P. & T. M. Rev., 21, will be de- 
clared effective in the near future. 



Brazil. 

Patents. Trade Marks. Copyright. Legal Procedure. Jurisdiction of Dis- 
trict Judges.* Law No. 221, of Nov. 20, 1894. 

(Translation.) 

* >(( * :(( 111 

Art. 12. In addition to the cases mentioned in Art. 15 of Decree No. 848 of 
Oct. 11, 1890, and in Art. 60 of the Constitution, the District Judges shall in 
addition be competent to try and decide in first instance those that concern marks 
of manufacture, patents of invention, and literary property. 



* See also this issue of the Review, p. 108. 



Hungrary. 

Patents. Applications. Publication. Optional Postponement. Decree (Am- 
endatory) of April 9, 1916. 

(Translation.) 

By virtue of the power conferred by Art. 16 of Legislative Art. 63 of 1912, 
concerning the exceptional measures to be taken in case of war, and in conformity 
with the provisions of the Decree of the Royal Hungarian Ministry, I order as 
follows : 

Paragraph 3 of Art. 34 of Legislative Art. 38 of 1895 shall consist of the 
following provision : "On petition of the applicant the publication of the applica- 
tion for patent may be delayed until a date that shall be fixed by the Ministry of 
Commerce after the conclusion of the war." 

The present Decree shall become of effect immediately and abrogates Decree 
No. 70364, of September 21, 1914.* . (From 15 Bollettino kiella Proprietd Intellet- 
uale, Fasc. 15 and 16, p. 93.) 



* For translation of this decree see 13 P. & T. Rev., 101. 



Montevideo Convention. 

Trade Marks. Reciprocal Protection Between Argentine Republic, Bolivia, 
Paraguay, Peru, and Uruguay. Jan. 6, 1889. 

(Translation.) 

Art. 1. Every person to whom there is granted in one of the signatory 
States the right of exclusively using a mark of commerce or of manufacture shall 
enjoy the same privilege in the other States subject to the formalities and condi- 
tions established by their laws. 

Art. 2. The ownership of a mark of commerce or of manufacture includes the 
power to use it, .assign it, and to transfer it. 

Art. 3. The visible sign, emblem, or name that the merchant or manufacturer 
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100 MONTEVIDEO CONVENTION 

adopts and affixes to his merchandise and products for the purpose of identifying' 
them from those of other manufacturers or merchants that deal in articles of the 
same kind, shall be considered a mark of commerce or of manufacture. 

There belong Ukewise to these classes of marks defsigns of manufacture or 
labores* that in the act of weaving or imprinting are stamped on the product 
itself that is placed on sale. 

Art. 4. Falsifications and counterfeits of marks of commerce and of manu- 
facture shall be prosecuted before the courts in accordance with the laws of the 
State in whose territory the fraud is committed. 

Arts. 5 to 8. (Text identical with that of Arts. 7 to 10 of the Montevideo 
Convention concerning patents, for translation of which see p. 101 of this issue of 
the Review. (From Recueil des Traites, Conventions, Arrangements, Accords, etc. 
en matter e de Propriete Industrielle, Berne, 1904.) 



* Lahwes : industrial designs, parti' ularly textiles. 



Montevideo Convention (Additional Protocol). 

Patents. Trade Marks. Copyright.* Reciprocal Protection Between Argen- 
tine Republic, Bolivia, Paraguay, Peru, and Uruguay. Feb. 12, 1889. 

(Translation.) 

Art. 1. The laws of the. contracting States shall be applied in cases occurring, 
whether the persons interested in legal matters, whereof it be a question, be 
natives or foreigners. 

Art. 2. Their application shall be made ex officio by the Judge of the case, 
without prejudice to the parties being able to allege and to prove the existence 
and subject-matter of the law invoked. 

Art. 3. Every recourse granted by the law of procedure of the place of the 
judgment for cases decided according to its own legislation, shall likewise be ad- 
mitted for those that are to be decided by applying the laws of any of the other 
States. 

Art. 4. The laws of the other states shall never be applied against political 
institutions, laws of public order, or good morals of the place where- the case 
is tried. 

Art. 5. In accordance with the stipulation in this Protocol, the Governments 
shall be obliged to transmit to each other reciprocally two authentic copies of 
the laws in force, and of those that shall" subsequently be sanctioned in their 
respective countries. 

Art. 6. The Governments of the signatory States shall declare, on approval 
of the treaties concluded, whether they will accept the adherence of Nations 
not invited to the Congress in the same form as that of those Nations that, hav- 
ing agreed to the idea of the Congress, have taken no part in its deliberations. 

Art. 7. The provisions contained in the articles that precede shall be con- 
sidered an integral part of the treaties to which they refer to, and their duration 
shall be the same. (Translation from Recueil des Conventions et Traites con- 
cernant la Propriete IJtteraire et Artistique, etc., Berne, 1904.) 



♦ Copyright convention of Jan. 11. 1889. Is substantially the same as those for Patents 
and Trade Marks for translation of whose texts see elsewhere in this issue. 
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Montevideo Convention. 

Patents. Reciprocal Protection between Argentine Republic, Bolivia, Para- 
guay, Peru, and Uruguay. Jan. 6, 1889. 

( Translation.) 

Art. 1. Any. person that shall have obtained a patent or privilege of in- 
vention in one of the signatory States shall enjoy in the other States the rights 
of the inventor if, within the maximum delay of one year, he shall cause his 
patent to be registered in the manner determined by the laws of the country where 
he is asking for recognition of those rights. 

Art. 2. The privilege shall continue for the number of years fixed by the 
laws of the country where it is desired to enforce it. This term may, however, 
be reduced to that fixed by the laws of the State where the patent was originally 
granted, if the latter be of shorter duration. 

Art. 3. Questions relating to the priority of inventions shall be settled ac- 
cording to the date on which the respective patents shall have been applied for 
in the countries where they may have been granted. 

Art. 4. The following shall be considered as constituting an invention or 
discovery: Any new process, any mechanical or hand apparatus used for the 
manufacture of industrial products, the discover>' of a new industrial product, 
and the appHcation of improved means having for their object results superior 
to those already known. 

The following shall not be patentable: (1) Inventions and discoveries that 
shall have been published in one of the signatory States or in other States not 
parties to the present Convention ; (2) those that may be contrary to morals or 
to the laws of the country where the patents of invention are to be granted or 
recognized. 

Art. 5. The right of an inventor shall include the power of deriving profit 
from his invention and of transferring it to others. 

Art. 6. Civil and criminal infringements committed by those that have trans*- 
gressed the right of the inventor shall be subject to prosecution and punishment 
in accordance with the laws of the country where the damage shall have been 
caused. 

Art. 7. In order that the present Convention may come into force, it is not 
necessary that it be ratified simultaneously by all the signatory States. Any 
State having approved it shall notify its adhesion to the Gk)vernments of the 
Argentine RepubHc and of the Oriental Republic of Uruguay, in order that they 
may inform the other contracting States thereof. Such notification shall take 
the place of exchange of ratifications. 

Art 8. As soon as an exchange of ratifications shall have taken place in 
the manner indicated in the preceding article, the present Convention shall come 
into force, from that moment, for an indefinite period. 

Art. 9. If one of the signatory States shall think fit to renounce the Con- 
vention or to introduce modifications therein it shall inform the other States; 
but it shall only be released after the expiration of two years from such renuncia- 
tion, during which period efforts shall be made to arrive at a fresh understanding. 

Art. 10. Article 7 may be extended to any of the States that have not taken 
part in the Congress and which may desire to adhere to the present Convention. 
(From Patent Laws of the World, Vol. 1, p. 16.) 
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The Netherlands. 

Patents. Trade Marks. Statistics, 1913-1915, and 1906-1915. 

Patents. 

The first application under the Dutclf Patent Law of 1910 {CitaatsOlad No. 
313) was filed on June 3, 1912, the total number of applications for the remainder 
of the year 1912 (seven months) being 1849, of which 280 were domestic, 237 
British, 123 French, 122 Belg^ian, 754 German, and 96 American, the remainder 
being divided between seventeen other countries. The total grants of patent 
amounted to 827, of which 60 were domestic, 137 British, 72 French, 54 Belgian, 371 
German, and 32 American, the remairtder being divided between thirteen countries. 

During the year 1913, the total number of patent applications and grants, 
respectively, was 2,071 and 1,013, said applications and grants being divided 
respectively as follows: Domestic and colonial 362 and 43, British 228 and 156, 
French 143 and 111, Belgian 133 and 71, German 812 and 448, and American 125 
and 52, the remainder being to other countries. 

Like calculation for 1914 gives the corresponding totals as 1,565 and 886, 
showing the early effects of the European war, it being of interest to note its 
influence relative to the nations involved. Of applications and grants the respective 
number, domestic and colonial, was 304 and 33, British 163 and 138, French 90 and 
78, Belgian 89 and 59, German 598 and 395, and American 119 and 40, the re- 
mainder being to other countries. 

For 1915 the further effects of the war are plainly appreciable, the corre- 
sponding totals being 1,072 and 461, a decrease of 50 per cent as compared with 
1913,. the last full year preceding hostilities. Of these 379 and 26 were domestic, 
British 120 and 90, French 38 and 34, Belgian 29 and 15, German 318 and 202, 
American 67 and 29, the remainder being to other countries. 

Trade Marks. 
The total number of trade marks registered for the ten years, 1906-1915, in- 
clusive is 15,349, of which 10,193 are domestic, and 5,156 foreign. The total 
number for 1906 was 1,362; 1907, 1,404; 1908, 1,474; 1909, 1,380; 1910, 1,687; 1911, 
1,606; 1912, 1,889; 1913, 1,785; 1914 1,707; and 1915, 1,055. 

> (From Verslagen van ^e W erkzaamheden van het Bureau voor het Indus- 
trieelen Bigendom en van den Octrooiraad, 1912, 1913, 1914, 1915.) 

1 

* Urugruay. 

Patents. Working. Petitions for Extension of Terms to Be Made to Execu- 
tive- Power. Law (Amendatory) of Nov. 28, 1916. 

{Translation.) 

MINISTRY OF FOREIGN AFFAIRS. 

Law Amending Artici^e 13 o? the Patent and Trade Mark Law of November 

13th, 1885. 
Legislative Power. 

The Senate and Chamber of Representatives of the Republic of Uruguay 
gathered in General Assembly, 

Decree : 
Art. 1. Article 13 of the Patent and Trade Mark Law of November 13th, 
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1885, is hereby amended with regard to the faculty accorded to the Legislative 
Power for extending the terms for working industries for which a patent has 
been granted. 

In future such faculty shall belong to the Executive Power. 
The term allowed for working an industry shall not exceed two years; 
Art. 2. The petitions for extensions pending with the Legislative Body shall 
be passed to the Executive Power for decision. 

Art. 3. Let this be communicated, etc. 
• Hall of Sessions of the Honourable Chamber of Senators, Montevideo, No- 
vember 27th, 1916. 

(Signed) R. J. A»ECX), 

M. Magarifios Solsona, 

1st Secretary. 
Ministry of Foreign Affairs. Montevideo, November 28th, 1916. 
Let this be fulfilled, acknowledged, communicated, published and inserted. 

(Signed) Viera, ' 

Baltasar Brum. 
Note — We are indebted for the above translation to Messrs. Beare & Co., of 
Montevideo, who advise us that in the matter of future petitions for extensions of 
the term for working, it being now a purely administrative function, there should 
result a greatly to be desired shortening of proceedings, with consequently more 
favorable results. 



Japan. 

Trade Marks. "Ordinary" and "Foreign Registered." Differentiation. 

We are indebted to Mr. K. Kusaba, of Tokyo, for the following comparison 
between "ordinary" and "foreign registered" trade marks in Japanese law: 

"A trade mark registered in foreign country may be registered here as an 
ordinary trade mark or as a foreign-registered trade mark by referring to the previ- 
ous registration in the original country. 

"A trade mark registered as foreign-registered trade mark has the following 
advantage and disadvantages: 
"Advantage : 

"The director of the Patent Bureau may, by virtue of his official authority 
or in compliance with the request of an interested party, cancel the registration 
of a trade mark, when, after registration, without proper reasons, the owner 
of the trade mark has failed to use his trade mark within the Empire for more 
than one year from the date of registration, or has discontinued the use 
thereof for more than three years. However this provision is not applicable 
for those registered as foreign-registered trade marks. 
"Disadvantages : 

1. "The term of foreign-registered trade mark expires with that of 
the original registration in another country, that is to say, it usually curtails 
the term of the Japanese trade mark. 

2. "Application for the registration of a trade mark as a foreign- 
registered trade mark must accompany a certificate of the original registration. 
Application for renewal of the foreign-registered trade mark must be accom- 
panied by the certificate of grant of renewal in the original country. 

"Application for the renewal of the registered trade mark shall be 
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presented to the Patent Bureau three months before the date, of expiration, 
and even after that time the application may be accepted on payment p^ a 
special fee, provided that it has not yet expired. 

3. "A foreign-registered trade mark is to be registered only for the 
articles specified in the original registration. If the original registration 
extends over the articles belonging to two or more classes in the Japanese 
classification, separate application must be filed for each class in order to 
protect completely all the articles. For example, when the Japanese 
class-X includes the articles A and B, and the original registration the articles 
A and C, the registration as a foreign-registered trade mark is limited to the 
article A only and the article B cannot be included therein. But if it is 
registered as an ordinary trade mark, all the articles belonging to the class-X 
may be included. For the article C, separate application must be filed. 
"Hence, the registration of a trade mark as a foreign-registered trade mark 

has little advantage, unless the cancellation by the above-said non-usage is a 

matter of serious consideration." 



Great Britain. 

Patents. American Holders. Reciprocal Treatment. "War Measures." Of- 
ficial Communication of Nov. 22, 1916. 

No. 230319/C. Foreign Office, 

November 22, 1916. 
Your Exceli^ENCy: I did not fail to refer to the competent department of His 
Majesty's Government the note (No. 842) which your excellency was good enough 
to address to me on the 1st. instant, inquiring as to the privileges extended by His 
Majest/s Government to applicants for patents so as to obviate the payment of 
penalties for delays arising out of the present war. 

2. I have now the honor to state that power is given to the Comptroller- 
General of Patents, Designs and Trade Marks by the act and rules specified in 
the memorandum inclosed in my note of November 3d, 1914 (209 O. G., 1054), to 
extend in certain cases the time prescribed for (a) the filing of applications for 
patents under the International Convention; (b) the taking of actions in patent 
applications pending in the Patent Office; (c) the payment of fees pertaining to 
pending applications; (d) the payment of fees, taxes or fines pertaining to patents 
issued; (e) the recording of assignments, licenses, disclaimers, concessions^ etc.^ 
and (/) the defense of suits, interference of opposition proceedings affecting patent 
rights. 

3. Full effect is being given by the Comptroller to Rule 3, which was quoted 
in the memorandum referred to above, and the most generous treatment is 
accorded in all cases which can possibly be held to come within the rule. United 
States citizens will in every case be granted extensions of time where their cases 
can be brought within the rule, and His Majesty's Government are therefore of 
opinion that the "substantially similar privileges" which the United States law 
demands are extended in this country to citizens of the United States. 

4. As regards the "working" of patents, I would point out that section 27 of 
the Patents and Designs Acts, 1907, which provides for the revocation of patents 
worked exclusively or mainly outside the United Kingdom, has been directly 
suspended for the period of the war and six months thereafter by the Patents 
and Designs (Partial Suspension) Act, 1915. (5 and 6 Geo. V. Ch., 85.) 
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5. The bringing of suits against infringers, or for annulment of interfering 
patents and the filing of applications for the. extension of patents concern the 
procedure of the High Court of Justice, and have not hitherto been dealt with 
under the Patents, Designs and Trade Marks (Temporary Rules) Act, 1914, but 
the courts would doubtless consider favorably applications for extensions of time 
necessitated by the war. 

I have the honor to be, with the highest consideration, 

Your excellency's most obedient, humble servant, 

(Signed) Victor Wei,i,esi.ey. 

(From 233 Official Gazette, 1400.) 



Germany. 

Industrial Property. Convention. Priority. "War Measures." Decree (Am- 
endatory) of April 8, 1916. 

Notification concerning extended priority terms. 

By virtue ipf Art. 3 of the law concerning the authorization of the Federal 
Council for taking economic measures, etc., of August 4, 1914 {ReichsgesetzhlaU, 
p. 327), the Federal Council has decreed as follows: 

In paragraph 1 of Art. 1 of the Decree of May 7, 1915* {Rekhsgesetzhlatt, 
p. 272) ^ concerning the prolongation of the priority terms provided for in Art. 4 
of the Revised Convention of Paris for the Protection of Industrial Property, of 
June 2, 1911, the words "but latest to June 30, 1916" are deleted. 

This decree becomes effective from the day of its publication. 

Berlin, April 8, 1916. 



* For translation sec 13 P. & T. M. Rev-, 261. 



Patents. Gebrauchsmuster. Trade Marks. Taxes. Publication. Temporary 
Relief. "War Measures." Decree (Amendatory) of April 13, 1916. 

{Translation.) 

Notification concerning measures for relief in patent, Gebrauchsmuster, and 

<rRADE MARK matters. 

By virtue of Art. 3 of the law concerning the authorization of the Federal 
Council for taking economic measures, etc., of Aug. 4, 1914 (Reichsgesetsblatt, 
p. 327) , the Federal Council has decreed as follows : 

Art. 1. In Art. 2 of the 'decree concerning temporary relief measures in 
matters relating to patent, Gebrauchsmuster, and trade mark rights, of Sept. 10, 
1914* {Reichsgesetshlatt, p. 403), the second sentence is deleted and the following 
paragraph 2 is added: 

The reinstatement must be applied for within a term of two months 
from the discontinuance of the obstacle. The Chancellor of the Empire shall 
determine at what period the petition may no longer be allowed. The pro- 
visions of Arts. 236 and following of the regulation for civil procedure shall 
be correspondingly applied. 

Art. 2. The publication of the patent application may, after the expiration 
of the time provided for in paragraph 1, of Art. 4, of the decree of March 31, 
1915,** concerning additional relief measures in matters relative to patent and 
Gebrauchsmuster rights (Reichsgesetzblatt, p. 212), be yet delayed longer. The 
Chancellor of the Empire shall determine upon the duration of suspension. 
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Art. 3. This decree becomes effective on the day of its publication. The 
Chancellor of the Empire shall determine upon the day on which it shall become 
inoperative. (From Reichsgesetsblatt, 1916, p. 278.) 

Berlin, April 13, 1916. 



* For translation see 13 P. & T. Rev., 7. 

♦* For translation see 13 P. & T. M. Rev., 326. 



Ne'wfoundland. 

Trade Marks. Infringement. Identity of Domestic and Foreign Mark. 

Held No Infringement Under Convention. Construction of Law. 

Appeal to His Majesty in Council Granted. 

Before the Judiciai, Committee of the Privy Councii,. 
Present: The Lord Chancei^lor, Lord Atkinson, Lord Parker, Lord Sumner 

AND Lord Wrenbury. 

The Imperial Tobacco Company (Newfoundland) Ld. v. Duffy. 

Action in Newfoundi^and for an injunction to restrain iNfRiNCEMENT of 
Trade Mark.— Decision of the Supreme Court of Newfoundi^and on the 
construction of the Newfoundland Trade Marks Act in favor of the 
defendants. — petition by p1.aintiffs for special leave to appeal to his 
Majesty in Council. — Question of Law. — Leave granted. 

In an action claiming an injunction for infringement of a Trade Mark, a pe- 
tition for special Leave to appeal to His Majesty in Council from a decision of the 
Supreme Court of Newfoundland in favour of the Defendants was presented 
by the plaintiffs. 

Sebastian (instructed by Joseph Hood) for the Petitioners. — This is a Pe- 
tition for special leave to appeal to His Majesty in Council against a decision of 
the Supreme Court of Newfoundland. The result of the decision shortly is, 
that after a trader in Newfoundland has for a number of years placed his goods 
on the Newfoundland market under a particular Trade Mark, and the mark has 
become identified with his particular production, it is possible for goods to be 
introduced into that market, and sold, under an identical mark, without any in- 
terference by the trader, or for the protection of the public, if the goods so in- 
troduced and sold are the goods of a trader coming from one of the countries 
which are parties to the International Convention. In this case the country is the 
United States, but the same principle applies to any other country which is a 
party to the Convention. The view which has been taken by the Newfoundland 
Court is, that having regard to a certain provision introduced into the New- 
foundland Trade Marks Act, a foreign trader is entitled to introduce his goods, 
and sell them in Newfoundland, regardless of the consequences to the trader estab- 
lished before and also to the public. \ 

Lord Buckmaster L. C. — Is the action for infringement of Trade Mark 
alone, or also for passing off? 

Sebastian. — The injunction claimed is: "An injunction to restrain the de- 
fendant from infringing the plaintiffs' trade mark." That is all. 

Lord Buckmaster L. C. — It does not look like a passing-off case. If it 
were a passing-off case there would be questions of fact. 

Sebastian. — The fact is that all that is claimed in the statement of claim is 
in respect of trade mark. 
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Lord Atkinson L. C. — The decision proceeds on the construction of the Act, 
and not upon a question of fact? 

Sebastian. — That is so. 

Lord Buckmaster L. C. — Is this petition opposed? 

Sebastian.— I am not aware that it is. 

Lord Buckmaster L. C. — Leave will be granted on the usual terms. (From 
33 The Illustrated Official Journal {Patents), Dec. 20, 1916. 



Great Britain. 

Designs. Fount of Type. Infringement. Considered in Relation to Copy- 
right. Decision. 

In* the High Court of Justice — Chancery Division. 
Before Mr. Justice Eve. 
October 17th, 18th and 25th, 1916. 
Stephenson, Blake & Co. v. Grant, Legros & Co., Ld. 
Designs. — Design for a fount of type. — Capitai, and smali, letters of ai^phabet, 
numerai^s, and symbots. — "pattern." — reproduction but not in same order. 
— No INFRINGEMENT.— -Copyright. — Founts of Printing type. — Drawings 
FOR. — Books of ili^ustrations of. — "Book." — Sheet of Letterpress. — "Capabi^e 
OF BEING registered."— "Substituted right."— Copyright Act 1842, Sect. 2; 
Fine Arts Copyright Act 1862, Sect. 1. — Patents, Designs and Trade Marks 
Act 1883, Sects. 47, 48, 60.— Patents and Designs Act 1907.— Copyright Act 
1911, Sects. 22 (1), 24. 

A firm of typefounders brought an action alleging that the defendants, a com- 
pany formed for casting type faces, had in the years 1912-1913 infringed the plain- 
tiff's rights, first as the proprietors of a registered design for a fount of printing 
type consisting of capitals, lower case figures, and points, registered in the year 
1904 and subsequently extended, known as "Windsor" : secondly, as the owners of 
the copyright in the drawings of two founts of printing type known as "Wind- 
sor" and "Chatsworth" ; and thirdly as the owners of two books containing 
illustrations of the "Windsor" and "Chatsworth" founts of printing type. Certain 
admissions had been agreed to between the parties for the purposes of preliminary 
arguments on points of law, viz.: — (1) that to adapt a letter to a larger or 
smaller size in practice it is found necessary to alter a letter in various particulars ; 
(2) that the plaintiffs did not allege reproduction of the letters and figures in the 
design in the same relative position to one another in which they appeared on the 
register; and (3) that the designing of the forms of the letters for a new fount 
of tjrpe may involve work of artistic merit. On agreed questions of law involved 
in the pleadings and upon the admissions, the following questions arose for 
decision by the Court, viz.: whether a design for a fount of type is properly the 
subject-matter of registration as a design; (2) whether, assuming a design for 
a fount of type to be so registrable, what the defendants were alleged to have 
done constituted an infringement of the registered design; (3) before the Copy- 
right Act, 1911, could a drawing of a letter for a fount face be the subject of 
copyright under the Copyright Act, 1862, or was it only the subject-matter of copy- 
right as an industrial design under the Patents and Designs Act, 1907, and the 
earlier Copyright of Designs Acts? (4) Could a specimen sheet containing words 
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and letters illustrating the type faces for a fount of type be the subject-matter of 
■(copyright under the Copyright Act, 1842, so as to give copyright in the forms 
of the separate letters, or wei-e such forms only the subject-matter of copyright 
as industrial designs under the Patents and Designs Act, 1907, or the earlier 
Copyright of Designs Acts? (5) If there was an existing copyright in the 
drawings and specimen sheets, could these acquire substituted copyright under 
Section 24 of the Copyright Act, 1911, or are they necessarily excluded from copy- 
right by Section 22 of that act? (6) Would what the defendants were alleged to 
have done constitute an infringement of the copyright (if any) in such drawings 
or specimen sheets? On question (1) the defendants offered no argument. 

Held on (2) that on the assumption that a design for a fount of type was 
proper matter for registration under the Patents, Designs and Trade Marks Acts, 
1883-1888, what is protected is the design of which a copy is annexed to the 
certificate of registration, and only an actual copy or colourable imitation of that 
in its entirety would give rise to an action for infringement, and the repro- 
duction of the same letters, but not in the same order, would not constitute an 
infringement; on (3) that the drawings of the letters could be the subject of 
copyright under the Fine Arts Copyright Act, 1862, it being admitted that the 
designing of the letters for a new fount of type may involve work of artistic 
merit; on (4) that the sheets or catalogues were protected by the Copyright Act, 
1842; on (5) that on the coming into operation of the Copyright Act, 1911, the 
plaintiffs became entitled to the substituted rights conferred by Sect. 24 unless those 
rights were excluded by Sect. 22; on (6) that the plaintiffs were entitled to 
substitute copyright under Sect. 24 of the Copyright Act, 1911, and what the de- 
fendants were alleged to have done constituted an infringement of the existing 
copyright in the drawings and specimen sheets. 

The costs of the hearing were made costs in the action, and leave to appeal 
was given to both parties. 



Note: For lack* of space we give the above syllabus only. The whole decision is to 
be found in 33 The Illustrated Official Journal {Patents), Dec. 20, 1916. 



Brazil. 

Trade Marks. Infringements. Legal Actions. Courts. Jurisdiction. Decree 
No. 3,084, of Nov. 5, 1898. 

{Translation.) 

Part I. Chap. VI. 

District Judges.* 

Art. 57. They shall be competent to try and decide: 

***** 

(/) cases concerning marks of manufacture and patents of invention. 

***** 

Part IV. Chap. I. 
Commercial Jurisdiction. 
Sec. 4. Actions concerning marks ot manufacture. 
Art. 89. The registration of marks of manufacture or of commerce is void if 
they constitute or are composed of: 



* See also this issue of the Review, p. 99. 
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(a) arms, heraldic signs, domestic or foreign, public or official medals or 
distinctions, when there shall have been no competent authorization for their ^§€^; 

(b) commercial or corporate names of which the owner of the mark majr npt , 
legally make use; , 

(c) the indication of a determined locality or establishment that is not that of 
the origin of the article; 

(d) words, images or representations that give offense to the individual or 
to public decorum. 

(e) the reproduction of another mark already registered for articles of the 
same class; 

(/) the whole or partial imitation of a mark already registered for articles 
of the same class; 

(g) marks of domestic products that have labels or legends in a foreign lan- 
guage. 

§ 1. The possibility of error or confusion shall be considered as verified 
whenever the differences between the two marks cannot be recognized without 
close examination or comparison. 

§ 2. Any name, necessary or common name, business or corporate name, 
letter or cipher may serve as a mark of manufacture and, as such, may be admitted 
to registry, provided that it be invested with a distinctive form. 

§ 3. There shall not be included in the prohibition under letter g: 

1. the names of beverages or other products that have no corresponding 
name in Portuguese, provided that the labels contain the statements required by 
law ; 

2. the names of the author, manufacturer, inventor, etc., when these be foreign. 
Art. 90. Besides the complaint, those persons mentioned in Art. 196, and in 

the cases there provided, may bring action for nullification of the registration. 

Art. 91. The owner of a commercial or corporate name shall be competent to 
bring action against a competitor in the same branch of industry that has the right 
to an identical or similar name or signature, to the end of obliging him to modify 
it so that there may be no error or confusion, prior possession for commercial or 
industrial use being proven. 

§ 1. This action may be brought, although the author has not registered the 
name or signature, and there be no integral reproduction, but with additions, dele- 
tions, or alterations, provided there be possibility of error or confusion. 

§ 2. Neither failure to bring the accusation whereof Art. 196 treats, nor its 
rejection, shall take away the right that pertains to the other party to bring said 
action, as well as that for cancellation of the registration. 

Art. 92. There being doubt concerning the use or possession of a mark, the 
Commercial Council, if it deems such expedient, shall order thoge interested to 
settle the question before the district judge, the registration being effected in con- 
formity with the decision. 

Art. 93. In case of simultaneity of registration of like or similar marks in 
different Councils, either of the two parties interested may appeal to the competent 
judge, who shall decide which shall be maintained, keeping in view the provision 
of Art. 9 of the Law No. 3,346 of Oct. 14, 1887.* 

Art. 94. The court competent for actions relating to Arts. 89, 90, 91, 
and 92, and of the domicile of the defendant is that of the place in which were 
found the goods bearing prohibited marks and where the usurpation of the name 



♦ Like article in present Law No. 1,234 of Sept. 24, 1904, for translation of which see a 
P. A T. M. Rev., 1143. 
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is practiced. Its procedure is that of Arts. 359 to 365 of Part III of this Con- 
solidation, 

Art. 95. Actions referred to facts provided in Art. 89, letters e and f, may 
not be brought without the presentation of the certificate of registration and of 
its publication, save, as to this latter, it being a matter of facts occurring within the 
term granted for the insertion of the document in the official journal. 

Art. 96. The party injured by the appropriation of a mark that he has previ- 
ously used shall have the right, without having it registered, to petition, by means 
of due action, for indemnification for the damages that he has sustained. 

Art. 97. The guarantees of the mark duly registered, deposited, and published, 
in addition to the penal sanction, are made effective by means of: 

(a) search or examination in order to verify the existence of the counter- 
feited or imitated marks or of the goods that bear them ; 

(b) the seizure and destruction of the falsified or imitated marks in the 
printing offices wherein they are prepared, or wherever they may be found prior 
to their utilization for criminal purposes ; 

(c) the destruction of the falsified or imitated mark's on the packages or 
objects that bear them, before being transmitted to the government bureaus, even 
if the containers and the goods or products themselves be injured; 

(d) the seizure and storage of the goods or products bearing counterfeited 
or imitated marks, or that indicate false origin ; 

(e) indemnification for damage caused. 

Art. 98. The procedure under the preceding article, letters a to d, shall be or- 
dered by the district judge, or shall be required by him of the chiefs of the public 
departments or estabhshments in which are the goods or merchandise supervised by 
them, whenever the party requests them, on presentation of the certificate of 
registration of the mark, the following provisions being observed : 

(a) in case of search, the formalities of Arts. 136 and following of Part II of 
this Consolidation shall be fulfilled ; 

(b) the seizure and storage shall only be effected as prehminaries to the action 
and shall not result therefrom, being of no effect if it be not brought within the 
term of thirty days, or if they be delayed through fault of the plaintiff for more 
than fifteen days; 

(c) the goods themselves shall serve as guarantee for the settlement of the 
fine and indemnification for violation of the mark, for which they shall be sold at 
public auction during the course of the action if they are easily perishable, or upon 
carrying out the sentence. 

Art. 99. Before ordering the procedure under Art. 97, the judge may, if he 
deem it expedient, require guarantee from the party that he will arbitrate. 

Against the award of the arbitration the same party may appeal to the 
Supreme Federal Court. 

Art. 100. The certificate of registration is unnecessary whenever it is a 
question of marks, goods, or products subject to the conditions of Art. 89, letters 
a to d, to all of which the guarantees of Art. 97, letters a to d, are applicable. 



Noirway. 

Patents. Taxes. Further Extension of Term. Royal Decree of Nov. 24, 1916. 

(lyanslation.) 
Royal Decrek prolonging the supplementary term established for the pay- 
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MENT OF PATENT TAXES PROVIDED BY ArT. 6 OF THE PaTENT LaW OF JUNE 16, 

1885, AND Art. 14 of that of July 2, 1910. 

By virtue of the law of June 18, 1915, concerning the temporary extension of 
the supplementary term established for the payment of patent taxes provided by 
Art. 6 of the Patent Law of June 16, 1885, and by Art. 14 of that of July 2, 1910, 
the following is decreed: 

The supplementary term of three months which has been fixed by Art. 6, 
paragraph 3, of the Patent Law of June 16, 1885, and Art. 14, paragraph 2, of 
that of July 2, 1910, for the payment of patent taxes, is extended to nine months 
for those patents whose annual tax has fallen due between April 1, 1916, and 
Dec. 31, 1916, inclusive, and is prolonged until Sept. 30, 1917, for those patents 
whose annual tax shall become due between Jan. 1 and June 29, 1917, inclusive 
(From 32 La Propriite Industriell, Dec, 1916, p. 139.) 



Sifreden. 

Patents. Taxes. Extension of Term. "War Measures.*' Ordinance of 

Dec. 8, 1916. 

Payment of Annuities in Sweden. 

(Translation.) 

RoYAi, Ordinance concerning a delay for paying certain annuities.* 

The Royal Palace of Stockholm, Dec. 8th, 1916. 

W'C, Gustaf, etc. 

To patentees, living outside Sweden, is granted, in cases when the time for 
paying such an annuity with fine, as mentioned in Section 11 of the Patent Law 
of May 16th, 1884, expires during the period Jan. 1st — ^June 30th, 1917, a delay of 
three calendar months counted from the day, when the annuity ultimately should 
have been paid, according to the said section. 

This ordinance shall come into force on the 1st day of Jan., 1917. 

All persons concerned, etc. 

(Signed.) 

(Translation by The Swedish Society of Patents Agents.) 



♦Replacing ordinance of June 17, 1916, for translaction of which see 14 P. A T. M. 
Rev., 293. 



Patents. Trade Marks. Designs. Adherence to Washington Conference. 
Decree of October 27, 1916. Effective December 1, 1916. 

Patents: From the text of the decree, translation of which appears below, 
it appears that in order to entitle applicant to the twelve months' term of priority 
under the Convention, claim to said priority must be made prior to the laying open 
for public inspection • of the Swedish patent application and that a statement 
should be filed simultaneously setting forth the name of the country and the 
date of filing of the foreign patent application, upon which the priority is based, 
as otherwise applicant would be deprived of his right to the priority. However, 
it seems that the filing of documentary proof of priority is not prescribed, and 
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that the Patent Ofl5ce will demand the filing of such in cases where the priority is 
involved owing to prior publication, etc. 

Useful Designs (Gebrauchsmuster) : 

A term of twelve months will now be granted for application filed under the 
Convention, reckoned from the date of filing of application for the identical useful 
design in one of the countries of the Union. 

Trade Marks and Designs: A term of four months is granted for trade marks 
and designs, reckoned from the date of fihng the corresponding foreign application, 
and in order that applicant for the Swedish application may enjoy the b^n^fit of 
this term under the Convention, he shall claim the same before the trade mark 
or design in question is registered in Sweden. 

{Translation.) 

RoYAi, Decree rei^ating to Modified Ruizes in matters pertaining to Patents^ 
Trade Marks and Designs. 

The Royal Palace of Stockhohn, October 27, 1916. 

We Gustaf, etc. 

Art. 1. In reference to inventions that are protected either by a patent or use- 
ful design (Gebrauchsmuster) in those foreign countries that have adhered to the 
Revised Convention of June 2, 1911, for the Protection of Industrial Property, the 
provision of section 1 of article 25 of the decree relating to patents shall be ap- 
plicable, if an application for a patent be filed in Sweden within twelve months 
from the time of application for protection in the foreign country, and if the ap- 
plicant, prior to the decision on the part of the Patent Authorities regarding the 
publication of the application, files a claim with the said authorities to the right 
of priority mentioned in the same section and simultaneously states the foreign 
country, in which application for protection has been previously filed, as well as 
the date on which this was done. , 

Art. 2. Not only is he entitled to the protection mentioned in the law re- 
lating to the protection of trade marks, who in a foreign country, as mentioned in 
Art. 1 of this decree, is^ engaged in manufacture or trade, agriculture, mining, 
dealing, or other industrial undertaking, or who is a citizen of such country 
or has his permanent domicile therein, but carries on business in another country, 
•but also an association that has been organized in such foreign country in order 
to conserve the interests of industrial parties, even if the association be not 
engaged in any of the aforesaid industrial pursuits. 

The appHcation for the registration of such trade marks shall be accompanied 
by proof that the trade mark has been regularly registered in the home coun- 
try. That country shall be considered the home country, in which the association 
is domiciled or where the person engaged in business has his principal place of 
business. If this place of business be not situated in one of the countries in ques- 
tion, the country whereof the industrial party is a native, shall be considered to 
be the home country. 

In reference to the marks that are to be registered, the provisions of Sections 
2, 3 and 4 of Art. 16 shall be applied, and the provision of Section 5 of the same 
article shall find appHcation, if application for the registration of the mark was 
filed here in the Kingdom within four months from the time of filing the ap- 
plication for registration in the foreign country, and if the applicant claims the 
right of priority mentioned in the same section before the local registering au- 
thorities prior to the decision of registration of the mark and simultaneously states 
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the foreign country in which prior application for registration was made, as well 
as the date when this was done. 

The term "foreign country" mentioned in Sections 3, 4 and 5 of Art. 16 
shall be construed to mean the country of origin of the mark. 

Art, 3. In respect of designs, protection for which has been granted in the 
foreign countries mentioned in Art. 1, the provision in Art. 20 of the law for the 
protection of certain designs and models shall be applied, if application for the 
registration of the design be filed in the Kingdom within four months from the 
time of filing application for protection in the foreign country, and if the ap- 
plicant lodges his claim to the right of priority mentioned in the last-named 
section with the local registering authorities prior to the decision of registration 
of the design. 

This decree becomes operative December 1, 1916, but if an application for 
a patent or registration of a trade mark or design has been filed with the local 
patent or registering authorities prior to the said date, the matter shall be dealt 
with and judged in accordance with the provisions in force previously. 



NeifT Zealand. 

Patents. Infringement. Results Similar but Mechanism Different. No In- 
fringement Decision on Appeal. 

In the Privy Council. 
Before the Lord Chancellor, Earl Loreburn, Lord Shaw, Sir Arthur Channell. 

Appeal from a judgment of the Court of Appeal in New Zealand, published in 
"Patent Office Journal," Vol. Ill, No. 22, of the 19th November, 1914, 
Folio 595. 

The 12th and 15th May and 22d June, 1916. . 
RiDD Milking Machine Company, Limitkd, v. Simplex Milking Machine Com- 
pany, Limited. — In the Matter of an Alleged Ineringement oe Letters 
Patent. 

Patent — Alleged Infringement — Appeal dismissed — Patents^ Designs, and Trade 

Marks Act, 1911. 
Judgment of the Lords of the Judicial Committee of the Privy Council, delivered 

the 22d June, 1916, by Lord Shaw: 

This appeal is from a judgment of the Court of Appeal in New Zealand, dated 
the 30th July, 1914. By the judgment appealed against the Court held that the 
respondents had not infringed the appellants' patent. So holding, the Court found 
it unnecessary to decide a question raised by the defence as to utility, but an 
opinion was expressed that the patent was useful. The sole question which is 
raised on the present appeal is whether there was infringement. 

It becomes accordingly necessary to see exactly what is the scope of the 
appellants' claim. The invention was described generally in the Armstrong specifi- 
cation in this way: 

"This invention relates to milk-releasers whereby milk is automatically de- 
livered from the pipes of milking-machines without breaking down the vacuum 
or stopping milking operations." 

The actual claims are four in number. The respondents were not represented 
at the Bar of the Board; and their Lorldships accordingly had not the advantage 
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of any analysis of these claims from the respondents* point of view. A question 
might suggest itself as to whether the construction put by the appellants' counsel 
upon the validity and scope of these claims is correct; but their Lordships find it 
untiecessary to enter upon this topic, and they confine themselves to the specific 
argument presented to the Board under one claim — viz., the third. That claim 
is as follows: 

"Apparatus of the kind described wherein a vacuum formed in an upper com- 
partment is also formed in a lower compartment upon the rising of a float, thereby 
obtaining equilibrium, the milk then passing from the upper to the lower compart- 
ment and escaping through an outlet-valve, as set forth." 

The view presented was that although the claim is in terms for "apparatus of 
the kind described ... as set forth," yet there was in gremio of it something 
much deeper and more far-reaching — vis., a claim for a principle. This introduces 
a question much debated in patent law, and their Lordships see no occasion in 
the present case for canvassing that question. For it appears to the Board that 
the claim is simply what it appears to be — vis., for the apparatus described. 

A certain result is^ no doubt, said to be reached by this apparatus. It might 
be possible in very many cases of a claim for apparatus — if the argument pre- 
sented were sound — to evolve a claim for a principle from a description given 
of the results achieved, and to maintain accordingly that it was the principle of 
the invention in that sense which was the real subject of the claim. This is, in 
their Lordships' opinion, a method of construction of patent claims which is 
accompanied with serious danger, and their Lordships content themselves with 
saying that tliey see no occasion in the present case for resorting to such a method. 

As the present Master of the Rolls said in Ackroyd and Best v. Thomas 
<21 R.P.C., 7?>7) : 

"If a patentee desires to claim a general principle it is his duty to make that 
intention reasonably clear. The Court ought not to be called upon to spell out 
such an intention from the use of ambiguous language." To which their Lord- 
ships would add that if any claim for a principle is made it must undoubtedly 
appear in the claim as that claim is stated, and must not be left to an inference 
resting on a general review of the specification, or a general search among the 
language employed therein for the meritorious element of principle or idea. 

The necessity for a clear and definite statement in the claim itself is in the 
case of an alleged principle all the greater, because whenever it is not the specific 
apparatus or combination which is claimed, but something underlying or stretching 
beyond that apparatus, the exact ambit of such a claim would require the strictest 
scrutiny. Otherwise it is manifest that the scope of the alleged principle might — 
left nebulous — embrace anything from a law of nature to the most familiar 
principles of statics or mechanics, and therefore it is clear that the claim said to 
embrace a principle does especially require articulate and precise statement. If 
this were not so, the bringing of a general rule or principle within the scope of 
monopoly might form a serious hindrance to the development of ideas and the 
progress of invention. 

How is the alleged principle expressed in the claim? The language has already 
been cited. 

It is quite vain to contend that this is a claim of a general principle for 
producing by a vacuum an equilibrium of pressure in two vessels. Were a 
principle so general as that argued for, it is in the highest degree doubtful whether 
it would be the subject of patent right. Again, however, it is unnecessary ,to 
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■decide that general question; and the only point in the case is whether the re- 
spondents' milking-machine infringes the appellants', because in it also, like the 
appellants', a vacuum formed "in an upper compartment is also formed in a lower 
compartment upon the rising of a float, thereby obtaining equilibrium." . 

Their Lordships have looked at the drawings and specifications of both ma- 
chines, and they are of opinion that the respondents' machine is essentially dif- 
ferent in the very particular which is the foundation of the appellants' argument 
from the appellants' machine. 

The appellants' machine consists of a closed can divided horizontally into two 
parts, which may be called the upper and the lower vessels. These are con- 
nected by an opening in the partition capable of being closed from below by a 
valve which swings on a pivot in the lower compartment. Before milking begins, 
the lower vessel is in contact with the air through a tube which runs outside the 
-can possessing a slide-valve. But the upper, when once the aperture in the parti- 
tion is shut, is cut off from the air. As soon as the pump proceeds to exhaust 
the air, the valve which closes the entrance between the upper and the lower 
vessel is pressed against and seals this aperture, owing to the pressure of the air 
in the lower vessel. A vacuum is thus created in the upper vessel alone, which 
causes the milk to flow from the cow into the upper vessel. Owing, however, 
to the absence of atmospheric pressure, the weight of the milk is not sufficient 
to open the valve between the two compartments. Thus, the milk rises in the 
upper vessel alone, and as it rises it lifts a float which by means of a lever closes 
the aperture through which air finds access to the lower vessel, and at the same 
time places the upper and the lower vessel into communication through the same 
pipe which formerly admitted the air. The air contained in the lower vessel is 
then exhausted; the pressure which kept the valve closing the connection between 
the upper and the lower vessel in contact is reduced, the valve falls back, and the 
milk flows into the lower vessel. At the same time the float descends once more, 
opening the lower vessel to the outside air, and thus again closing the connection 
between the two compartments. The milk consequently flows freely Out of the 
bottom vessel, the exit from which is guarded by a simple valve which is only 
shut when the air in the lower vessel is in process of exhaustion. Thus the 
cycle recommences and the operations are once more repeated. 

In the respondents' machine the apparatus is of a totally different character. 
Instead of the milk rising in the first instance in the upper chamber, the milk 
coming in at the top of the vessel flows at once to the bottom, and the vacuum- 
pump exhausts equally the air in both compartments, but as the milk rises at the 
bottom of the receptacle it lifts a float against the opening between the two com- 
partments. A minute aperture in the sides of the lower compartment, situated 
just below the division between the upper and the lower vessel, allows air slowly 
to enter, and the pressure thus obtained upon the surface of the milk tends at 
once to keep the float fixed against the opening, and provides the necessary pres- 
sure to open the valve which closes the exit and to cause the milk to escape. As 
the milk rises in the upper compartment it in turn lifts a float which exposes an 
opening in a tube that passes down through the central aperture between the 
two compartments and thus places the two compartments once more in aerial 
contact. The result is that a vacuum is again created in the lower compartment, 
the air being exhausted much more quickly than it can be replenished through 
the minute aperture; the pressure which sustained the float that closed the main 
communication between the two vessels is relaxed, the float in the lower vessel 
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falls, and once more the milk pours down in the lower vessel and the cycle of 
operations .begins again. 

Here and there there may be identity of results, but it is manifest that this 
apparatus is different in essential particulars from that of the appellants; and their 
learned counsel, Mr. Walter, very properly admitted that he could not maintain, 
infringement on* the ground of mechanical equivalent. 

In their Lordships' opinion, even assuming that there was, as contended, a 
principle claimed, that principle must be judged of by the words employed in the 
claim, and if those words are examined ahd the machines compared it is found 
that the so-called principle as described by the appellants is quite different from 
that adopted in the respondents' machine. 

Their Lordships do not think it necessary to refer to another machine called 
Northcott's milking-machine, upon the judgment of the Court below with regard 
to which some criticism was offered. The judgment of the Board is upon the 
broader ground already stated. 

Their Lordships will humbly advise His Majesty that the appeal should be 
dismissed. (From 5 New Zealand Patent Office Journal, 471, Oct. 26, 1916.) 



United States Practice. 

Designs. 

234 O. G., 373. 

Commissioner's Decision. 

Ex PARTE Andrews. 

Decided October 24, 1916. 

Designs — Applicable to Group op Articles— When One Patent May Cover 
All. . . , 

Where a design is produced which is applicable to a group of articles, such 
as dishes, and the showing thereof as applied to one -makes clear its mode and 
effect when applied to the others without further explanation, Held that the 
applicant may be permitted to cast his specification, claim, and drawing so as 
to cover the group. 

On petition. 

design for a glass article op manufacture. 
Mr. Joseph M. Neshit, for the applicant. 

Clay, Assistant Commissioner: 

The applicant petitions for contrary directions to the Examiner of Designs, 
who has held that the applicant's disclosure does not constitute sufficient subject- 
matter to support a design patent. Specifically it is contended that the drawing 
need not show in full lines the entire article to which the design is shown 'as 
applied; that the applicant may state that his design is usable on other articles, 
and that this case comes under the ruling in ex parte Fulda (194 O. G., 549) and 
should be governed accordingly. 

To the extent that the case oi ex parte Fulda holds it proper to patent a 
design without specifying any particular article to which it is applied that decision 
has been overruled, for the reasons given in ex parte Cady, decided August 28, 
1916. In this latter case it was also ruled that when an applicant presents a 
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■design shown as embodied in some particular article, but obviously applicable with 
the same eflFect to other articles, he will be allowed to cast his specification in 
such form as to show that the design is not alone for the particular article shown 
in the drawing. 

The applicant's design is one adapted for a series of cut-glass articles differing 
irery radically in their specific forms; but it is nevertheless a design which pre- 
serves intact all its characteristics, wherever applied. It is not possible to define 
in words the physiological effects made upon the eye by a design. It would be, 
in fact, an extremely difficult problem even to point out what it is in the design 
which creates the pleasing impression. It will suffice here to say that in this 
case, among the distinctive characteristics, are deeply-cut bars with a partially- 
bpaque outer surface somewhat less, both in width and length, than the sloping 
side cuttings and arranged in orderly series. The novelty of this design is not 
in question. 

Anyone who is familiar with the work of designers in such arts will know 
that the designer starts out originally with the thought of creating such a design 
as will be applicable to a plurality of articles or a line of articles likely to be 
associated in use or to be presented simultaneously to a prospective customer. 
Having worked out a primal element of the design, the matter of changing the 
size or form of the element to suit the place it is to be put, multiplying the num- 
ber of elements, etc., is a secondary part of the designing act and a part of the 
act of adapting the design to the form of the vessel. Some small final modifica- 
tion is doubtless necessary in adapting the design to each particular vessel ; but 
the principle by which the design is recognized is the same thing on different 
dishes, and the principle by which the design is made to harmonize with other 
ornamental features of the dish or with the form of the dish itself are all inherent 
parts of the design. 

In view of these facts it clearly would be absurd and a perversion of the law 
to limit the patent to the one particular dish or vessel or other article to which 
the design is shown applied. To say, for example, that one who had invented 
a design for a tea set could not obtain a patent on the design for a tea set, but 
must be limited to a design for that particular one of the dishes shown, would be 
entirely out of harmony with the spirit and terms of the law. Though the patent 
show the design as applied to a saucer, yet if it be a design the mode and effect 
of which when applied to a cup or sugar-bowl is obvious without further show- 
ing or explanation manifestly it would not be rea.sonable to require the applicant 
to take a series of patents to cover what is, in fact, one single invention — namely, 
a design for dishes broadly, not narrowly for a particular dish. The principal 
value of many of the most beautiful designs resides exactly in the adaptability of 
the design to several forms of articles. 

In the expression of the law "design for an article of manufacture" it is 
not only necessary to note that the word "for" is used and not "of," but also 
to notice that the word "an" does not refer necessarily to a distinct and specific 
article, but may refer to a class of articles. In some cases, as in Graff, Wash- 
bourne & Dunn v. Webster (195 Fed. Rep., 522), it has apparently not been even 
considered that the term "an article" means a complete article, since a section 
of a border of a dish was held patentable, notwithstanding the entire dish with 
that border 'was also patentable. It is obvious that a design for a carpet would 
necessarily be a design shown as applied to a fragment of the carpet. What is 
to be borne in mind is not the terms by which the thing is described, but the 
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thing itself. In this present case the applicant's invention is not a bowl or a pitcher 
or a vase or a plate, but it is a design applied to any one of these things and to all 
of these things with the same effect — that is to say, the appearance of each of 
these vessels will be modified and rendered distinctive and more beautiful, by rea- 
son of the presence of the design and in substantially the same way and with sub- 
stantially th6 same effect in each vessel. 

The applicant having canceled his original drawing, showing a fragment of 
an indefinite vessel with the design applied thereto, I am not now called upon 
to rule whether that was a proper drawing; but I am clear that if any drawing 
can be so made as to indicate on its face that the invention is not dependent om 
the specific form of the vessel this ought to be allowed. In the present instance: 
the drawing is proper and sufficient. The specification also is without objection. 
The claim should be: 

The ornamental design for a glass article substantially as shown and 

described. 

There is no such thing as a broad claim or a narrow claim in a design patent, 
because the scope of the patent is and must inherently be controlled solely by- 
the appearance of the applied design and the relation of that appearance to the 
appearances of like articles in the prior art. 

The petition is granted, and the Examiner will be guided by the foregoing: 
opinion. 



Patents. 

234 O. G., 671. 

Commissioner's Decision. 

Johuf^n v. Wai,do v. Vermeer and Schorik. 

Decided December 18, 1916. 

1. Interferknce — Abandonment o^ Application by Winning Party Without 

Making Invention Pubwc — Judgment Not a Bar. 

Where the winning party in an interference without making the invention, 
public permits his application to become abandoned, so that the public gets 
no benefit of it, he fails to complete the inventive act, and the judgment in the 
interference is not a bar to the grant of a patent for the invention to a losing 
party whose application has not become abandoned. 

2. Same— Same — Prior Knowledge as a Bar to Patent. 

Prior knowledge, to invalidate a patent, must be prior knowledge of the 
actual thing — a physical embodiment of the invention — and must be public 
(citing cases). 
On petition. (Rehearing.) 

trolley-catch kr. 
Messrs. Seymour & Bade, for JoUiffe. 

Mr. George E. Waldo pro se. 
Mr. John G. Elliott, for Vermeer and Schorik. 
EwiNG, Commissioner: 

This is a petition to vacate a judgment awarding priority of invention to 
Vermeer and Schorik in the above interference. The issue of the interference 
reads as follows : 
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In an automatic trolley pole controller, the combination with a pivotal 
trolley pole, of a compressed air cylinder and a compressed air tank, whereby 
the pole is automatically moved into a. clearance position, an emergency valve 
controlling the flowage of compressed air directly from the said tank to the 
said cylinder, a magnet controlled by the operating current, an armature con- 
trolled by the magnet for closing said valve, and a spring for returning the 
armature and opening the emergency valve when the current through the 
magnet is broken. 

I have already handed down a preliminary memorandum, dated September 23, 
1916, and an opinion denying the petition, dated November 2, 1916. It is upon 
this latter opinion that the petition for rehearing is predicated 

In interference No. 35,932, the junior party, JoUiflFe, in his preliminary state- 
ment failed to overcome the filing date of either of the earlier parties, and after 
judgment against him he obtained Patent No. 1,089,414 for what remained to him. 
Waldo having failed to overcome the filing date of Vermeer and Schorik, a 
judgment of priority was rendered in their favor June 24, 1913, from which no 
appeal was taken. Waldo has, however, kept his application alive by appropriate 
action. 

Vermeer and Schorik filed no preliminary statement in interference No. 
35,932 and took no action after a letter of the Examiner dated July 26, 1913, so 
that their application has been abandoned for over two years. 

As soon as he learned of the abandonment of their apphcation Waldo on 
July 3, 1916, filed his petition praying that the judgment in favor of Vermeer and 
Schorik be set aside, that a judgment be entered awarding priority of invention 
of the subject-matter of the issue to him, and that the Primary Examiner be 
instructed to withdraw the final rejection of the claim which formed the issue 
of the interference and to allow the claim to him. 

I directed that notice be given to Vermeer and Schorik, thei^ attorney, and 
their assignee, Jacob Cejka. 

My preliminary memorandum was forwarded to the parties, attorney and 
assignee, for their information. It contained the following: 

If. at any time prior to the abandoning of their apphcation on July 26, 
1914, Vermeer or Schorik or their assignee, published or put into pubHc use 
the invention constituting the subject-matter of the issue of the interference^ 
the substantial prayers of Waldo's petition must be denied. If, however, 
they in no way gave the invention to the public, then it is not clear upon what 
grounds Waldo can be denied a claim commensurate with the issue in inter- 
ierence. 

The letter of notification addressed to Vermeer and Schorik was returned 
undelivered. Nothing was heard from the assignee. The attorney responded as 
follows : 

Chicago, lih., October 16, 1916. 
Hon. Commissioner of Patents, Washington, D. C. 

Sir: Concerning the apphcation of George E. Waldo, trolley catchers, 
filed September 21, 1908, Serial No. 454,038, with reference to the letter of the 
Chief Clerk dated September 25, 1916, the attention of the Office is directed 
to the fact that the apphcation of Herman Vermeer and Frank Schorik for 
trolley rope controller, Serial No. 413,530, was filed January 31, 1908; that 
subsequently and on September 1, 1908, an interference No. 29,264 was declared 
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between said application of Vermeer and Schorick and the joint application 
of Roscoe Levens and Alfred H. Whatley (981,865) ; that a preliminary state- 
ment was filed therein, and that subsequently on E>ecember 11, 1908, judgment 
of priority was awarded in favor of Levens and Whatley ; that said preliminary 
statement set forth: 

"that about November 1, 1907, they jointly commenced working on a 
working model which they completed and successfully operated on or about the 
first day of December, 1907, and that they showed and explained and operated 
said model in the presence of others on or about the first day of January, 1908 ; 
that on or about' the first of February, 1908, they commenced the construction 
of a full sized operative device embodying their invention, and that the same 
was completed on or about the first day of July, 1908, and successfully 
operated in the presence of others, and have since continued the use of the 
same; that save this one full sized device they have not manufactured others 
for use or for sale, and that no applications for patents have been filed." 

It will be observed that there is no assertion in the pi'eliminary state- 
ment that they ever operated the device on a trolley car and concerning which 
I have no information, my impression being, however, that they did not. 

In any event my file of their application shows that some time after 
the decision above referred to was rendered and long before the interference 
with the Waldo application, Vermeer had moved to his native country, Hol- 
land; that several letters were written to Schorick requesting him to come 
in with regard to the Waldo interference, none of which he replied to either 
directly or indirectly, and that finding I could not get in touch with Schorick, 
I wrote a number of letters addressed to Vermeer mailed to five different 
places in Holland, several bf which were returned uncalled for, and as to 
others no reply was ever made. 

I have no knowledge of the whereabouts of Schorick nor have I had 
for two or three years, and likewise of Cejka, their assignee of a one-third 
interest. 

For the foregoing reasons no preliminary statement was filed by Ver- 
meer and Schorick in the Waldo interference. 

Respectfully, 

(Signed) Jno. G. Eluott. 

I denied the petition in my opinion of November 2, 1916. on the ground 
that the judgment against Waldo was, or must be assumed, for the purpose of 
this proceeding, to have been properly entered, and that the Office should not set 
aside one of its own judgments. I stated that if I should allow Waldo a patent 
I would be obliged to overrule ex parte, Phelps (176 O.' G., 525; 1912, C. D., 67). 
I also cited the case reported without name in 1877 (C. D., 121; 12 O. G., 979), 
Humphrey v. Fichert (1904, C. D., 447; 112 O. G., 2094), Griffith v. Taylor (91 
MS. Dec, 110), showing that ex parte, Phelps is in general accord with long 
established practice in the Office, and IVestinghouse v. Chartiers Valley Gas Co. 
(43 Fed. Rep., 582), which applied such a judgment as is here under consideration 
(page 588) ; but I pointed out that the Nicholson application, referred to in that 
opinion, was at the date thereof an application pending in the Office, Serial No. 
117,007, series of 1880, abandoned in 1894. 

I then pointed out that Waldo was not without remedy, as he could appeal 
from the rejection of the claim by the Office, and also take proceedings under 
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section 4915 of the Revised Statutes, where the judgment sought to be reopened 
would not be conclusive, citing Morgan v. Daniels (153 U. S., 120). 

Waldo has repli^ that he has been through a long and arduous Htigation 
involving the suggested remedy in the Wende v. Horine interference both in the 
Office and under section 4915, and if it became necessary for him to conduct the 
elaborate proceedings followed in that interference he would feel constrained to 
drop the matter. He also pointed out that ex parte, Phelps was not a proceeding 
in an interference to reopen a judgment therein, but that it was an ex parte pro- 
ceeding, whereas he has entitled his motion in the interference, and notice has 
been given to Vermeer and Schorik. 

Waldo further argues that on the construction of the law which I have folr 
lowed he would be the one person in the world who, having made this invention 
.and without laches undertaken to give the benefit of it to the public, must be 
denied a patent, for any subsequent inventor coming into the Office after Ver- 
meer and Schorik abandoned their application might obtain a patent without their 
applicaition being cited against him {Corn Planter Casie, 23 Wall., 181). This, 
he streniiously contends, is unfair to him. 

There can be no doubt that the application of Vermeer and Schorik is not 
under the practice of the Office usable as an anticipation. It has frequently been 
argued that the Corn Planter Case turned on a question of pleading; but the 
Office has not so interpreted it, for since that case was decided (1875) no citations 
have been made of abandoned applications, which have accumulated in the Office 
to the number of nearly three-quarters of a million. The only ground upon which 
Waldo can be refused his patent is that a judgment of priority has been rendered 
against him in favor of Vermeer and Schorik, and as this would not apply to 
s^ subsequent inventor . Waldo would be the one inventor of the subject-matter 
in the world to whom a patent must be refused. 
In ex parte, Phelps it was said: 

The subsequent condition of the prevailing party^s case, however, is 
believed to have no effect upon the loser's right to a patent for the invention 
in controversy. 

After the termination of an interference on its merits it is, strictly 
speaking, the judgment that the losing party is not the first inventor rather 
than the application of his opponent that stand as a bar to the allowance of 
his claims to the invention. The interference record and, in fact, the appli- 
cant's own file show that he is not the first inventor of the subject-matter in 
dispute, and while reference may properly be made to the file of the winning 
party to determine the scope of the judgment, since it affects all matter which 
not only was, but might have been adjudicated (Blackford v. Wilder, C. D., 
1907, 491; 127 O. G., 1255; 28 App. D. C, 535), nevertheless it is not this 
application itself nor its standing in the Office which constitutes this bar. 
The right of the unsuccessful party to the invention in issue is res adjudicata 
by reason of the judgment which stands of record against him. 
I do not agree with this reasoning. As I view an interference proceeding 
where no question of originality or disclosure is raised, the judgment does not 
carry with it any finding against the defeated party which affects his standing as 
an inventor. The Office discovers two men claiming a patent and concludes that 
the right of one to obtain a patent is superior to the right of the other. Where 
both parties have nothing but applications, the judgment is in a sense interlocutory. 
Neither one has done everything that is required of the inventor. If the winning 
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party makes his invention public, it doubtless is unimportant whether he there- 
after abandons his application. He is abandoning to the public (Miller & Bng- 
land V. Walker Patent Pivoted Bin Co., 138 Fed. Rep., 919) ; but where the win- 
ning party without making the invention public permits his application to become 
abandoned, so that the public gets no benefit from it, he fails to complete the 
inventive act, and the holding that the losing party may not have a patent is 
likely to result in the loss of public knowledge of the invention. Such an out- 
come is contrary to the theory of the patent system. 

If the Waldo patent is granted and thereafter Vermeer and Schorik attempt 
to put the invention on the market and are sued under the patent what can they 
set up by way of defense? 

They can set up no public use or publication, as is shown by Mr. Elliott's 
letter. They cannot set up their abandoned application under the Com Planter 
Case. If they should plead the judgment, they would be met by the fact that 
following the judgment they have taken no effective steps to give the public 
the benefit of the invention. If thej^ were to set up prior knowledge by themselves, 
their attorney, or witnesses to their application, this could be no more influential 
than the knowledge of all the abandoned applications in the Office by the respective 
parties, attorneys, and witnesses thereto. Prior knowledge must be of the thing — 
a physical embodiment of the invention — ^not a drawing or description thereof or 
an application therefor (The Corn Planter Case, cited; Coffin v. O^en, 85 U. S., 
420; Northwestern Fire Extinguisher Company v. Philadelphia Fire Extinguisher 
Company, 1 Banning and Arden, 177; Lyman Ventilating and Refrigerating Co. v. 
Lalor, Fed. Cas., 8632; Bllithorp v. Robertson, Fed. Cas., 4408; Detroit Lubri- 
cator Mfg. Co. V. Renchard, 9 Fed. Rep., 293), and the knowledge or use relied 
upon must be public. (Gayler v. Wilder, 51 U. S., 477; Matthes v. Burt, 114 
O. G., 764; 24 App. D. C, 265; Acme Flexible Clasp Co. v. Cary Mfg. Co., 96 
Fed. Rep., 344; Boyd v. Cherry, 50 Fed. Rep., 279; Matheson v. Campbell, 69 
Fed. Rep., 597; Bullock v. Jones, Fed. Cas., 2132; Heath v. Hildreth, Fed. Cas., 
6309; Webster v. Sanford, 44 O. G., 567; Mason v. Hepburn, 84 O. G., 147; 13 
App. D. C, 86; Thomson v. Westort, 99 O. G. 864; 19 App. D. C, 373). 

A mere member of the public who should set up Vermeer and Schorik's work 
as defense, if used on Waldo's prospective patent, would be met by the fact that 
the public had derived no knowledge of the invention from Vermeer and Schorik, 
but owed the knowledge of the invention to Waldo. 

In my opinion of November 2, 1916, I expressed an unwillingness to overrule 
ex parte Phelps. On further consideration I am of opinion that it is distinguish- 
able for the reason urged by Waldo — namely, that Phelps mistook his remedy. 
The effect of the judgment should be tried out in the interference, and Phelps, 
therefore, should have proceeded in the interference instead of proceeding 
ex parte. 

The prayer of Waldo that a judgment of priority be entered in his favor over 
Vermeer and Schorik must be denied. The judgment was proper when entered, 
and an interference cannot be continued with an abandoned application. 

But for reaspns indicated above I am convinced that Waldo can no longer 
be denied a patent by reason of the judgment entered in the interference. 

Waldo, however, as above indicated, was also in interference No. 30,027, with 
an application of Levens and Whateley, which has eventuated in Patent No. 
981,865. Nothing can be allowed to him which is not patentable over that patent. 
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*The issue of that interference was, on Waldo's motion in response to an order 
to show cause, held to be unpatentable. 

In considering this case I have examined Marshall & Stearns Co. v. Murphy 
Mfg. Co. (199 Fed. Rep., 772) ^ which, however, turned on the point of acquiescence 
in the rejection resulting from an adverse decision in an interference. 

The Examiner will act on Waldo's application in the light of this opinion. 

As the action directed is exceptional and there may be information obtainable, 
which has not reached the Office bearing upon the question whether Vermeer 
or Schorik or their assignee ever published or put into public use the invention, I 
will direct that this opinion be published forthwith. 

The petition is granted to the extent indicated; but it is otherwise in all 
respects denied. 



Trade Marks. 

Commissioner's Decision. 

Ex PARTE The Gamewei,i. Firk-Alarm Telegraph Company. 

Decided December 3, 1912. 

1. Trade Marks— Registrability. 

The mere size of a mark does not make it non-registrable ; nor does the 
fact that it is applied to goods by being made integral therewith in the process 
of manufacture. 
.2. Same — Same— Use. 

It is essential to registration, even under the ten-year clause, that the 
mark shall have been used as a trade mark. 
-3. Same — Same. 

A trade mark described as a figure consisting of straight sides and curved 
top and bottom formed of two parallel lines refused registration on the ground 
that this mark is merely an ornamental feature of the door of a box for police 
telegraph apparatus, and the record does not show that it ever was used 
as a trade mark or was so regarded by the officers of the applicant company. 
On appeal. 

Trade Mark for Apparatus for Police Signal-Telegraphing. 
Messrs. Dyer & Dyer, for the applicant. 
IMooRE, Commissioner: 

This is an appeal from a decision of the Examiner of Trade Marks refusing 
to register a trade mark for electric apparatus for police-signaling. 

This mark is shown in a substitute drawing filed June 29, 1910, and in an 
amendment filed with the brief on this appeal is described as follows: 

The trade mark is a figure consisting of straight sides, and curved top 
and bottom, formed of two parallel lines. 

The Examiner of Trade Marks refused registration on the ground that the 
use of the alleged mark as a trade mark has not been established, that the speci- 
mens do not show use of the mark as a trade mark, and that the alleged mark 
is a mere fragment of a police signal-box and not a distinctive mark of origin 
or ownership. 

As originally filed, the drawing showed a police telegraph-box, and the de- 
scription of the mark given and the manner of applying it were as follows : 
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The trade mark consists in making the box in rectangular shape with 
curved corners and curved top and bottom. Close to the edges is an orna- 
mental border of the same configuration as the outside of the box. Near 
the top is the representation of a hand grasping a sheaf of bolts of lightning. 
Below this appear the words "Police Telegraph." Between these two words 
appear the words "Citizens' Key." Under the word "Telegraph" is a rect- 
angle in which is placed the number of the box. Below this appears the words 

"The Gamewell Co., New York." Under this is a flourish. 

ill * ^ ^ ^ 

The trade naark is usually displayed by making the call boxes of the 

configuration of tlie mark and forming the emblems and words in relief. 

This mark was refused registration on the ground that it consisted merely 
in a picture of the goods and, after further prosecution, on the ground that it 
was a mere representation of the goods. Subsequently a declaratioti under the 
ten-year clause was filed; but the mark was still refused registration on the 
ground that no use of the alleged mark as a trade mark had been shown. 

The statement that the mark sought to be registered is a representation of 
the goods is hardly correct, since what applicant originally sought was to register 
the box in which the police telegraph apparatus was placed as a trade mark for 
such apparatus. It is believed to be clear that this mark is not registrable even 
under the ten-year proviso, since in no sense can it be held to have been used 
as a trade mark, and appHcant has acquiesced in this holding by filing the substitute 
drawing. 

The contention now is that the so-called "mark" which in fact is the double 
line of beading around the door of the telegraph -box, has been used as a trade 
mark and is applied to goods by casting it thereon in the manufacture of the door. 

The mere size of a mark does not make it non-registrable ; nor does the fact 
that it is applied to the goods by being made integral therewith in the process of 
manufacture. It is essential, however, to registration, even under the ten-year 
clause that the so-called "mark" shall have been used as a trade mark. There is 
nothing in this record to show that this so-called "mark" was ever used as a 
trade mark. It is not included in the original description of what constituted 
applicant's mark; nor has any affidavit been filed that the mark shown on the 
substitute drawing was, in fact, regarded by the officer of the applicant company 
as a trade mark. While in a sense the mark shown in this drawing may be said 
to consist in a figure having straight sides and a curved top and bottom formed 
of parallel lines, when taken in connection with the specimens filed it is evident 
that this mark is merely an ornamental feature of a door of a telegraph-box 
and can have no significance as identifying the goods of this applicant. It is, as 
stated by the Examiner, a mere fragment of a police signal-box. 

The Examiner was clearly right in holding the mark not registrable and his 
decision is affirmed. 



International Union. 

OfHcial Journals. Contents, November, 1916. 

LA PROPRIfiTfi INDUSTRIELLE. 

OFFICIAL PART. Domestic Legislation: Mkasurks taken by reason of 
THE PRESENT STATE OF WAR. AUSTRIA. I. Ordinance concerning reprisal measures 
in the domain of industrial property (No. 258, of Aug. 16, 1916). — II. Ordinance 
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t)rohibiting the making of payments in Italy, Portugal, and Rumania (No. 347, of 
Oct. 9, 1916. — III. Ordinance amending a provision of the Ordinance of April 22, 
1913, concerning the international registration of marks (No. 354, of Oct. 13, 
1916). — IV. Notice concerning the exceptional provisions taken in favor of sub- 
jects of Denmark on the subject of the terms of priority established by the Inter- 
national Convention (No. 373, of Oct. 24, 1916). — V. Notice concerning the 
exceptional provisions taken in favor of subjects of Norway on the subject of 
the terms of priority established by the International Convention (No. 374, of 
Oct. 24, 1916). — Denmark. Notice concerning the temporary prolongation of 
certain terms fixed by law concerning patents, designs, and trade marks (Sept. 
25, 1916). — Mexico. Decree prolonging the terms of priority fixed by the Inter- 
national Convention for the Protection- of Industrial Property (Oct. 18, 1916). — 
B. Ordinary Legislation. Cevxon. Ordinance concerning the registration of 
designs (No. 7, of Aug. 17, 1904). 

UNOFFICIAL PART. General Considerations: The proposed French 
trade mark law. Critical study. 

Correspondence: Letter from Italy. 

Miscellaneous News: Hungary. Reform in patent legislation. — Switzeri^and. 
Association of Patent Agents. 

Bibliography : Periodicals. 

Statistics: Hungary. Patents, 1913-1914. 



LE DROIT D'AUTEUR. 

OFFICIAL PART. Domestic Legislation: Austria. Imperial Decree con- 
cerning the third law partially amendatory of the General Civil Code (of March 
19, 1916). Articles concerning publication contracts. 

British Colonial Legislation: Basutoland. Notice. Bermuda, (a) Law 
No. 7 concerning copyright (May 9, 1912). — (b) Proclamation concerning the 
putting into effect of the British Law of 1911 (June 1, 1912).— (c) Law No. 16 
concerning copyright (April 3, 1914). — Ceylon. (a) Proclamation concerning the 
putting into force of the British Law of 1911 (June 11, 1912). — (b) Ordinance 
No. 20 amending copyright legislation (Sept. 9, 1912). — (c) Ordinance No. 21 
amending Ordinance No. 20 of 1912 (Oct. 8, 1915). — (d) Ordinance No. 1 con- 
cerning the preservation and re^stration of books printed in Ceylon (Jan. 27, 
1885). — (e) Ordinance N.o. 19 guaranteeing in certain cases the right of owner- 
ship in press telegraphic messages (Dec. 14, 1898). — Cyprus, (a) Proclamation 
concerning the putting into force of the British Law of 1911 (June 29, 1912). — 
(b) Law No. 2 concerning the preservation and registration of books printed in 
Cyprus (March 22, 1887). — (c) Law No. 6 amending copyright legislation (Jime 
15, 1914). 

UNOFFICIAL PART. General Observations: The lkgai. deposit of print- 
ed MATTER in France. 

Miscellaneous News: International Union. Desire expressed in favor 
of the integral maintenance of the Convention of Berne during the war. Austria. 
New provisions of the Civil Code concerning pubUcation contracts. Brazil. 
Adoption by the Senate of a project of law permitting entrance into the Union. 
Breat Britain. First application of the law of Aug. 10, 1916, concerning trade 
with the enemy in matters of copyright. Morocco. Promulgation of a decree con- 
'Cerning copyright in the French Zone. 
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Adjudicated Patents. 

No. 819,652. Hassam. Relating to a pavement and method of laying same^ 
Held not anticipated and valid. 227 F. R., 436. 

No. 851,650. Hassam. Relating to a pavement and method of laying same. 
Held not anticipated and valid." 22^ F. R., 436. 

No. 851,650. Hassam. Relating to a pavement and method of laying same^ 
Held not anticipated and valid. 227 F. R., 436 

No 880,410. Singer. Combined carton and display device. Held not antici- 
pated and valid. 227 F. T., 462. 

No. 897,018. Roest. Knife-guard for meat-slicing machines. Held void for 
lack of patentable novelty and invention in view of prior art. 227 F. R., 442. 

No. 980,431. Parker. Box-making machine. Held not anticipated and valid. 
227 F. R., 449. 

No. 1,046,066. Harrnatta. Process for electric welding. Held not anticipated, 
and valid. 227 F. R., 428. 

No. 13,543 (Reissue — Original No. 821,850). 'Baldwin. Acetylene-gaS-generat- 
ing lamp. Held (claim 4) valid. 22^ F. R., 455. 

No. 609,954. Briggs. Paper- feeding machines. Held not anticipated and valid. 
227 F. R., 600. 

No. 635,141. Marks. Process for devulcanizing rubber waste. Held void for 
lack of novelty and invention.. 227 F. R., 623. 

No. 1,080,135. Bole. Underreamer for oil-wells. Held to have been the in- 
vention of Elihu C. Wilson and not of patentee. 227 F. R., 607. 

No. 652,806. Osburn. Flexible electric conduit. Held not anticipated and 
valid. 227 F. R., 884. 

No. 721,987. Wiedrich. Hame and t^ace connector. Held void for lack of 
invention. 227 F. R., 876. 

No. 797,364. DeMayo. Apparatus for coaling ships* Held not anticipated and 
valid. 

No. 890,582. Woodward. Sewing machine. Held valid. 227 F. R., 858. 

No. 981,208. MacDonald. Pneumatic tire. Held not anticipated and valid. 
227 F. R., 898.;. 

No. 12,719 (Reissue — Original No. 807,779). Coffield. Water-motor. Held 
not anticipated and valid. 22*] F. R., 987. 

No. 12,733 (Reissue). Stocking and Mendenhall. Wa.shing machine. Held not 
anticipated and valid. 227 F. R., 1004. 

No. 847,847. Kenney. Apparatus for removing dust. Held (claims i, 3 and 
4) void. 22y F. R., 998. 

No. 704,099. Pieper and Pieper. Electric-motor regulation. Held not an- 
ticipated and valid. 228 F. R., 30. 

No. 709,008. Die for cutting out leather. 228. F. R., 45. 

No. 890,224. Ditchfield. Dump-car. Held not anticipated. 228 F. R., 122. 

No. 1,111,963. Knorr. Spark-gap. Held not infringed. 228 F. R., 127. 

No. 685,820. Cook. Expansion-shield for screws and screwbolts. 

Nos. 645,698 and 659,906. Weldon. Yarn-dyeing machines. Held not in- 
fringed. 228 F. R., 512. 

No. 678,581. O'Rourke. Improvements in subterranean wall or dam con- 
struction. Held (claim, 2) valid and infringed. 228 F. R:, 509. 
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Nor^way. 

Patents. American Holders. Applications. Convention. Priority. Reciprocal 
Extension of Term. Royal Decree of Nov. 2, 1916, 

(Translation.) 
RoYAi, Decree making appi.icabi.e the prolongation of the term of Convention 

PRIORITY TO APPLICATIONS FOR PATENT BY CITIZENS OF THE UNITED STATES. 

By virtue of the Law of July 14, 1916,* concerning the temporary extension 
of the term of priority established in the case of applications for patent by Art. 4 
of the Convention of Paris of March 20, 1883, and later revised at Washington 
on June 2, 1911, it is stipulated that the prolongation of the term of priority 
provided by Sec. 1 of the said law shall be now applicable to the subjects and 
citizens of the United States. (From 32 La Propriety Industrielle, Dec., 1916, 
p. 138.) 



♦ For translation see 14 P. A T. M. Rev., 356. 



Patents. Applications. Convention. Priority. Further Extension of Term. 
Royal Decree of Nov. 24, 1916. 
{Translation,) 
Royal Decree temporarii^y extending the term ot priority established for ap- 
plications FOR patent by Art. 4 of the Convention. 

By virtue of Sec. 1 of the Law of July 14, 1916,* concerning the temporary 
extension of the term of priority estabhshed for applications for patent by Art. 4 
of the Convention of Paris of March 20, 1883, later revised at Washington on 
June 2, 1911, the following is decreed: 

The term of priority of twelve months established by Art. 4 of the Con- 
vention of Paris of >farch 20, 1883, later revised at Washington on June 2, 1911, 
in view of obtaining the priority mentioned in the said article, and to which 
any subject or citizen of any of the contracting countries has right, for the filing 
of an application for patent, is again extended, provided that this term has not 
expired on July 29, 1914, until and including June 30, 1917. (From 32 La 
Pripriete Industrielle, Dec, 1916, p. 238.) 



* For translation see 14 P. & T. M. Rev., 356. 



Hbnby V. A. Parsell, J. W. BABdON Qbo. L. Stabkby, 

President Vice President &. Secretary Treasurer. 

THE NORRIS PETERS COMPANY 

We make a specialty of the preparation of drawln&s for fllinft with applica- 
lons for patents in all of the patent granting; countries of the world. 

We reproduce file wrappers and contents; court exhibits; enlargements for 
court use; briefs and manuscript. 

Guts prepared for the registration of trade marks in foreign countries. 

PROMPT SERVICE— CAREFUL ATTENTION 

Our plant is thonoufthly equipped for all kinds of lithography, photolitho- 
graphy, embossing, en^ravinft, etc. 

WRITE US FOR FURTHER INFORMATION AND PRICES 

458&460 Pennsylvania Avenue Washington. D. G. 
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Patent and Trade Mark Review 

Copyright, 1916, by Wm. Wallace White 



A monthly journal for the publication of new 
laws and regulations, court decisions, 
and information with regard to pat- 
ents, trade marks and other re- 
lated subject-matter through- 
out the world 



Edited and Published by 
WM. WALLACE WHITE, 

Attorney and Counsellor at Law, 
Patents and Trade-Marks, 

Woor.woRTH BuaDiNG. New York City. 



Fourteen Volumes of the Review have been com- 
pleted, the first beginning with October, 1902, and 
each subsequent volume with the October issue 
of the next succeeding year. 

Volumes 1 to 10 were paged continuously, but in 
the new series beginning with Volume 1 1 each vol- 
ume is paged independently. 

Back volumes may be obtained separately or as 
a set until exhausted. 



PRICES: 

Yearly subscription, $3.00; single Copies 
35 cents. 

Per volume, with index, unbound, $3.00; 
bound in cloth, sheep or buckram, $4.00. 

We have a limited number of sets of the 
14 issued volumes, complete with indices, 
which we offer unbound at $35.00 per set; 
bound in cloth, sheep or buckram at $49.00 
per set. 

(Expressage prepaid throughout the United States) 

Advertising Rates on Application 



^r*WHILE THE UTMOST CARE IS TAKEN TO INSURE ACCURACY IN THE 
MATTER THAT APPEARS IN THE REVIEW. NO RESPONSIBILITY IS 
ASSUMED ON ACCOUNT OF ERRORS OR INACCURACIES WHICH 
MAY OCCUR THEREIN. 
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Brazil. 

Patents. Trade Marks. Fees Increased. 

Advices from correspondents in Rio de Janeiro are to the effect that the 
Government has recently made substantial increases in fees in patent and trade 
mark matters. 



Danish West Indies (United States). 

Patents. Copyrights. Treaties. Rights Protected as Concerns Cession of 
Islands to the United States. Treaty of Aug. 4, 1916. 

CONVJSNTION BETWEEN HlS MajESTY THE KiNG OF DENMARK AND THE UnITED 

States of America respecting the cession of the Danish West Indies. 

* * * ♦ ♦ 

Art. 1. His Majesty, the King of Denmark, by this convention, cedes to 
the United States all territory, dominion and sovereignty, possessed or claimed 
by Denmark in the West Indies including the Islands of Saint Thomas, Saint 
John and Saint Croix together with the adjacent islands and rocks * * *. 

4c # « « 4r 

Art. 9. The rights of property secured by copyrights and patents acquired 
by Danish subjects in the islands ceded at the time of exchange of the ratifica- 
tions of this treaty shall continue to be respected. 

Art. 10. Treaties, conventions, and all other international agreements of any 
nature existing between Denmark and the United States shall eo ipso extend, in 
default of a provision to the contrary, also to the ceded islands. 

* * ♦ 4> 4c 

Art. 12. * * ♦ Done at New York this fourth day of August, one thousand 
nine hundred and sixteen. 

(Signed) Robert Lansing, 
C. Brun. 



Canada. 

Trade Marks. Javal Water. Infringement of Unregistered Directions Held 

Not Illegal. Decision. 

Mr. Justice Panneton, in the Superior Court, yesterday, decided an interesting 
case, heard under the Trade Marks' Act. Fyon & Fyon sued C. Bilodeau for 
$1,000 damages, alleging that defendant had infringed their registered trade-mark 
and injured their business by imitating the label which they affixed to bottles of 
Javal water. At the same time plaintiffs asked the Court to issue a writ of 
injunction to restrain defendant from further use of the label complained of. 

Bottles bearing the labels of the respective parties to the action were produced, 
and basing his judgment upon their appearance and the evidence adduced. Justice 
Panneton dismissed the plaintiffs action. 

His I/)rdship held that there was a difference between the engraved figures 
on the label so marked that "he who ran could read" the distinction. As to 
the printed matter on the label, it was not by hazard that the characters were 
similar in both cases. Defendant evidently had Copied, word for word, the 
printed direction for the use of the water. If this disposition had been mentioned 
in the registration of the trade-mark of the plaintiff — or if it could be considered 
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as having been included in the registration — the directions, perhaps, might be 
susceptible of being monopolized by a trade-mark, and the copying of them 
considered as a violation of plaintiff's rights, providing it was of sufficient impor- 
tance to have that effect. But this disposition had not been especially included 
in registration. As the ordinary words necessary to indicate directions for the 
use of a thing could not be monopolized, neither could the characters forming 
those words into an ensemble, unless the disposition had a character exceptional 
and extraordinary, which was not apparent in the present case. 

In the circumstances, the court dismissed the plaintiff's action with costs. 
(From The Gazette, Montreal, Jan. 23, 1917.) 



GermansT. 

Industrial Property. German Holders in Enemy Countries. "War Measures." 

Inquiry of Imperial German Patent Office. Notice. 

(Translation.) 

According to German papers, the President of the Patent Office has pub- 
lished the following notice : 

"Several of the countries at war with Germany have issued provisions hav- 
ing for their aim to annul or su.spend rights in patent, Gebrauchsmuster, and 
trade mark rights that, according to the laws in force in those countries, belong 
to Germans. The information that we have concerning the manner in which 
these provisions are applied is incomplete. It is therefore desirable and necessary 
in the interest of those that this concerns that the particular cases in which the 
rights of Germans have actually been injured as to industrial property be estab- 
lished exactly and completely. The Imperial Patent Office has been authorized 
to prepare a complete list in this regard. For this, the collaboration of those 
interested is indispensible. In consequence, the owners of patents, Gebrauchs- 
muster, and trade marks protected in enemy countries are invited to inform the 
Patent Office as early as possible of each official interference brought against 
their rights — those already brought, as well as those that shall occur later. I£ 
the decisions reached cannot be produced in the original or by a copy, a clear and 
precise indication of the state of facts is necessary and sufficient. There should 
be particularly indicated the country that has granted the right, the object and 
duration of this latter, as well as the date of the decision rendered against the 
parties interested, the authority from whom it emanates, and its essential con- 
tents (nature and term of the restriction, compensation required, amount of the 
license). There is no question here of damages to be claimed by the parties in- 
terested. Communications on this subjct should be addressed to the Imperial 
Patent Office, Berlin." (From 32 La Propriete Indtistrielle, Dec, 1916, p. 145.) 



Argrentine Republic. 

Trade Marks. Infringement. "Sapolio.*' "Lucidor." Color of Wrapper 
Held a Distinctive Mark. Decision. 

Enoch Morgan's Sons Co. v Eusebio Aguirre. 

Decision of Federal Judge. Buenos Aires, Oct. 13, 1916. 

Imitation of Mark. — The Specified Color of the Wrapper of a Product 
Crossed by a Band of Other Color, Likewise Specified, Constitutes a Per- 
fectly Valid Mark, and its Owner has the Power to Prevent the Use of 



Digitized by VjOOQ IC 



ARGENTINE REPUBLIC 133 

Another Similar Mark. — Thk Proof of the Common Use of such Charac- 
teristic FOR the Purpose of Distinguishing the Specified Product, in Order 
TO BK Valid, Must be Shown to be Prior to the Registry of the Plaintiff 
Mark. — Judgment Against the Imitators. 
Having heard and examined ; and in view of the fact that : 

1. The Eftoch Morgan's Sons Co. bring action against Eusebio Aguirre for 
fraudulent imitation of the mark of manufacture Sapolio, in witness whereof 
there have been shown the facts of folios 8, and the company petitions that the 
penalty of Art. 48 of the law on the subject be applied. 

2. The defendant alleges in his defense that he is not committing any crime 
forasmuch as the mark that he is using is registered by him, as may be seen fr.om 
folios 12, and as regards the infraction imputed, consisting in the use of wrappers 
of silvered paper sealed with a blue band, its use on cleaning soaps is of general 
application, in demonstration whereof he presents various examples of different 
marks. 

3. The mark concerning which the action is brought is constituted, among 
other elements, of a wrapper of silvered paper, sealed by a blue band, one of the 
characteristics of the mark being the blue band holding down the silvered paper 
flap of the cover, as appears from foHo 1 and its description. 

4. The form of the wrapper adopted for his soaps by the defendant is the 
same as that, as has been said, that constitutes the container registered by the 
plaintiff, and the undersigned being familiar with the rule prompted by the doctrine 
concerning originators in such cases, he finds that the silvered paper held together 
by a blue band, or a band of color possible of being confused with this latter, 
which serves as a wrapper for the soap confiscated, constitutes a most characteristic 
imitation of one of the most salient features of the plaintiff mark, and is capable 
of causing confusion among the products. 

5. Even though the defendant has a mark, it must not be held that marks are 
conceded for use in the form granted, or with such variations as the concession 
authorizes, but only on condition that those that are introduced do not imitate other 
marks already registered, or their elements, inasmuch as the same law prohibits 
imitation. 

6. The defendant has had granted to himself as a mark the word Lucidor 
for use conjointly with a label applicable on containers, but not a container such as 
that of the plaintiff — folios 14 — and, inasmuch as he is not using the mark in the 
form granted, as is evident from an examination of the soap confiscated, no ex- 
ception can be allowed to him, as he claims, alleging protection as a right. 

7. In so far as the other defense that the use of silver plated wrappers and 
blue band is common on soap containers, this was not shown in the proofs that were 
submitted at the time of the registration of the mark Sapolio, since this proof 
could be valid only in this manner, so that, subsequent to that date, by reason 
of the exclusive registration of such elements constituting the mark, they cannot 
legally fall into public domain. 

8. Jurisprudence has established that the imitation of the principal features 
of a mark which results in confusion of the products, is punishable — Supreme 
Court, Vol. 30, pp. 367, 519 and vol. 24, p. 543. 

For these reasons, and in view of the provisions of paragraphs 3 and 4 of Art. 
48 of the Law concerning Marks of Manufacture, I decide this case by condemning 
Eusebio Aguirre to suffer one month of iipprisonment, and to pay a fine of one 



Digitized by VjOOQ IC 



134 ARGENTINE REPUBLIC— INTERNATIONAL UNION 

hundred pesos National currency for the benefit of the Natinnal Council of Educa- 
tion, as likewise the costs of the suit. 

Let this sentence be published a single time in the daily papers of this Capital 
at the expense of the condemned, etc. 

(Signed) MiGUEi. Jantus. 

(Translation from Patentes y M areas, Nov. 5, 1916, p. 498.) • 



International Union. 

States of the Union for the Protection of Industrial Property, Jan. 1, 1917. 

Principal Union. 
(Convention of March 20, 1883, revised at Brussels in 1900, and at Washington 

in 1911.) 
Germany and Colonies, New Zealand, 

Austria, Trinidad and Tobago, 

Hungary, Italy, 

Bosnia and Herzogovina, Japan, 

Belgium, Mexico, 

Brazil, Norwaj', 

* Cuba, Netherlands, 

Denmark and Faroe Islands, Dutch Indies, 

Dominican Republic, Surinam, 

Spain, Curasao, 

United States, Portugal, with Azores and Madeira, 

France, Algieria and Colonies, * Serbia, 

Great Britain, Sweden, 

* Australian Commonwealth, Switzerland, 

Ceylon, Tunis. 



Limited Unions. 

(Arrangements of Madrid of April 14, 1891; Part 1 revised at Washington in 

1911, and Part 2 at Brussels in 1900 and at Washington in 1911.) 

1. Repression of False Indication of Origin. 

Brazil, New Zealand, 

* Cuba, Trinidad and Tobago, 

Spain, , Portugal, with Azores and Madeira, 

France, Algeria, and Colonies, Switzerland, 

Great Britain, Tunis. 

Ceylon, 

2. International Registration of Trade Marks. 

Austria, Mexico, 

Hungary, Netherlands, 

Bosnia and Herzogovina, Dutch Indies, 

Belgium, Surinam, 

Brazil, Curasao, 

* Cuba, Portugal, with Azores and Maderia, 
Spain, Sv;itzerland, 

France, Algeria and Colonies, Tunis. 
Italy, 



♦ From La Propriete IndustrieUe, Jan. 31, 1916, and subsequent changes therein 
indicated during 1916. 
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States of the Union for the Protection of Literary and Artistic Works, 

Jan. 1, 1917. 
{Le Droit d'Auteur, Jan. 15, 1917.) 
Germany, with the countries of the Pro- Japan, 

tectorate, Liberia, 

Belgium, Luxemburg, 

Denmark, with Faroe Islands, Monaco, 

Spain, and Colonies, Norway, 

France, with Algeria, and Colonies, Netherlands, with Dutch East Indies, 

Great Britain, Colonies and Posses- Curasao and Surinam, 

sions and certain Protectorates, Portugal, with Colonies, 

Haiti, Sweden, 

Italy, Switzerland, 

Tunis. 



* The countries marked with an asterisk hai'e not as yet adhered to the Acts adopted 
at Washington, June 2, 1911; they are still bound by the Paris Convention of 1883, ana by 
the Arrangement of 1891 concerning the International registration of marks, as modified at 
Brussels in 1900, and by the text of 1891 of the Arrangement concerning the suppression of 
false indication of origin. 



Brazil. 

Trade Marks. Firms and Commercial Names. Decree No. 916, of Oct. 

29, 1890. 

Generalissimo Manoel Deodoro da Fonseca, Chief of the Provisional Govern- 
ment of the Republic of the United States of Brazil, established by the Army and 
Navy, in the name of the Nation, having heard the Minister of Affairs of Justice, 
resolves to decree: 

Art. 1. The registration of firms or commercial names is estabilshed in charge 
of the Office of the Secretary of the Commercial Councils and Commercial In- 
spectorias in the respective jurisdictions and by the officials 'for the registration 
of mortgages in other districts. 

Art. 2. The firm or commercial name is the name under which the merchant 
or society carries on business and with which he or it signs in transactions 
relating thereto. 

Art. 3. The merchant that has no associate, or has none generally known or 
without duly recorded contract, may not use other than his own name, complete 
or abbreviated, with the addition, if he so desires, of the more precise designation 
of his person or of the class of business. 

§ 1. The firm of a society under a collective name, if it does not individualize 
all the memberSj shall contain at least the name or firm of one, with the addition 
in full or abbreviated of "e companhia" (and Company), no person not a merchant 
being qualified to make use thereof. 

§2. The firm of an ordinary or stock corporation shall contain the name 
or firm of one or more members personally and jointely responsible, with the 
addition in full or abbreviated of "e companhia" (and Company), without there 
being included the full or abbreviated name of any silent member, those corpora- 
tions having their capital divided into shares being able to specify themselves by 
particular denomination or by the designation of their purpose followed by the 
words "sociedade em commandita por accoe/' (joint stock corporation) and the 
firm. 
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§ 3. The firm of a society of capital and industry may not contain the full 
or abbreviated name of the industrial member. 

§4. A society in course of participation may not have a firm that indicates 
the existence of the society 

Art. 4. Companies shall be designated by a special denomination or by in- 
dication of their object, it not being permitted to them to have a firm or firm 
name, nor include in the designation the full or abbreviated name of a stock- 
holder. 

Sole paragraph. Foreign joint stock companies under authorization to operate 
or have agencies in the Republic shall perserve the designation under which 
they were formed in the country of origin. 

Art. 5. Whoever shall carry on trade shall have the right to have registered 
or recorded the firm or commercial name in the register of the place of the 
principal establishment, he being able likewise to have it recorded at the locations 
of the branch establishments, whenever that of the principal establishment, wl^en 
situated in the Republic, is registered. 

Art. 6. Every new firm shall be distinguished from any other that stands 
registered in the register of the place. 

§ 1. If the merchant has a name identical with that of another already reg- 
istered, he shall add a designation that shall differentiate it. 

§2, When a branch is established and in the place there already exists an 
identical registered firm, there shall be observed the provision of the preceding 
paragraph. 

Art. 7 .The acquisition of the firm without that of the establishment to 
which it pertains is prohibited. 

Sole paragraph. The recipient by deed inter vivos or mortis causa may con- 
tinue to use the firm, prefixing it by that of which he makes use, with the declara- 
tion "successor de" .... 

Art. 8. When a partnership is changed by the retirement or death of a partner, 
the firm shall not retain the name of the partner that retires or is deceased. 

Sole paragraph. A person that gives his name as a partner, although he has 
no interest in the profits of the partnership itself, shall be responsible for all 
the obligations of the same partnership that were entered into under the firm 
of the partnership. 

Art. 9. The exercise of trade having ceased and the partnership being dis- 
solved and liquidated, the registration of the firm shall be cancelled. 

Art. 10. The illegal employment or use of a registered or recorded firm shall 
give to the owner the right to demand the prohibition of this use and indemni- 
fication for losses and damages, in addition to the criminal action that lies in 
the case. 

§ 1. The action shall be summary and brought before the commercial judge. 

§2. Ownership of a firm is imprescriptible and shall only cease to exist in 
thei case of Art. 9. 

§3. Likewise the procedure in the Commercial Court shall be summary in 
an action to compel the competitor that has title to an identical firm to modify 
it in a way that error or confusion will be impossible. 

Art. 11. Inscription in the register is facultative and shall be made in a 
special book, opened, numbered, signed, and closed by the President of the Com- 
mercial Council, or by the Commercial Judge, according to the location of the regis- 
ter, on application and declaration in duplicate containing: 
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(a) the firm or nanje; 

(b) the full names of the partners or persons having right to its use or em- 
ployment ; 

(c) the firm signed by all the persons having right to its use or employment; 

(d) the notarial acknowledgement; 

(e) the class of business or occupation of the merchant; 
(/) the domicile,>with designation of the street and number; 

(g) the date on which the establishment commenced to do business, and of 
the filing of the partnership contract; 

(/») a statement of the existence of branches and their location. 

§ 1. One of the copies shall be filed and the other delivered to the applicant 
with note of the day and hour on which the application was presented and the 
registration made, the folio of the register being designated. 

§2. In the registration book shall be entered in different columns the declara- 
tions of the applicant, there being one for statements of changes, discontinuance 
of business, bankruptcy, restoration to former condition, and other matters that 
have to be noted. 

§3. There shall be an alphabetic reference index. 

Art. 12. The registration or inscription book may be consulted freely at 
times that the Office of the Commercial Council and the Commercial Inspectoria 
are doing business and the archives of the Register of Mortgages are open. 

Sole paragraph. Certificates of fact or certificates de verbo ad verbum shall be 
given. 

Art. 14. The procedure of Art. 13 of the Commercial Code shall not be 
carried out unless the firm to which the register refers be inscribed. 

Art. 15. This Decree does not refer to commercial or industrial names; Decrees 
Nos. 3346 * of October 14, 1887, and 9828 ** of December 31 of the same year con- 
tinuing in full force. 

Art. 16. There shall be charged: 

(a) for each registration 2$000 ; 

(b) for each statement 1$000 ; 

(c) for each certificate of fact 1$000 ;and 

(d) for each certificate de verbo ad verbum 2$000. 

Art. 17. This Decree shall become effective on March 1, 1891. 

Art. 18. Provisions to the contrary are revoked. 

The Minister and Secretary of State for Affairs of Justice shall cause it to 
be executed. 

Chamber of Sessions of the Provisional Government, October 24, 1890, the 
Second of the Republic. 

(Signed) Manoel Deodora da Fonseca, 

M. Ferraz de Campos Salles. 



* Superseded by Law No. 1236, of Sept. 24, 1904, for translation of which see 3 
P. A T. M. Rev., 1143. 

•• Superseded by Decree No. 5424, of Jan. 10, 1905, tor translation of which see 15 
P. A T. M. Rev., 73. 
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Gold Coast Colonjr. 

Patents. New Law. Ordinance No. 18, of Aug. 31, 1916. 
An Ordinance to regui^ate the granting of Patents for Inventions. 

Bnaciment. 
Be it enacted by the Gk>vernor of the Gold Coast Colony, with the advice ai^d 
consent of the Legislative Council thereof, as follows: 

Short Title. 

1. This Ordinance may be cited as the Patents Ordinance, 1916. 

Application for Patent. 

2. (1) It shall be lawful for the inventor, or for the owner by assignment^ 
transmission, or other operation of law, of any invention or of the exclusive right 
thereto within the Colony to petition the Governor for a patent for any invention 
for which a patent has already been granted in the United Kingdom, and such 
petition may be according to Form A in the First Schedule hereto. 

(2) Every such petition shall be accompanied by the original patent granted 
for the said invention in the United Kingdom or by a certified copy of the^ 
same, and also by a certified copy of the complete specification accompanying 
the application for the patent in the United Kingdom. 

(3) Every such petition shall be further accompanied by an affidavit con- 
taining the particulars set out in Form B in the said Schedule or in any such 
other form, not being less specific, as to the Governor may appear proper. 

(4) Every person who shall knowingly make an untrue statement in any 
such affidavit shall be liable to the penalties of perjury. 

(5) Where an applicant other than the patentee to whom a patent has been 
granted in the United Kingdom claims to be entitled by virtue of licence, as- 
signment, transmission, or other operation of law to be entered on the register of 
patents as proprietor in the Colony of such patent, he shall fyrnish such particulars 
as the Governor may require of the licence, assignment, transmission, or other 
operation of law in virtue of which his claim is made. 

Advertisement of Petition, Specification, etc. 

3. The petition, specification and affidavit shall be sent to the Colonial Secre- 
tary, and notice thereof and of intention to apply for a patent, together with such 
particulars as the Governor shall require, shall be published in three issues of the 
Gazette, and shall be otherwise advertised as the Governor shall direct. 

Hearing of Petition. 

4. (1) Every petition for a grant of a patent shall, after the expiration of a 
period of three months from the first publication of the notice thereof in the 
Gazette, be considered by the Governor-in-Coimcil, who may refuse the prayer of 
the petition, or may grant it absolutely or subject to such conditions, amendments, 
and modifications as he may think fit : Provided always that no grant of a patent 
shall be made in the Colony for a period exceeding the period of the duration of 
the patent in the United Kingdom. 

(2) A patent granted under the provisions of this Ordinance shall be "in 
such form as may from time to time be prescribed in the United Kingdom for 
patents there granted or as near thereto as circumstances will permit. 
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Effect of Grant. Revocation of Patent. Limitation on Revocation in the Colony. 

5. (1) Subject to the provisions of sub-section (2) a patent granted under this 
Ordinance shall confer all the rights and privileges and shall subject the grantees 
thereof to all the provisions affecting patents in the United Kingdom as fully as 
if the same had been granted, with an extension thereof to the Colony, under the 
provisions of such statutes as are now in force in the United Kingdom or as near 
thereto as the circumstances shall admit of. 

(2) Revocation of a patent granted under this Ordinance, except at the re- 
quest of the registered proprietor when the same may be granted by the Governor, 
shall be obtained only on petition to a Divisional Court and the plaintiff shall be 
required to satisfy the Court that such revocation is justified in the Colony on 
grounds similar to those on which the revocation of a patent is justified in the 
United Kingdom : Provided that an order of revocation made under section 27 
of the Patents and Designs Act, 1907, shall not operate so as to revoke or to con- 
stitute a ground for revocation of any patent granted under this Ordinance ; and 
provided also that a patent granted under this Ordinance shall not be revoked 
solely on the ground that the patented article or process is manu- 
factured or carried on exclusively or mainly outside the Colony, if it is manufac- 
tured or carried on exclusively or mainly in the United Kingdom or in any 
British Possession. 

Extension of Term of Patent. 

6. In case any Court of competent jurisdiction in the United Kingdom shall 
extend the term of any patent for any further term, or order the grant of a new 
patent, it shall be lawful for the Governor-in-Council to extend the term of such 
patent, if already granted, for the Colony or otherwise to grant an original patent 
for a like extended term for the same invention. 

Register of Patents. 

7. (1) There shall be kept at the office of and in the custody of such officer 
as the Governor may appoint to be Registrar of Patents, a book called the Register 
of Patents in which shall be entered the names and addresses of all grantees, of 
patents under this Ordinance, and notifications of assignments an'd of transmission 
of such patents and of extensions and revocations thereof. 

(2) The Register of Patents shall be prima facie evidence of all matters di- 
rected or authorised by this Ordinance to be inserted therein. 

(3) The file of all patents recorded under the Ordinances hereby repealed shall 
be 'deemed part of the Register of Patents and kept therewith. 

Entry of Assignments and Transmissions in Register. 

8. (1) Where a person becomes entitled by assignment, transmission or other 
operation of law, to a patent granted under this Ordinance, and which patent is 
valid and subsisting, the Governor-in-Council shall, on request and on proof of title 
to his satisfaction, cause the name of such person to be entered as the proprietor 
of the patent in the Register of. Patents. 

(2) The person for the time being entered on the Register of Patents as the 
proprietor of a patent shall, subject to any rights appearing from such register, 
or to any prior title duly recorded prior to the commencement of this Ordinance, 
and subject to all equities affecting the same, have power absolutely to assign, 
grant licenses as to or otherwise deal with the same and to give effectual receipts 
for any consideration for such assignment, licence or dealing. 
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Inspection of Register. 

9. The Register of Patents shall at convenient times be open to the inspection 
of the public and certified copies under the hand of the Chief Registrar of any 
entry in such register shall be given to any person requiring the same upon pay- 
ment of the prescribed fees. 

Provisional Protection. 

10. It shall be lawful for the owner of an invention to petition the Governor-in- 
Council for provisional protection in respect of the said invention pending the 
grant of a patent therefor, and the Governor-in-Council may, if he shall consider 
it expedient so to do, direct that the invention may for such reasonable period as 
he shall think fit be used and published in the Colony without prejudice to the 
iwitent to be granted for the invention. 

Particulars required for Provisional Protection. 

11. Every such last-mentioned petition shall be accompanied by a specification 
describing the nature of the invention and by an affidavit that the petitioner has 
applied, or intends to apply, within three months from the date of such petition, 
for a grant of a patent for the said invention in the United Kingdom, and on 
obtaining the same, to apply for a grant of a patent in the Colony. 

Rules. Fees. 

12. (1) The Governor-in-Council may make regulations for the better carry- 
ing out of this Ordinance, and thereby prescribe fees to be charged and paid 
thereunder. 

(2) Until so altered, amended or revoked the fees in the second schedule 
hereto shall be the fees under this Ordinance. 

(3) All fees shall be collected by means of such revenue stamps as are in 
force in the Colony, and shall form part of the general revenue of the Colony. 

Saving of Prerogative;. 

13. Nothing in this Ordinance shall take away, abridge or prejudically affect 
the prerogative of the Crown in relation to the granting of any letters patent or 
to the withholding of a grant thereof. 

Repeal of No. 1 of 1900 and No. 10 of 1912. Saving as to existing Patents. 

14. The Patents Ordinance 1900 * and the Patents Amendment Ordinance, 1912, 
are hereby repealed except in relation to any patent granted or any application for 
a patent made thereunder in which respect the said Ordinances shall continue in 
force as if this Ordinance had not been made. (From Patent Laws of the World, 
Supp. No. 34, 1916.) 



* For text of this ordinance and Uts amendments see 2 P. & T. M. Rev., 800. 828. 863, 
886, 945. 



Note — For lack of space the schedules referred to are omitted. 



Nigreria.^ 

Patents. New Law. Ordinance No. 30, of July 13, 1916. 

An Ordinance to ReguIvATE the Granting of Patents for Inventions. 



352. 



* For notice of amalgamation of Northern and Southern Nigeria see 12 P. & T. M. Rev., 
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linactment. 
Be it enacted by the Governor of the Colony and Protectorate of Nigeria, with 
the advictf and consent of the Legislative Council so far as the provisions hereof 
relate to the Colony, as follows: 

Short Title and Application. 

1. This Ordinance may be cited as the Patents Ordinance, 1916, and shall apply 
to the Colony and Protectorate. 

Application for Patent. 

2. (1) It shall be lawful for the inventor, or for the owner by assignment, 
transmission, or other operation of law, of any invention or of the exclusive right 
thereto within Nigeria to petition the Governor for a patent for any invention for 
which a patent has already been granted in the United Kingdom, and such petition 
may be according to Form A in the FiJst Schedule. 

(2) Every such petition shall be accompanied by the original patent granted for 
the said invention in the United Kingdom or by a certified copy of the same, and 
also by a certified copy of the complete specification accompanying the application 
for the patent in the United Kingdom. 

(3) Every such petition shall be further accompanied by a statutory declara- 
tion containing the particulars set out in Form B in the said Schedule or in such 
other form, not being less specific, as to the Governor may appear proper. 

(4) Every person who shall knowingly make any untrue statement in any such 
statutory declaration shall be liable to the penalties of perjury. 

(5) Where an applicant other than the patentee to whom a patent has been 
granted in the United Kingdom claims to be entitled by virtue of licence, assign- 
ment, transmission, or other operation of law to be entered on the register of 
patents as proprietor in Nigeria of such patent, he shall furnish such particulars as 
the Governor may require of the licence, assignment, transmission, or other opera- 
tion of law in virtue of which his claim is made. 

Advertisement of Petition, Specification, etc. 

3. The petition, specification and declaration shall be sent to the Central 
Secretary, and notice thereof and of intention to apply for a patent, together with 
such particulars as the Governor shall require, shall be published in three issues of 
the Gazette, and shall be otherwise advertised as the Governor shall direct. 

Hearing of Petition. 

4. (1) Every petition for a grant of a patent shall, after the expiration of a 
period of three months from the first publication of the notice thereof in the 
Gazette, be considered by the Governor-in- Council, who may refuse the prayer of 
the petition, or may grant it absolutely or subject to such conditions^ amendments, 
and modifications as he may think fit : Provided always that no grant of a patent 
shall be made in Nigeria for a period exceeding the period of the duration of the 
patent in the United Kingdom. 

(2) A patent granted under the provisions of this Ordinance shall be in such 
form as may from time to time be prescribed in the United Kingdom for patents 
there granted or as near thereto as circumstances will permit. 

Effect of Grant. 

5. (1) Subject to the provisions of sub-section (2) a patent granted under this 
Ordinance shall confer all the rights and privileges and shall subject the grantees 
thereof to all the provisions affecting patents in the United Kingdom as fully as if 
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the same had been granted, with an extension thereof to Nigeria, under the pro- 
visions of such statutes as are now in force in the United Kingdom or as near 
thereto as the circumstances shall admit of. 

Revocation of Patent. Limitation on Revocation in Nigeria. 
(2) Revocation of a patent granted under this Ordinance, except at the re- 
quest of the registered proprietor when the same may be granted by the Governor, 
shall be obtained only on petitir)n to the Supreme Court and the plaintiff shall be re- 
quired to satisfy the Court that such revocation is justified in Nigeria on grounds 
similar to those on which the revocation of a patent is justified in the United 
Kingdom: Provided that an order of revocation made under section 27 of the 
Patents and Designs Act, 1907, shall not operate so as to revoke or to constitute 
a ground for revocation of any patent granted under this Ordinance; and pro- 
vided also that a patent granted under thfe Ordinance shall not be revoked solely 
on the ground that the patented article or process is manufactured or carried on 
exclusively or mainly outside Nigeria, if it is manufactured or carried on ex- 
clusively or mainly in the United Kingdom or in any British Possession. 
Extension of Term of Patent. 

6. In case any Court of competent jurisdiction in the United Kingdom shall 
extend the term of any patent for any further term, or order the grant of a new 
patent, it shall be lawful for the Governor-in-Council to extend the term of such 
patent, if already granted, for Nigeria or otherwise to grant an original patent 
for a like extended term for the same invention. 

Register of Patent. 

7. (1) There shall be kept at such office and in the custody of such officer 
(hereafter referred to as the Registrar) as the Governor may direct a book called 
the Register of Patents in which shall be entered the names and addresses of all 
grantees of patents under this Ordinance, and notifications of assignments and of 
transmissions of such patents and of extensions and revocations thereof. 

(2) The Register of Patents shall be prima facie evidence of all matters di- 
rected or authorized by this Ordinance to be inserted therein. 

Entry of Assignments and Transmissions in Register. 

8. (1) Where a person becomes entitled by assignment, transmission or other 
operation of law, to a patent granted under this Ordinance, and which patent is 
valid and subsisting, the Governor-in-Council shall, on request and on proof of 
title to his satisfaction, cause the name of such person to be entered as the pro- 
prietor of the patent in the Register of Patents. 

' (2) The person for the time being entered on the Register of Patents as the 
proprietor of a patent shall, subject to any rights appearing from such register, 
or to any prior title duly recorded prior to the commencement of this Ordinance, 
and subject to all equities affecting the same, have power absolutely to assign, 
grant licences as to or otherwise deal with the same and to give effectual receipts 
for any consideration for such assignment, licence or dealing. 

Inspection of Register. 

9. The Register of Patents shall at convenient times be open to the inspection 
of the public and certified copies under the hand of the Registrar of any entry in 
such register shall be given to any person requiring the same upon payment of the 
prescribed fees. 
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Provisional Protection. 

10. It shall be lawful for the owner of an inveintion to petition the Governor- 
in -Council for provisional protection in respect of the said invention pending the 
grant of a patent therefor, and the Governor-in -Council may, if he shall consider 
it expedient so to do, direct that the invention may for such reasonable period as 
he shall think fit be used and published in Nigeria without prejudice to the patent 
to be granted fofr the invention. 

Particulars required for Provisional Protection. 

11. Every such last-mentioned petition shall be accompanied by a specification 
describing the nature of the invention and- by a statutory declaration that the peti- 
tioner has applied, or intends to apply within three months from the date of such 
petition, for a grant of a patent for the said invention in the United Kingdom, and 
on obtaining the same, to apply for a grant of a patent in Nigeria. 

Rules. Pees. 

12. (1) The Goveror-in-Council may make regulations for the better carrying 
out of this Ordinance, and to prescribe fees to be charged and paid thereunder. 

(2) Until filtered, amended or revoked the fees in the second schedule hereto 
shall be the fees under this Ordinance. 

Failure to Pay Fees. 

13. (1) A patent shall, notwithstanding anything in it or this Ordinance, cease 
if the patentee fails to pay the prescribed fees within the times prescribed: Pro- 
vided that the Registrar shall on receipt of a fee of five pounds, enlarge the time 
to such an extent as may be applied for but not exceeding three months. 

(2) If any proceeding is taken in respect of an infringement of the patent 
committed after a failure to pay any fee within the prescribed time, and before any 
enlargement thereof, the Court before which the proceeding is proposed to be 
taken may, if it thinks fit, refuse to award any damages in respect of such ih- 
fringement. 

Saving of Prerogative. 

14. Nothing in*this Ordinance shall take away, abridge or prejudicially affect the 
prerogative of the Crown in relation to the granting of any letters patent or to 
the withholding of a grant thereof. 

Repeal 'of Chapter 17 of the Laws of Southern Nigeria * and Chapter 12 of the 
Laws of Northern Nigeria.** Saving as to existing Patents. 

15. The Patents Ordinance* and the Patents Proclamation** are hereby re- 
pealed except in relation to any patent granted or any application for a patent 
made under any enactment heretofore in force in any part of Nigeria, in which 
respect the said Ordinance and said Proclamation shall continue in force as if 
this Ordinance had not been made. (From Patent Laws of the World, Supp. 33, 
1916.) 



* For digest of patent law and regulations of Southern Nigeria, see 1 P. & T. M. Rev., 
322. 

•* For text of patent law of Northern Nigeria, see 2 P. & T. M. Rev., 963, vol. 3 
pp. 1000, 1026. 



Note — For lack of space the schedules ^-eferred to are omitted. 
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Union of Soutb Africa. 

Patents. Regulations Under Patents^ Designs, Trade Marks and Copyright 

Act, 1916. Enacted Dec. 5, 1916. EfFective Jan. 1, 1917. 
No. 1452.] 

The Patent Rui,es, 1917. 



His Excellency the Governor-Generai, has, under the powers vested in him 
by section one hundred and ninety-two of Act No. 9 of 1916* (The Patents, De- 
signs, Trade Marks, and Copyright Act, 1916), been pleased to make the regu- 
lations, and to prescribe the tariff of fees, hereunder set forth: — 

Preliminary. 

1. These regulations (hereinafter referred to as "these rules") may be cited 
as the Patent Rules, 1917. 

Commencement. 

2. These rules shall come into operation contemporaneously with the coming 
into operation of Chapter I of the Act. 

Interpretation. 

3. Unless the context otherwise requires — 

any expression to which a meaning has been assigned by any provision 
of the Act for the t)urposes thereof shall, when used in these rules, 
have the same meaning; 
"office" means the Patent Office established under the Act; 
"the Act" means Act No. 9 of 1916; 
and in the interpretation of these rules the Interpretation Act, 1910, (Act No. 
5 of 1910), shall apply. . 

Fees. 

4. The fees to be paid under the Act, so far as it relates to patents, shall 
be those specified in the Second Schedule thereto and the additional fees specified 
in the First Schedule to these rules. All such fees shall be playable in revenue 
stamps. 

Forms. 

5. The forms contained in the First Schedule to the Act and in the Second 
Schedule to these rules shall be used in all cases to which they are applicable and 
shall be modified as directed by the Registrar to meet other cases. 

Documents. 

6. All documents and copies of documents, except drawings, sent to or left 
at the office or otherwise furnished to the Registrar shall be written, type-written, 
lithographed, or printed in the English or the Dutch language (unless otherwise 
directed) in large and legible characters with deep permanent ink upon strong 
white paper, and, except in the case of affidavits, on one side only, of a size of 
approximately 13 inches by 8 inches, leaving a margin of at least one inch and a 
half on the left-hand part thereof, and the signatures thereto must be written in 



• For text of which see 14 P. & T. M. Rev., Patents, 263 ; Designs, 343 : Trade Marks, 
300 ; Copyright, 370 ; and General and Supplementary Pro-visions. Patents, Designs. Trade 
Marks and Copyright, 310. 

Under proclamation No 219, of. Dec. 5, 1916, all the chapters were made to come into 
operation on Jan. 1, 1917; and under Notice No. 1541, of the same date, the Governor- 
General appointed Mr. Carl Wilhelm Thalman Biccard Juta as Register of Patefnts, Designs, 
Trade Marks, and Copyright for the Union. 
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a large and legible hand. Duplicate documents shall at any time be left, if 
required by the Registrar. 

At the top of the first page of a specification a space of about two inches 
should be left blank. ( 

7. Any application, notice, or other document authorized or required to be 
left, made, or given at the office or to the Registrar or to any other person under 
the Act or these rules, may be sent by a letter through the post, and if so 
sent shall be deemed to have been left, made, or given at the time when the 
letter containing the same would b.e delivered in the ordinary course of post. 
In proving such sending or service, it shall be sufficient to prove that the letter 
was properly addressed and put into the post. 

A letter addressed to a patentee at his address as it appears on the register 
of patents or to any applicant for or opponent to the grant, revocation, or restor- 
ation of a patent at the address appearing on the application or notice of opposi- 
tion or given for service as hereinafter provided shall be deemed to be sufficiently- 
addressed. 

8. Every applicant for and opponent to the grant of a patent or the revoca* 
tion of a patent or the restoration of a lapsed patent or the amendment of a 
specification, and every person who shall hereafter become a patentee, shall 
give an address for service in the Union, and such address may be treated, for 
all purposes connected with the patent as the actual address of such applicant, 
opponent, or patentee. 

If any patentee desires to have two addresses for service entered in the 
register a request therefor shall be made on Patents Form No. 22. 

The Registrar may require any existing patentee, who does not reside in the 
Union, to give an address for service within the Union, and such address may 
be. treated as tbe actual address of the patentee for all purposes connected with 
such patent. 

Agency. 

9. Communications between an applicant and the Registrar, and attendances 
before the Registrar which are authorized by the Act to be made by or through 
an attorney of the Court or patent agent shall only be made by or through an 
attorney of the Court or patent agent resident or carrying on business in the 
Union. 

Applications for the Grant of Patents. 

10. An ordinary application for a patent shall be made on Patents Form 
No, 1. An application for a patent under section eight of the Act shall be 
made on Patents Form No. 1 A, and an application for a patent of addition on 
Patents Form No. IB. An application for a secret patent shall be made on 
Patents Form No. 1 C, and an application for a patent under section forty-one 
(2) of the Act of Patents Form No. 1 D. 

11. An application for a patent by the legal representative of a person who 
has died possessed of an invention shall be accompanied by an official copy of 
or extract from his will or the letters of administration granted of his estate 
and effects in proof of the applicant's title as such legal representative and must 
be supported by such further evidence as the Registrar may require. 

12. Applications for patents sent through the post shall, as far as may be 
practicable, be opened and numbered in the order in which the letters containing 
the same have been respectively delivered in the ordinary course of post. 
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Applications left at the office otherwise than through the post shall be in 
like manner numbered in the order of their receipt at the office. 

13 (1) When a specification comprises several distinct matters, they shall 
not be deemed to constitute one invention by reason only that they are all 
applicable to or may form parts of an existing machine, apparatus, or process. 

Where a person making application for a patent has included in his specifica- 
tion more than one invention, the Registrar may require or allow him to 
amend such application and specification and drawings or any of them so as 
to apply to one invention only, and the applicant may make application for a 
separate patent for any invention excluded by such amendment. 

Every such last-mentioned application may, if the Registrar at any time so 
direct, bear the date of the original application, or such date between the date 
of the original application and the date of the application in question, as the 
Registrar may direct, and shall otherwise be proceeded with as a substantive ap- 
plication in the manner prescribed by the Act and by these rules. 

Where the Registrar has required or allowed any application or specification 
or drawings or any of them to be amended as aforesaid, such application shall, 
if the Registrar at any time so direct, bear such date, subsequent to the original 
date of the application and not later than the date when the amendment was 
made, as the Registrar shall consider reasonably necessary to give sufficient time 
for the subsequent procedure relating to such application. 

(2) Where the same applicant has put in two or more provisional specifica- 
tions for inventions which he believes to be cognate or modifications one of the 
other and the Registrar is of opinion that such inventions are not cognate or 
modifications one of the other, the applicant may divide the complete specification 
left in connection with his application into such number of complete specifications 
as may be necessary to enable the application to be proceeded with as two or 
more separate applications for patents for different inventions. 

14. The statement of the invention claimed, with which a complete specification 
must end, shall be clear and succinct as well as separate and distinct from the 
body of the specification. 

AppIvICations UNDER SECTION eight of The Act. 

15. (1) Every application under section eight of the Act shall be made on 
Patents Form No. 1 A. 

(2) The application must be lodged within one year after the date when 
Chapter I of the Act came into operation. 

(3) Any Province (other than that in which Provincial patent was granted) 
may, if the applicant so notify his desire in his application, be excepted from the 
Union patent. 

(4) Save as aforesaid, all proceedings in connection with an application 
under section eight shall be taken within the times and in the manner prescribed 
for ordinary applications. 

Applications under section forty-one (2) or the Act. 

16. (1) Every application under section forty-one (2) of the Act shall be 
made on Patents Form No. 1 D. 

(2) The application must be made within twelve months from the date of 
the lodging of the application for the first foreign patent or similar exclusive 
privilege, and must be accompanied by four copies of Patents Form No. 3. 

(3) The Registrar may call for a copy of the specification and drawings or 
documents filed or deposited by the applicant in the Patent Office of the country 
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outside the Union in respect of the first foreign patent or similar exclusive 
privilege, duly cefrtified by the official chief or head of the Patent Office of the 
country outside the Union as aforesaid, or otherwise verified to the satisfaction 
»of the Registrar, and if the applicant fails to leave at the office any such 
specifications, drawings, or documents within three months of the date of the 
Registrar's request or within such further time thereafter not exceeding three 
months as the Registrar may allow, or if, upon examination of any such speci- 
fication, drawings, or documents, the Registrar is satisfied that the applicant has 
not acted in good faith, the Registrar may, subject to an appeal to the Law Officer, 
refuse to seal a patent in favour of the applicant. 

(4) An application for extension of time for leaving the copy of the 
foreign specifications, drawings, or documents shall be made on Patents Form 
No. 5. 

(5) Save as aforesaid, all proceedings in connection with an application under 
section forty-one (2) of the Act shall be taken within the times and in the 
manner provided for ordinary applications. 

Drawings. 

17. Drawings, when furnished, should accompany the provisional or complete 
specification to which they refer, except in the case provided for by Rule No. 
24. No drawing or sketch such as would require the preparation for the printer 
of a special illustration for use in the letterpress of the specification when printed 
should appear in the specification itself. 

18. Drawings may be made by hand or lithographed, printed, etc. They must 
l)e made on pure white, hot-pressed, rolled, or calendered strong paper of smooth 
surface, good quality, and medium, thickness without washes or colours in such 
a way as to admit of being clearly reproduced on a reduced scale by photography. 
Mounted drawings must not be used. 

19. Drawings must be on sheets which measure 13 inches from top to bottom 
and are either from 8 inches to 8^4 inches or from 16 inches to 16j^ inches wide, 
the narrower sheets being preferable. 

If there are more figures than can be shown on one of the smaller sized 
sheets, two or more of these sheets should be used in preference to employing the 
larger size. When an exceptionally large figure is rquired, it should be con- 
tinued on subsequent sheets. There is no limit to the number of sheets that 
may be sent in, but no more sheets should be employed than are necessary. The 
figures should be numbered consecutively throughout and without regard to the 
number of sheets, and should not be more numerous than is absolutely necessary. 
They should be separated by a sufficient space to keep them distinct. 

20. Drawings must be prepared in accordance with the following require- 
ments : — 

(o) They must be executed with absdlutely black ink. 

(fe) Each line must be firmly and evenly drawn, sharply defined, and of 

the same strength throughout. 
{c) Section lines, lines for effect, and shading lines should be as few as 

possible, and must not be closely drawn. 
{d) Shading lines must not contrast too much in thickness with the 

general lines of the drawing. 
{e) Sections and shading should not be represented by solid black or 

washes. 
(/) They should be on a scale sufficiently large to show the invention 
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clearly, and only so much of the apparatus, machine, etc., should 
appear as effects this purpose. If the scale is given, it should be 
drawn, and not denoted by words. 
, Reference letters and figures, and index numerals used in conjunction there- 
with, must be bold, distinct and not less than one-eighth of an inch in height. 
The same letters should be used in different views of the same parts. Where 
the reference letters are shown outside the figure, they must be connected with 
the parts referred to by fine lines. 

21. Drawings must bear the name of the applicant (and, in the case of 
drawings left with a complete specification after one or more provisional speci- 
fications, the numbers and years of the applications) in the left-hand top corner; 
the number of sheets of drawings sent, and the consecutive number of each sheet, 
in the right-hand top corner; and the signature of the applicant or his agent 
in the right-hand bottom comer. Neither the title of the invention nor any 
descriptive matter should appear on the drawings. 

22. A facsimile or "true copy" of the original drawings should be filed at 
the same time as the original drawings, prepared strictly in accordance with the 
above rules, except that it may be on tracing cloth and the reference letters and 
figures shall, if required by the Registrar, be in black-lead pencil. 

The words "original" or "true copy" must in each case be marked at the 
right-hand top corner, under the numbering of the sheet. 

23. Drawings must be delivered at the office so as to be free from folds,, 
breaks, or creases which would render them unsuitable for reproduction by 
photography. 

24. If an applicant desires to adopt the drawings lodged with his provisional 
specification as the drawings or part of the drawings for his complete specification, 
he should refer to them in the complete specification as those left with the 
provisional specification. 

Extension of Time for leaving complete Specification. 

25. An application for one month's extension of time for leaving a complete 
specification shall be made on Patents Form No. 6. 

Acceptance of Specifications. 

26. An application for extension of time for accepting a complete specifica- 
tion shall be made on Patents Form No. 7. 

27. On the acceptance of a provisional or complete specification the Regis- 
trar shall give notice thereof to the applicant, who shall advertise the acceptance 
of the complete specification in three consecutive issues of the Gazette. 

28. After the first advertisement of such acceptance in the case of a com- 
plete specification the appHcation and specification or specifications with the 
drawings (if any) may be inspected at the office and at the offices of the 
Attorney-General at Capetown, Pietermaritzburg, and Bloemfontein upon pay- 
ment of the prescribed fee. 

Opposition to Grants of Patents. 

29. (1) A notice of opposition to the grant of a patent shall be given on 
Patents Form No. 8, and shall state the ground or grounds on which the person 
giving such notice (hereinafter called the objector) intends to oppose the grant. 
Such notice shall be accompanied by an unstamped copy, which shall be trans- 
mitted by the Registrar to the applicant. 

(2) The notice shall also specify full particulars of the grounds on which 
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the objector relies and, if one of those grounds is want of novelty, the particulars 
of that ground of objection shall, in the case of an alleged prior printed publi- 
cation, include the title* and, if possible, the edition, place, and date of publica- 
tion or compilation thereof, and shall also include material reference to the pages 
thereof. 

(3) After the Registrar shall have transmitted a duplicate of the notice of 
opposition as aforesaid, he shall forthwith transmit to the Registrar of the Court 
all documents relating to the application and to the opposition thereto. 

(4) The registrar of the Court shall give notice to the applicant and to 
every objector of the place where and the date and hour when the application 
and the objections thereto will be heard. 

SitALiNG OF Patent and Payment of Fee. 

30. If the appHcant for a patent desires to have a patent sealed on his ap- 
plication, he shall within the period allowed by section thirty-six of the Act pay 
the seaUng fee by leaving at the Patent Office Patents Form No. 9, duly stamped. 

Where in consequence of the neglect or failure of the applicant to pay such 
fee, a patent cannot be sealed within the period allowed by section thirty-six of 
the Act, the applicant may apply to the Registrar on Patents Form No. 10 for 
an extension of such period not exceeding three months. 

The Registrar shall C9nsider such appUcation, and if the circumstances of 
the case appear to him to warrant the granting of the extension, he may seal 
the patent within such extended period. 

Form of Patent. 

31. A patent may be in the form contained in the First Schedule to the 
Act, or in such form, modified as directed by the Registrar to meet the other 
•cases. 

Renewai, Fees. 

32. (1) If a patentee intends, at the expiration of the third, seventh, or 
tenth year (as the case may be) from the date of his patent, to keep the 
same in force, he shall before the expiration of any such year pay the prescribed 
renewal fee by means of Patents Form No. 11. Such fees shall be paid in 
revenue stamps which shall be affixed to the copy of the patent filed in the office 
and cancelled in such office. 

(2) The patentee may pay all or any of such prescribed renewal fees in 
advance. An application for an enlargement of time for payment of any fee under 
this rule shall be made on Patents Form No. 12. 

(3) On due compliance with this rule the Registrar shall issue a certificate 
that the prescribed payment has been duly made. 

Restoration of Lapsed Patents. 

33. (1) Where any patent has become void owing to the failure of the 
patentee to pay any prescribed fee within the prescribed time the patentee may 
apply to the Registrar on Patents Form No. 13 for an order for the restoration 
of the patent. Every such application shall be accompanied by one or more 
affidavits verifying the statements contained in such application. If the Regis- 
trar entertains the application he shall advertise it in the Gazette, and in such 
other manner as in his opinion is desirable. At any time within two months 
from the first of such advertisements in the Gazette any person may give notice 
•of opposition at the Office on Patents Form No. 14, and a copy of such notice 
shall be transmitted by the Registrar to the applicant. 



Digitized by VjOOQ IC 



150 UNION OF SOUTH AFRICA 

# 

(2) After the Registrar shall have transmitted a copy of the notice as 
aforesaid, he shall forthwith transmit to the Registrar of the Court all docu- 
ments relating to the application and to the opposition thereto. 

(3) If no notice of opposition is lodged within the prescribed period, the 
Registrar shall forthwith transmit to the Registrar of the Court all the documents 
relating to the apphcation. 

34. (1) In every order of the Court restoring a patent, provision shall be 
inserted for the protection of persons who may have availed themselves of the 
subject matter of the patent after the patent has been announcd as void in the 
Gazette. Such provisions shall restrain the patentee from commencing or prose- 
cuting any action or other proceeding, and from recovering any damage — 

(a) in respect of any infringement of the patent which shall have taken 
place after the date on which the patent was announced in the 
Gazette to be void and before the date of the order; 
{h) in respect of the use or employment at any time thereafter of any 
mechanism, machine, machinery, process, or ope«-ation actually made 
or carried on within the Union, or of the usr, purchase, or sale 
of any article manufactured or made in infringe ment of the patent 
after the date of the said announcement and before the date of the 
^ order. Provided that such use, purchase, sale, or employment is by 

the person or corporation by or for whom such machine or ma- 
chinery or article was bona fide manufactured or made, or such 
mechanism, machine, machinery, process, or operation was bona fide 
made or carried on, his or their executors, administrators, succes- 
sors, or vendees or his or their assigns respectively; 
(r) in respect of the use, employment, or sale at any time thereafter 
by any person or corporation entitled for the time b'^ing under the 
preceding sub-section to use or employ any machine, machinery, 
mechanism, process, or operation or any improved or additional 
machine, machinery, mechanism, process, or operation, or of the 
use or sale of any article manufactured or made by any of the 
means aforesaid in infringement of the patent; provided that the use 
or employment of any such improved or additional machine, ma- 
chinery, mechanism, process, or operation shall be limited to the 
buildings, works, or premises existing at the time being or after- 
wards erected of the person or corporation by or for whom such ma- 
chine, machinery, mechanism, process, or operation was made or 
carried on within the meaning of the preceding paragraph, his or 
their executors, administrators, successors, or assigns. 
(2) The order shall further provide that if any person within one year after 
the date thereof make an application to the Court for compensation in respect of 
money, time, or labour expended by the applicant upon the subject matter of 
the patent in the bona fide belief that such patent had become and continued to 
be void, it shall be lawful for the Court, after hearing the parties concerned, 
to assess the amount of such compensation if in their opinion the application 
ought to be granted and to specify the party by whom and the day on which 
such compensation shall be paid, and if default shall be made in payment of 
the sum awarded, then the said patent shall become void, but the sum awarded 
shall not in that case be recoverable as a debt or damages. 
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Amendment of Specification. 

35. (1) A request for leave to amend a specification must be signed by the 
applicant or patentee or the attorney or patent agent of the applicant or patentee 
(hereinafter called the applicant), and accompanied by a duly certified copy of the 
original specifications and drawings -showing in red ink the proposed amend- 
ment, and shall be advertised in three consecutive issues of the Gazette. 

(2) The request shall be made on Patents Form No. 15 and advertised in 
the Patents Form No. 16. 

(3) A notice of opposition to the amendment shall state the ground or 
grounds on which the person giving such notice (hereinafter called the opponent) 
intends to oppose the amendment, and must be signed by him or by his attorney 
or patent agent. Such notice shall state his address for service in the Union 
and shall be accompanied by an unstamped copy. 

(4) On receipt of such notice the copy thereof shall be transmitted by the 
Registrar to the applicant. 

(5) Within fourteen days after the expiration of three months from the first 
advertisement of the application for leave to amend the opponent may leave at 
the office affidavits in support of his opposition, and on so leaving shall deliver 
to the applicant copies thereof. 

(6) Within fourteen days from the delivery of such copies the applicant may 
leave at the office affidavits in answer, and on so leaving shall deliver to the op- 
ponent copies thereof, and within fourteen days from such delivery the opponent 
may leave at the office his affidavits in reply, and on so leaving shall deliver to 
the applicant copies of the same. Such last-mentioned affidavits shall be confined 
to matters strictly in reply. 

(7) No further evidence shall be left on either side except by leave of 
the Registrar upon the written consent of the parties duly notified to him, or by 
special leave of the Registrar on application in writing made to him for that 
purpose. 

(8) Either party making such application shall give notice thereof to the 
opposite party who shall be entitled to oppose the application. 

(9) On completion of the evidence or at such other time as he may see 
fit the Registrar shall appoint a time for the hearing of the case, and shall give 
the parties ten days' notice at the least of such appointment. If the applicant 
or opponent desires to be heard he must forthwith notify the Registrar to that 
effect. The Registrar may refuse to hear either party who has not sent such 
notification. If neither party applies to be heard the Registrar shall decide the 
case and notify his decision to the parties. 

(10) The decision of the Registrar after hearing any party who applies under 
this rule shall be notified by him to the parties. 

36. Where leave to amend is given the applicant shall if the Registrar so 
require, and within a time to be limited by him, leave at the Patent Office a 
new specification and drawings as amended to be prepared in accordance with 
Rules Nos. 6 and 17 to 23. 

37. Where a request for leave to amend is made by or in pursuance of an 
order of the Court an official or verified copy of the order shall be left with 
the request at the office. 

38. Every amendment of a specification shall be advertised by the Registrar in 
such manner as he may direct. 
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Compulsory Licences and Revocation of Patents. 

39. (1) A petition to the Registrar for an order under section fifty-nine 
of the Act shall be made on Patents Form No. 18, and shall show clearly the 
nature of the petitioner's interest and the ground or grounds upon which he 
claims to be entitled to relief, and shall state in detail the circumstances of the 
case, the terms upon which he asks that an order may be made, and the pur- 
port of such order, and the name and address of the patentee and any other 
person who is alleged in the petition to have made default. 

(2) The petition and an examined copy thereof shall be left at the office, 
and shall be accompanied by affidavits in proof of the allegations contained in the 
petition, together with any other documentary evidence in support, and the 
petitioner shall simultaneously with, or as soon as may be after, the leaving of 
such petition deliver to the patentee and any other person who is alleged in the 
petition to have made default, copies of the petition and of such affidavits and 
other documentary evidence in support. 

(3) The persons to whom such copies are delivered by the petitioner may 
give notice of opposition on Patents Form No. 19, and may, within fourteen days 
after being invited to do so by the Registrar, leave at the office their affidavits 
in answer, and if they do so shall deliver copies thereof to the petitioner; and 
the petitioner may within fourteen days from such last-mentioned delivery leave 
at the office his affidavits in reply, and if he does so shall deliver copies there- 
of to the patentee or any other person alleged in the petition to have made 
default, such last-mentioned affidavits being confined to matters strictly in reply. 

(4) No further evidence than as aforesaid may be left by either side at the 
office except by leave or on requisition of the Registrar, and upon such terms, if 
any, as the Registrar may think fit. 

(5) The Registrar shall consider the petition and the evidence with a view 
to satisfying himself whether a prima facie case has been made out for pro- 
ceeding further with the petition, and if he is not so satisfied he shall dismiss the 
petition. 

(6) If he is so satisfied, he shall consider whether there is any probability 
of an arrangement being come to between the parties, and if it appears, to him 
that there is any reasonable probability that such an arrangement can be come 
to, he may take such steps as he considers desirable to bring it about, and in 
the meanwhile may defer the reference of the petition to the Court. 

(7) If the Registrar is not of opinion that there is a reasonable probability of 
any arrangement being come to between the parties, and is satisfied that a 
prima facie case has been made out by the petitioner, he shall refer the petition 
to the Court, with copies of any affidavits, or other documentary evidence which 
may have been furnished under this rule, and with certified copies of all entries 
in the Register of Patents relating to the patent in question and any other 
information in the possession of the Registrar which it appears to him may be 
of service to the Court in ascertaining what persons should be made parties to 
the proceedings before the Court, and the Registrar shall give written notice to 
the parties that the petition has been referred to the Court. 

40. A notice of an offer by a patentee to surrender his patent under section 
fifty-eight of the Act shall be given on Patents Form No. 20, and shall be 
advertised in the Gazette and in such other manner, if any, as the Registrar 
deems desirable. 
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Register oe Patents. 

41. Upon the sealing of a patent the Registrar shall cause to be entered in 
the Register of Patents the name and address of the patentee as the grantee there- 
of, the title of the invention, the date of the patent, and the date of the grant 
thereof, together with the address for service. 

42. If a patentee send to the Registrar on Patents Form No. 21 notice of 
an alteration in his name or address or address for service, the Registrar shall 
cause the register to be altered accordingly, and may require the altered address 
to be in the Union. 

43. Where a person becomes entitled by assignment, transmission, or other 
operation of law to a patent, or to any interest therein, as licensee or otherwise, 
a request for the entry in the register of his name as proprietor of the patent,, 
or of a notice of such interest, as the case may be, shall be addressed to the 
Registrar, and lef^ at the office. 

44. Such request shall be on Patents Form No. 23 or Patents Form No. 
24, as the case may be, and shall in the case of individuals be made and signed 
by the person requiring to be registered as proprietor, or by his agent, and in 
the cas^ of a body corporate by its duly authorized officer, attorney, or patent 
agent. 

45. Every such request shall state the name, address, and calling of the person 
claiming to be entitled to the patent or to any interest therein, as the case may 
be, and the particulars of the assignment, transmission, or other operation of 
law, by virtue of which he claims to have entered in the register his name as 
proprietor or a notice of such interest, so as to show the manner in which, and 
the person or persons to whom, the patent, or such interest therein as aforesaid, 
has been assigned or transmitted. 

46. Every assignment, and every other document containing, giving effect to 
or being evidence of, the transmission of a patent or affecting the proprietorship 
thereof as claimed by such request, except such documents as are matters of, 
record, shall, unless the Registrar in his discretion otherwise directs, be produced 
to him together with the request, and he may call for such other proof of title 
as he may require for his satisfaction. 

As to a .document which is a matter of record, an official or cerified copy 
thereof shall in like manner be produced to the Registrar. 

47. There shall also be left with the request an attested copy of the assign- 
ment or other document or copy above required to be produced. 

48. The notice of interest in the patent of any person other than the proprietor 
entered in the register in pursuance of the request shall be such as may apepar 
applicable to the circumstances of the particular case. 

49. Where it is desired to enter in the register a notification of any document 
purporting to affect the proprietorship of a patent, an attested copy of such 
document shall be left at the office with a request on Patents Form No. 25 that 
a notification thereof may be entered in the register. The accuracy of such 
copy shall be certified as the Register may direct, and the original document shall 
at the same time be produced and left at the office if required for further veri- 
fication. 

50. Upon the issue of a certificate of payment under Rule 32, the Regis- 
trar shall cause to be entered in the register a record of the date of payment 
of the fee on such certificate. 

51. If a patentee fails to make any prescribed payment within the prescribed 
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time, or any enlargement thereof duly granted, there shall be duly entered in 
the register a notification of such failure. 

52. The register of patents shall be open to the inspection of the public on 
every day on which the office is open to the public during the time it is so open 
except at such times when the register is required for any purpose of official 
use. 

Correction of Clerical Errors. 

53. A request for the correction of a clerical error in or in connection with 
an application for a patent, or in any patent or specification, or in any matter 
which is entered upon the register of patents, shall be made on Patents Form 
No. 26. 

Certificates. 

54. A request for a certificate of the Registrar as to any entry, matter, or 
thing which he is authorized by the Act or any of these rules to make or do, 
shall be made on Patents Form No. 27. 

Certified copies of any entry in the register, or certified copies of, or extracts 
from, patents, specifications, disclaimers, affidavits, and other public documents in 
the office, or of or from registers and other books kept there, may be furnished 
by the Registrar on payment of the prescribed fee. 

Secret Patents. 

55. When it has been decided by the Minister of Defence that it is advisable 
to take out a secret patent for any invention assigned under section sixty-eight 
of the Act, and an application for such patent has been made on Patents Form 
No. Ic, accompanied by a notice in writing of the Minister of Defence, under 
section sixty-eight (3) of the Act, the Registrar shall not communicate the ap- 
plication or any documents relating thereto to any member of his staflF other 
than a deputy or special examiner or examiners, who shall make the reports 
required by the Act to be made in the case of other applications for patents. 

Unless and until such invention is reassigned to the inventor by the Minister 
of Defence — 

(1) no copy of any specification or any other document or drawing re- 
lating thereto shall in any manner whatever be published or open 
to the inspection of the public; 

(2) the application for the patent, and the acceptance of any specification 
relating to the invention shall not be advertised, nor shall the grant 
of the patent for such invention be open to opposition under section 
twenty-seven of the Act; but the Registrar shall cause a patent to 
be sealed in respect of every such invention as soon as may be after 
the acceptance of the complete specification relating thereto; 

(3) every such secret patent shall be registered in a confidential register 
at the office, and no details or particulars relating thereto shall at 
any time be published as required by the Act for ordinary patents. 
Nor shall any entry be made in the ordinary Register of Patents in 
respect of any such patent or any assignment thereof; 

(4) no fees shall be payable in respect of any secret patent, and every 
such patent, notwithstanding the non-payment of such fees, shall 
remain in force for the full period of fourteen years from its date. 

56. When an application has been made otherwise than as provided by the 
last preceding rule for a patent for an invention, and such application is still 
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pending, and a certificate under section sixty-eight (3) of the Act is furnished to 
the Registrar by the Minister of Defence, the provisions of such rule shall, so 
far as is practicable, having regard to the date of such certificate, apply to 
such application and to all documents relating thereto. 

57. In the event of any secret patent being reassigned to the inventor by 
the Minister of Defence, it shall be removed from the confidential register of 
secret patents; all fees that would have been thereafter payable if the same 
had not been a secret patent shall be paid in respect thereof, and the patent 
shall remain in force only for the same term, and subject to the same conditions 
as to payment of fees and otherwise as if it had not been a secret patent. 

Lost Patent. 

58. An application for a duplicate of a patent which has been lost or destroyed 
shall be made on Patents Form No. 28, and in accordance with the directions 
thereon. 

Industrial or International Exhibitions. 

59. Any person desirous of exhibiting an invention at an industrial or inter- 
national exhibition, or of publishing any description of the invention during the 
period of the holding of the exhibition, or of using the inventon for the purpose 
of the exhibition in the place where the exhibition is held, may, after the Minister 
has issued a certificate that the exhibition is an industrial or international one, 
give to the Registrar notice on Patents Form No. 29 of his intention to exhibit, 
publish, or use the invention, as the case may be. For the purpose of identifying 
the invention in the event of an application for a patent being subsequently made 
the inventor shall furnish to the Registrar a brief description of his invention, 
accompanied, if necessary, by drawings and such other information as the Registrar 
may in each case require. 

Exercise of Discretionary Powers by the Registrar. 

60. Before exercising any discretionary power given to the Registrar by the 
Act or these rules adversely to the applicant for a patent or for amendment of 
a specification, the Registrar shall give ten days' notice, or such longer notice as 
he may think fit, to the applicant of the time when he may be heard personally 
or by his agent before the Registrar. 

61. Within five days from the date on which such notice would be delivered 
in the ordinary course of post, or such longer time as the Registrar may appoint 
in such notice, the applicant shall notify in writing to the Registrar whether or 
not he intends to be heard upon the matter. 

62. Whether the applicant desires to be heard or not, the Registrar may at 
any ti^ie require him to submit a statement in writing within a time to be 
notified by the Registrar, or to attend before him and make oral explanations 
with respect to such matters as the Registrar may require. 

63. The decision or determination of the Registrar in the exercise of any 
such discretionary power as aforesaid shall be notified by him to the applicant, 
and to any other person who appears to him to be affected thereby. 

Amendments. 

64. Any document for the amending of which no special provision is made by 
the Act may be amended, and any irregularity in procedure, which in the opinion 
of the Registrar may be obviated without detriment to the interests of any 
person, may be corrected, if and on such terms as the Registrar may think 
fit 
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Enlargement of Time. 
» 

65. The times prescribed by these rules for doing any act, or taking any pro- 
ceeding thereunder, may, unless otherwise expressly provided, be enlarged by the 
Registrar if he thinks fit, and upon such notice to other parties, and proceedings 
thereon, and upon such terms, as he may direct. 

66. Whenever the last day fixed by the Act, or by these rules, for doing 
any thing shall fall on a day when the office is not open, which day shall be 
an excluded day for the purposes of the Act and these rules, it shall be lawful 
to do any such thing on the day next following such excluded day, or days if 
two or more of them occur consecutively. 

67. The office shall not be open to the public on the following days : — 

(a) all days observed as public holidays; 

(b) days which may fromi time to time be notified by a placard posted 
in a conspicuous place at the office ; and 

(c) days observed as days of public fast or thanksgiving. 

68. Where, under these rules, any person is required to do any act or thing, 
or to sign any document, or to make any declaration or affidavit on behalf of 
himself or of any body corporate, or any document or evidence is required to 
be produced to or left with the Registrar, or at the office, and it is shown to 
the satisfaction of the Registrar that from any reasonable cause such person is 
unable to do such act or thing, or to sign such document, or to make such declara- 
tion or affidavit, or that such document or evidence cannot be produced or left 
as aforesaid, it shall be la\yful for the Registrar, and upon the production of 
such other evidence, and subject to such terms as he may think fit, to dispense 
with any such act or thing, document, declaration, or evidence. 

Application to and Orders of Court. 

69. Four clear days' notice of every application to the Court for rectification 
of the register of patents shall be given to the Registrar. 

Where any order has been made by the Court under the Act revoking a 
patent or extending the term of a patent, or allowing a patentee to amend his 
specification or affecting the validity or proprietorship of a patent, the person in 
whose favour such order has been made shall forthwith leave at the office an office 
copy of such order together with Patefits Form No. 30. The specification shall 
thereupon be amended or the register rectified or the purport of such order shall 
otherwise be duly entered in the register as the case may be. 

Register of Patent Agents. 

70. A register shall be kept by the Registrar for the registration of patent 
agents in pursuance of the Act. 

71. The register shall contain the names of all patent agents who are registered 
under the Act and these rules, and shall be made out alphabetically according to 
the surnames of the registered persons, and shall also contain the full name of 
each registered person with his address and the date of registration. 

72. (1) Any person entitled to be registered as a patent agent under the 
provisions of section sixty-nine (3) of the Act may lodge at the office an affidavit 
in accordance with Patents Form No. 31, and such further or other proof of the 
allegations contained in such affidavit as the Registrar may require. 

(2) Upon receipt of such affidavit or of such further or other proof to his 
satisfaction, and upon payment of the prescribed fee of £5, the Registrar shall 
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register such person as a patent agent, and shall issue to him a certificate in 
accordance with Patents Form No. 32. 

73. (1) Subject to the provisions of the preceding rule no person shall be 
entitled to be registered as a patent agent unless he has passed the final examina- 
tion prescribed by this rule. 

Upon receipt of proof to his satisfaction that a person has passed the 
prescribed final examination, the Registrar shall, upon payment of the prescribed 
fee, register such person as a patent agent, and shall issue to him a certificate in 
accordance with Patents Form No. 33. 

(2) Any person .must, in order that he may be entitled to present himself 
for such final examination, be a person who has passed the matriculation exam- 
ination of one of the universities of the Union or such examination 
as may be, in the opinion of the Secretary of Education, equivalent 
to the aforesaid examination. 

(3) The final examination shall be on Patent, Designs, and Trade Marks 
Law and Practice, including — 

(a) Patent, Designs, and Trade Marks Law of the Union and Practice; 

(b) the preparation of specifications; 

(c) Patent, Design, and Trade Marks Case Law; 

(d) the Patent and Trade Marks Law of England and other countries; 

(e) any other subjects which the Secretary of Education may from time 
to time specify in the syllabus issued in respect of the final exam- 
ination. 

(4) Subject to the provisions of the preceding paragraph and to any regula- 
tions issued from time to time, the Secretary of Education shall have the 
management and control of the final examination aforesaid. The following 
matters, that is to say — 

(a) the subjects for and the mode of conducting the examination of 
candidates ; 

(b) the times and places of the examinations, and the notices to be given 
of the examinations ; 

(c) the certificates to be given to persons on their having passed the 
examinations ; 

(d) the appointment and removal of examiners, and the remuneration, by 
fees or otherwise, of the examiners so appointed; and 

(e) any other matter or thing as to which it may be necessary to make 
regulations for the purpose of carrying out this rule, 

shall be from time to time notified in the Gazette. 

7A. 0) The Registrar shall insert in the register any alteration which is 
notified to him in writing, or which comes to his knowledge, in the name or 
address of any registered patent agent, and shall remove from the register the 
name of any person who is dead or has permanently left the Union, and may 
correct any entry in the register which is proved to his satisfaction to have been 
incorrectly made. 

(2) For the purposes of this rule a person shall be deemed to have perman- 
ently left the Union if he is resident and engages in business in any place outside 
the Union. 

75. The Registrar may erase from the register the name of any registered 
patent agent who has ceased to practise as a patent agent, but not (save as 
hereinafter provided) without the consent of that person. For the purposes of 
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this rule the Registrar may send by post to a registered patent agent to his- 
registered address a notice inquiring whether or not he has ceased to practise 
or has changed his residence, and if the Registrar does not within three months, 
after sending the notice receive an answer thereto from the said person he may 
within fourteen days after the expiration of the three months sent him by post 
to his registered address another notice referring to the first notice, and stating 
that no answer has been received by the Registrar, and if the Registrar either 
before the second notice is sent receives the first notice back from the dead letter 
office or receives the second notice back from that office, or does not within three 
months after sending the second notice receive any answer thereto from the said 
patent agent that patent agent shall for the purposes of this rule be deemed 
to have ceased to practise and his name may be erased accordingly. 

76. If any registered patent agent shall be convicted in His Majesty Domin- 
ions or elsewhere of a criminal offence or after due inquiry is proved to the sat- 
isfaction of the Registrar, subject to appeal to the Minister, to have been guilty 
of disgraceful professional conduct the Registrar may erase from the register 
the name of such patent agent : Provided that no person shall be adjudged by the 
Registrar to have been guilty of disgraceful professional conduct unless such 
person has received notice of and had an opportunity of defending himself from 
any charge brought against him. 

* Appeal to the Law Officer. 

n. (1) When any person intends to appeal to the law officer from a refusal,, 
direction, or decision of the Registrar in any case in which such appeal is given 
by the Act, he shall, within one month from the date of the refusal, direction, or 
decision appealed against, or within such further time as the law officer may allow, 
file in the office a notice of such his intention. 

(2) Such notice shall be on Patents Form No. 4, and shall be accompanied 
by a statement (in duplicate) of the applicant's case. 

(3) Upon notice and statement aforesaid being filed, the Registrar shall 
forthwith transmit to the Secretary for Justice all the papers relating to the 
matter of the application in respect of which such appeal is made. 

(4) Except with the special leave of the law officer permitting a shorter 
notice, seven clear days' notice, at least, of the time and place appointed for the 
hearing of the appeal shall be given by the law officer to the appellant, opponent 
(if any), and the Registrar. 

(5) The evidence used on appeal to the law officer shall be the same as that 
used at the hearing before the Registrar, and no further evidence shall be left 
or given except by special leave of the law officer. 



Note : For lack of space the Schedules and Forms are omitted. 



International Union. 

Official Journals. Contents for December. 
LA PROPRIfiTfi INDUSTRIELLE. 
OFFICIAL PART. International Union: Sweden. Adhesion to the Paris 
Convention for the Protection of Industrial Property as revised by the Con- 
ference of Washington. 

Domestic Legislation: A. Measures taken by reason o^ the present 
STATE 0^ war. Austria. Notice concerning the exceptional provisions taken in 



Digitized by VjOOQ IC 



INTERNATIONAL UNION— BOOKS RECEIVED 159 

favor of Norwegian subjects as concerns the terms of priority established by the 
Union for the Protection of Industrial Property (No. 374, of Oct. 24, 1916). 
Hungary. Publication concerning the prolongation of the terms of priority 
established in Art. 4 of the International Convention of Paris for the Protection 
of Industrial Property. No. 79,940, K. M. IV, of Nov. 10, 1916). Itai.y. Minis- 
terial decree extending in favor of Canadian and New Zealand subjects the term 
fof the payment of taxes in industrial property matters (Aug. 26, 1916). Nor- 
way. I. Royal decree extending the prolongation of the Union priority term 
to patent applications of United States citizens (Nov. 2, 1916). II. Royal 
decree extending temporarily the term of priority established for patent applica- 
tions by Art. 4 of the International Convention (Nov. 24, 1916). III. Royal 
decree prolonging the supplementary term established for the payment of patent 
taxes, provided by Art. 6 of the patent law of June 16, 1885, and Art. 4 of that 
of July 2, 1910 (Nov. 24, 1916). B. Ordinary Legislation. Ceyw)n. I. Regu- 
lation for ordinance No. 7 of 1914 concerning the registration of designs (No. 9, 
of June 1, 1906). II. Ordinance amending that of Aug. 17, 1904, No. 7, con- 
cerning the registration of designs (No. 23, of Oct. 15, 1914). 

UNOFFICIAL PART. General Observations : Proposed French trade mark 
law. Critical study (continuation and end). 

Jurisprudence: United States. Patents; extension of the term of Union 
priority; reciprocity. Switzeri^and. Patents, action for nullification; definition 
of the interest justified in bringing action; demonstration of the invention be- 
fore a person held to secrecy; absence of publicity. 

Miscellaneous News: Germany. Notice of the President of the Patent 
Office. Hungary. Proposed amendment of trade mark law. 

Statistics: Switzerland. Industrial property, 1914, 1915. 

Bibliography: Periodicals. 



LE DROIT D'AUTEUR. 

OFFICIAL PART. Domestic Legislation: Peri;. Resolution of the De- 
partment of Justice concerning the execution of the law of 1849 concerning literary 
property (Feb. 5, 1915). 

UNOFFICIAL PART. General Observations: vStatistics concerning in- 
TEiXECTUAL property, 1915 (Introduction, Germany, Austria, Belgium, Denmark, 
United States, France, Great Britain, Hungary, Italy, Luxemburg, Paraguay, 
The Netherlands, Switzerland). 

Jurisprudence: Austria. Action in violation of copyright by a French house 
(sale of pirated operas); complaint and request for indemnity combined; penal 
procedure not interrupted by the war; eventual suspension of the payment of 
indemnity. 

Bibliography: New works and articles. 



Books Received 

THE LAW OF TRADE MARKS, TRADE NAMES AND UNFAIR COMPE- 
TITION, Including Trade Secrets; Goodwill; The Federal Trade Mark Acts 
of 1870, 1881 and 1905; The Trade Mark Registration Acts of the States and 
Territories; and the Canadian Trade Mark and Design Act; with Forms. 
By James Love Hopkins. Third Edition, xcv+1054 pp., law 8vo, buckram. 
Cincinnati : The W. H. Anderson Company, 1917. Price $10.00, express paid. 
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"Hopkins on Trade Marks," which has become a standard work on its 
subject, is again before us, this time in its third edition, enlarged and improved 
"by its author. To the busy practitioner, the attorney to whom the saving of time 
is necessary, this work is essential. It makes no pretense to being a digest, 
limiting itself to the domain of a text book wherein is thoroughly and exhaustively 
covered the law and practice of unfair trade considered historically, comparatively, 
and doctrinally, and according to the latest decisions available. 

The author, a specialist in trade marks and correlated matters, including 
judicial procedure, shows his appreciation of his subject in the sympathetic and 
clear exposition and definition of the many places included within his work, a 
feature particularly of value to the young lawyer intent upon forming a com- 
prehensive mental picture, within its proper limitations, of the subject of trade 
marks. Besides being a necessity with the lawyer, this work should be on the 
shelves of every business house whose wares are the subject of competition, and 
of every advertising agency in the country — its clear and homely statement of 
principles, supported by cases, being a powerful deterrent to injudicious attempts 
to make capital of others' successes. 

The arrangement of the work, based upon the requirements of the reader, 
leaves but little to be desired — the chapters are as follows: Prefatory, Acquisi- 
tion of a Trade Mark; What Constitutes a Valid Trade Mark; Trade Mark 
Rights in Titles of Books, Periodicals and Plays; Loss of the Right to a Trade. 
Mark's Use; Goodwill; Trade Secrets; Right of Privacy; Infringement; Regis- 
tration; Courts; Parties and Procedure; Criminal Prosecution — Federal and 
State; Actions at Law; in Equity; Matters of Practice and Evidence; Costs; 
and Appendix (443 pp) with texts annotated of the various laws considered. 
The whole is properly indexed, with separate table of cases. 
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Austria. 

Industrial Property. Convention. Priority. Reciprocity with United States. 
"War Measures." Decree No. 426, of Dec. 23, 1916. 

(Translation,) 
Notice of the Minister ot Pubuc Works Concerning the Exceptionai, Pro- 
visions Taken in Favor of Citizens of the United States of America on 
THE Subject of the Priority Dei^ays Estabushed by the Internationai. 
Convention for the Protection of Industriai, Property. 
By virute of §2, paragraph 5, of the decree of December 1, 1915 (Reichsge- 
setzhlatt. No. 349), fixing, by reason of the state of war, exceptional provisions 
for the delays of priority provided for by the Convention of Paris for the 
Protection of Industrial Property, it is declared that in the United States of 
America there is granted to Austrian subjects, for patent applications and 
deposits in matters of designs, models and trade marks, a facility analagous to 
that provided for by § 2 of the above cited decree. 

(Signed) Trnka, m. p. 
(From 33 La Propriiti Industrielle, 2, of Jan. 31, 1917. 



• For translation of which see 14 P. & T. M. Rev., 164. 



Russia (German Occupation) • 

Industrial Property. Extension of German Laws. Who May Prosecute 
Violations. Decree (Amendatory) No. 155, of Oct. 4, 1916. 

{Translation.) 
Dkcree of the Governor-Generai, Which Modifies the Decree Concerning the 
Protection of the Rights of German Subjects in Matters of Industriai, 
Property Within the Territory of the Government Generai. of Warsaw. 

Art. 1. The second paragraph of §2 of Decree No. 70, of March 11, 1916.* 
concerning the protection of the rights of German subjects in matters of industrial 
property is modified as follows: 

"Proceedings shall be instituted only upon complaint of the party interested. 
The complaint may be withdrawn. Persons that have their seat or their domicile 
elsewhere than within the territory of the German Empire, of the Government 
General of Warsaw, or of Austria-Hungary or of territories occupied by Austria- 
Hungary** shall not be authorized to make complaint." 

Art. 2. The present decree shall become effective immediately. (From trans- 
lation in 33 La Propriiti Industrielle, 3, of Jan., 1917, taken from Blatter filr 
Patent-, Muster- und Zeichenwesen.) 



• For translation see 14 P. & T. M. Rev., 295. 

• • New matter. 



Hungary. 

Patents. Taxes. Further Extension of Term for Payment. "War Measures.'^ 
Decree No. 91,621, of Dec 20, 1916. 

(Translation.) 

Decree of the Royai, Hungarian Minister of Commerce Concerning the Pro- 

WNGATION OF THE TERM FOR THE PAYMENT OF THE AnNUAI, TaXES FiXED BY 
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§45 OF THE 37th Legisi<ative Articw oi? 1895 Concerning Patents ot In- 
vention. 

By virtue of the power conferred by § 16 of the 63d Legislative Article of 
1912 concerning exceptional measures to be taken in case of war, and in accord- 
ance with the decree of the Royal Hungarian Minister of Commerce, No. 
6981/1914, I decree as follows : 

Art. 1. The provision pi my Decree of June 19, 1916*, according to the 
terms of which the course of the terms for the payment of the annual patent 
taxes and additional taxes has been suspended until December 31, 1916, is modified 
in the sense that the duration of this suspension is prolonged until June 30, 
1917. 

As to the remainder, my decree above cited remains in force without any 
modification. 

Art. 2. The present decree shall become efiFective from the date of its pub- 
lication * *. 

Budapest, December 20, 1916. 

(Signed) Baron Jean Harkanyi, m. p. 
Royal Hungarian Minister of Commerce, 

(From 33 La Propriite Industrielle, 2, of Jan., 1917.) 



• For translation see 14 P. it T. M. Rev., 355. 

• • Published In the Budapeati Kozlong, Dec. 22, 1916. 



Argrentlne Republic. 

Trade Names. Necessity for Registration. Resolution of Dec. 19, 1916. 

(Translation.) 

Buenos Aires, December 19, 1916. 

Considering: That even if the designations of a house or establishment, in 
which an industry, business, or branch of agriculture is exercised, have been 
recognized as a property for all effects of the trade mark law, without necessity 
of the registration that is required for the validity of distinctive signs that 
really constitute a mark, it is advisable to create in the respective office a special 
register wherein the proprietors of those designations may record them. 

That the creation of said register will offer facilities to persons that are 
devoted to trade, industry, or to any branch of agriculture, in the knowledge of 
the designations already existing, they thus being prevented as much as possible 
and so far as registration has resulted, from the use of those that are the property 
of other persons that have employed them previously. 

Be It Resolved: 

1. Be there created in the Directorate of Patents and Trade Marks a Register 
of designations of houses or establishments of industry, trade, and agriculture; 

2. The said Directorate shall prepare in the shortest possible time a formulary 
of said Register, specifying the statements that in its opinion should be entered 
in the same; 

3. Applications for registration shall be made on sealed paper of ten i)esos 
and according to the formulary that the said Directorate shall make known in 
opportune time to those interested. 

4. Be it communicated and published in the Boletin Oficial. 

(Signed) PuEYRREDdN. 
(From 21 Monitor de Sociedades AnSnimas y Patentes de Invencidn, 229^ 
Dec, 1916. 
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Cuba. 

Trade Marks. Designs. Models. Applications. Publication. Opposition. 

Decree No. 225, of Feb. 14, 1917.* 

(Translation,) 

Decide No. 225. 

Whereas: By Decree, No. 1238, issued in this Presidency at the instance 
of the Secretary of Justice on September 9, 1915 1, there is granted a term of 
thirty days for formulating opposition to the issue of trade mark certificates 
which it is believed may prejudice the rights of the party interested of which 
it is a question. 

Whereas: The Bureau of the Secretary of Agriculture, Commerce, and Labor 
explains that this period or term of thirty days is found too short, this great 
urgency being likely to prejudice the worthy interests of some merchant or in- 
dustrial by placing him in a condition of nondefense in an administrative way, 
inasmuch as, the same having expired, it is impossible to make any opposition. 

Whereas: The said Bureau of the Secretary of Agriculture explains that it 
is expedient that all applications for the issue of trade mark certificates be 
published in a form that will be comprehensible in the B olefin Oficial of said 
Department, which is published during* the latter part of each month. 

Whereas: The Bureau of the Secretfary of Agriculture, Commerce, and Labor 
indicates the expediency of the Official* procedure being so disposed that those 
interested in the issue of trade mark certificates shall defray the cost of the 
insertion of the corresponding advertisements in the Gaceta Oficial de la Repiiblica. 

Whereas: The Presidency considers the suggestions expressed by the Bureau 
of the Secretary of Agriculture, Commerce, and Labor worthy of attention, deemT 
ing the introduction into the cited Decree of September 9, 1915, of the suggested 
modifications, of utility to the interests of merchants and industrials, as well as 
to the economies of the State. 

I RES0I.VE: 

To modify the Decree of this Presidency, No. 1238, dated the ninth of 
September, 1915, in this form : 

Whereas: According to the provision in paragraph 1 of Art. 68 of the 
Constitution of the Republic, it is incumbent on the Executive to decree the 
provisions, orders, and regulations necessary for the better execution of what 
is established in the laws; 

Whereas: By virtue of the provision in paragraph 4 of Art. 12 of the Royal 
Decree of August 21, 1884, which is the Organic Law concerning the owner- 
ship of trade marks, whoever in accordance with its provisions obtains the cor- 
responding certificate of ownership of trade marks, industrial designs or models, 
has the power to oppose the concession of certificates of those classes, when that 
which is applied for is like that of his ownership, or has with it, the likeness, 
similarity, or features sufficient to deceive the buyer; 

Whereas: The exercise of this right of opposition is not regulated in said 
Royal Decree of August 21, 1884, nor in any of our qualifying laws referring to 
administrative procedures; 

Whereas: This deficiency is easily corrected, by having applications for trade 



* For translation see 14 P. & T. M. Rev., 135, 197. 

t Amended by Decree No. 312, of Feb. 28, 1917, translation of which appears in this 
issue of the Review. 
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marks, industrial designs or models published, and fixing the terms within which 
oppositions against the same may be brought and prosecuted. 

At the instance of the Secretary of Justice, 

I Rjesoi^vE: 

1. After the publication of this Decree, whenever there be solicited in the 
Bureau of the Secretary of Agriculture, Commerce, and Labor, by means of the 
opportune formalities, the concession of a certificate of ownership of trade marks, 
industrial designs or models, there shall forthwith be prepared by the Bureau 
of Trade Marks and Patents an advertisement giving the name and surname of 
the applicant, the gist, in extract, of the application for trade mark, industrial 
design or model, and date of the application, for the purpose of proceeding to 
its publication for a period of ten days in the Gaceta Oficial de la Republica, in 
which it shall be stated that the conditions of the mark are to be published with 
greater fullness in the Boletin of the Bureau of the Secretary of Agriculture, 
Commerce, and Labor, and in consequence thereof the contents of said ad- 
vertisement shall be amplified in the form that may be deemed expedient by the 
Bureau of the Secretary of Agriculture, Commerce, and Labor in the Boletin 
Oficial of the same Department. 

2. That publication shall have a preferential character, and^ counting from 
the date of its insertion in the Boletin Oficial, there shall be granted a term 
of sixty days to the end that the oppositions that are established in paragraph 
4 of Art. 12 of the Royal Decree of August 21, 1884, may be made, or any 
other that may be in order; in any case the cost of the insertion of the ad- 
vertisement in the Gaceta Oficial shall be defrayed by him that makes the ap- 
plication for the issue of the trade mark certificate, for which purpose the 
official announcement shall be delivered to the party interested. 

3. An opposition being presented in due time and form, the Bureau of 
the Secretary, considering it as established, shall hear, if it deems it necessary, 
the opposer, and within a term that it shall prudentially indicate and as early as 
possible, it shall proceed with those investigations that it esteems pertinent, now 
from among those proposed by certain of the parties, again from those that in 
its judgment are expedient, and shall admit the documents that may be pre- 
sented to it. Said term and the extensions that the Bureau of the Secretary 
may have deemed proper to grant having expired, and the other legal steps 
of the case being carried through, the resolution that corresponds shall be 
dicated, which likewise shall be published in the Gaceta Oficial. 

4. In every proceeding there shall be produced proof of the fulfillment of 
what is established by Art. 1, by means of the minutes authorized by the Chief 
of the respective Bureau, in which shall be stated the number and date of the 
Gaceta and of the Boletin Oficial in which the advertisement of the application 
and the final resolution of the case were published. 

5. This Decree shall become effective from the date of its publication in the 
Gaceta Oficial*. 

Given at Habana, Palace of the President, February 14, 1917. 

(Signed) M. G. Menocai,, 
(Countersigned) C. de i^a Guardia, President. 

Secretary of Justice. 
(From 16 Gaceta Oficial 2454, Feb. 16, 1917.) 



• Published In Gaceta Oftciah Feb. 16, 1917. 
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Trade Marks. Publication. Opposition. Decree No. 312, of Feb. 28, 1917. 

(Translation.) 
Decree No. 312. 

Whereas: A number of respectable merchants have petitioned of the Govern- 
ment that the advertisement in the Gaceta Oficial of applications for the grant of 
trade mark certificates be published for less than the ten days established by De- 
cree No. 1238 of 1915, amended by No. 225,* dated the fourteenth instant, affirm- 
ing that as it has been ordered that the cost of the said publications be defrayed 
by those that formulate those applications, it results more onerously than it in 
reality deserves, inasmuch as the term commences to be counted from the pub- 
lication in the B olefin Oficial. 

Whereas: This Presidency deems it expedient and just to make the modi- 
fication applied for, reducing to three the number of days during which the said 
advertisement ought to be published. 

I RES0I.VE: 

To modify the Decree of this Presidency, No. 225, dated February 14 of the 
current year, in the sense that the publication in the Gaceta Oficial of the applica- 
tion for the trade mark certificate shall be made for three days, and not for 
ten, as has been done up to the present. 

This Decree shall become effective ten days after its publication in the Gaceta 
Oficial. 

Given at the Presidential Palace, Habana, February 28, 1917. 

(Signed) M. G. Menocai<. 
(Countersigned) C. de i*a Guardia. 

(From 16 Gaceta Oficial, March 5,. 1917.) 



* For translation see elsewhere in this issue of the Review. 



Bolivia. 



Patents. New Law. Decree of Nov. 17, 1916. Effective Jan. 1, 1917. 

(Translation.) 

Ismaei^ Montes, 
President of the Republic of Bolivia. 
Whereas, the National Congress has sanctioned the following law: 
The Nation ai. Congress Decrees: 

Chap. 1. 
Industrial Patents. 
Art. 1. Every industrial invention or discovery, patented according to law, 
is the exclusive property of its author, heirs or legal substitutes, during the term 
and under the conditions fixed by the present law. 

Art. 2. The following shall be considered an invention or discovery: 

(1) A new industrial product; 

(2) A new process, mechanical or manual apparatus, that serves for obtaining 
an industrial product or result; 

(3) The new application of known means for obtaining an industrial product 
or result; 
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(4) The improvement or perfecting of known apparatuses or processes. 
Art. 3. The following are impatentable : 

(1) An invention or discovery that through its execution or publication within 
or without the Republic has fallen into public domain; 

(2) The simple use or employment of recently discovered natural substances 
or forces; 

(3) A scientific principle or discovery that is purely speculative; 

(4) Plans or combinations of credit or of finance; 

(5) An invention or discoverey whose exploitation is contrary to law, public 
security, good behavior, or morality; 

(6) Chemical products and pharmaceutical or therapeutical compositions, with- 
out prejudice to the patentability of new processes for producing them, or their 
new industrial applications. 

Chap. 2. 
Manner of Securing Patents. 

AviX. 4. Whoever desires to obtain the grant of a patent of invention shall 
present, personally or through an attorney, an application to the Ministry of 
Industry, through the intermediary of the Office of Industrial Property, on sealed 
paper of the ninth class, or of the value of 10 Bolivianos, including the specifica- 
tion of the invention and the drawings, in duplicate, the certificate of pa3rment 
of the first annual tax, and the corresponding patent formulary. 

Art. 5. The application shall f:ontain an oath that the object of the invention 
is new, and indication shall be given as to whether this has already been 
patented, there being specified in such case the date of the first application and 
the country wherein it was effected. It shall indicate in addition the domicile 
of the applicant, or of his attorney within the Republic, for the purpose of 
receiving all notifications referring to the application proceedings and its 
emergencies. 

Art. 6. The specification of the discovery or improvement shall be written in 
the national idiom, and shall begin with the name of the inventor or of his 
heirs or assignees, profession, nationality, and principal domicile. Following, 
shall appear the name, the nature, and object of the invention. Then, the description 
made in a manner as complete, exact, and concise as may be possible, there 
being avoided every kind of digression, and adherence to its object being strictly 
maintained. At the end there shall be placed the claims, which shall define and 
express clearly and exactly the process, combination, or products that con- 
stitutes the invention, or the organ or piece that forms the essential part of the 
invention, there being indicated at the same time the relations that it has or may 
have with another or other organs or elements that are not the direct object of 
the patent. 

It shall not contain restrictions, conditions, nor reservations. 

All the papers shall be signed by the applicant or his representative, provided 
with a special power, which, if proceeding from abrpad, shall be legalized by 
the Bolivian Consul and be annexed to the application. 

Art. 7. The application having been thus presented, the Ministry of Industry 
shall make a purely administrative examination of the documents annexed for 
the purpose of assuring itself if they are complete and fulfill the requisites pre- 
scribed by this law, without declaring concerning the novelty or utility of the 
thing for which patent application is made. 
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Art. 8. If the Ministry of Industry shall find that the documents presented 
do not fulfill the requirements for the examination of which it is competent, 
or that the object for which patent application is made is included among the 
exceptions of Art. 3, the application shall be considered as not made and shall 
be returned to the applicant, with a decision in this sense. In case the applicsk- 
tion is found reconciled with the legal requirements, the publication of the ap- 
plication shall be ordered, with a summary of the specification, in the Boletin 
Departamental, for three successive times, ten days apart. 

Art. 9. The publication being verified and no opposition existing, the Ministry 
of Industry shall grant the corresponding privilege, under the conditions and 
within the limits of this law, issuing in consequence the corresponding patent. 

Art. 10. In the grant there shall be indicated the name, the nationality, 
profession, and domicile of the inventor; the title of the invention and its object, 
with reference to the specification and papers deposited; the term for which 
it is granted and the time within which it shall be put into practice. 

Art. 11. In order to avoid abuses that patentees might commit with their 
patent deeds, there shall be stated in the proceedings and in the patent that 
the Government does not guarantee the reality, merit, and novelty of the 
invention, nor the fidelity and correctness of the description, and that they are 
for the account and risk of the party interested. 

The grant involves the simple presumption of the fact of these qualities and 
of the legality of the rights of the inventor, so long as the contrary is not 
proven. 

Art. 12. When an application is returned by reason of the prescriptions of 
Arts. 4, 5, and 6 not having been observed, the applicant may file new correct 
papers within the term of one month, extensible for a prudential term in case 
of justified necessity on petition of the applicant or his attorney. The application, 
corrected within said term, shall hold its date of first deposit. 

Art. 13. The patentee that attempts to make variations in his invention or 
in his first application, before having obtained title, shall make his declaration 
in writing, including the modified specification and drawings in the form pre- 
scribed in Arts. 4, 5, and 6, by virtue of which the patent shall comprehend the 
modifications or corrections made. 

Art 14. Inventors that have secured patents or privileges in other countries 
may secure recognition of their rights in Bolivia by making application, under 
the formalities and conditions that this law requires, for the confirmation of 
their patent. In this case, the legal date of the patent shall be the one that 
corresponds to the foreign patent evidenced by an official certificate, legalized 
hy a Bolivian Consul. 

Art. 15. The priority of the right of ownership of the inventor who, having 
applied for a patent in a foreign country, makes like application in Bolivia 
within one year, shall not be annulled by facts that may occur during this 
time, such as another similar application, the publication of the invention, or its 
use. 

Art. 16. The priority in the application for a patent, in case of controversy, 
shall be proven by the certificate of the Section of Industrial Property, which 
shall note in a special Register the precise date and hour of presentation. 

Art. 17. When an application for patent refers to unpatentable inventions, as 
provided by Art. 3, save that of the first paragraph, it may not be rejected 
except after prior examination made by a commission ad hoc composed of two 
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experts, according to the nature of the invention, named by the Ministry of 
Industry, it being permitted to ^ applicants to make their explanations to them. 
Corresponding resolution shall be issued in accordance with the decision. 

Art 18. The legal date for priority shall be that of the filing of the ap- 
plication and accompanying documents, and from this date shall be calculated its 
legal ejects. In the case provided by Art 29, it shall be that of the provisional 
patent. 

Art 19. The priority of a patent application shall be regulated by the charge 
that the Section of Industrial Property of the Ministry of Industry shall establish 
at the foot of ,the application, save the case provided by Art 14. 

Art 20. If two or more applications for patent shall be filed at the same 
time for the same invention, the better right among the applicants, not being 
decided among them, shall be determinted by the District, Judge, in accordance 
with Arts. 21 and 22, there being excepted the case anticipated in Art 15. 

Chap. 3. 
Opposition, 

Art 21. If during the term of publication opposition shall be presented, al- 
leging priority of application or better right, or that the invention for which ap- 
plication is made is not new or that it is not a real improvement, the Ministry 
of Industry shall send the case to the notice of the District Judge so that he 
may decide the controversy under ordinary judicial proceedings. 

Art. 22, The contention being decided, the proceedings shall be returned 
to the Ministry of Industry in order that they may be filed, and the prosecution 
of the proceedings shall be ordered in accordance with whether the grant of 
the patent has been declared improper or the opposition has been rejected. 

Chap. 4. 
Patents of Invention and their Registration. 

Art. 23. The exclusive right of exploiting an invention shall be evidenced by 
titles granted by the Government under the name "Patentes de Invenci6n." 

Art. 24. A patent shall not comprise more than a single invention, neverdie- 
less, when several distinct inventions are found intimately related among them- 
selves in a single machine or process and mutually contribute to produce a single 
result, they may be the object of a single patent. 

Art. 25. When an invention belongs to two or more persons, the privilege 
shall be guaranteed by a single patent. 

Art. 26. The grantee of a patent may, during the period of life of his privi- 
lege, apply for additional patents for improvements or elaborations that he 
introduces into his original invention, which same shall expire along with the 
principal patent. This faculty is independent of the right granted by Art. 13. 

Art. 27. The exclusive privilege of an improvement or elaboration introduced 
into an invention whose patent has already expired may be patented and ex- 
ploited forthwith. 

Art. 28. If the improvement is effected during the term of the privilege, only 
the owner of the principal invention may obtain patent. In case another be the 
author of the improvement, it is allowable for him to present his application in 
order to affirm his right, but he cannot exploit the improved process or ap- 
paratus, insofar as it affects the rights of the original patentee, without his con- 
sent while his privilege endures; neither can this latter utilize the improvemen' 
except by agn'cement with its author. 
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Art. 29. To inventors that, prior to obtaining a patent, have been attempt- 
ing to make experiments in public of their inventions, or to exhibit them in 
an official exposition or one that has been officially recognized, there shall be 
granted, on application, titles that provisionally guarantee ownership to them. 

Art 30. Every inventor that, prior to perfecting a new apparatus or process, 
desires to assure his right of priority, for the purpose of patenting it in its time^ 
may obtain a precautionary patent for the term of one year, prolongable until 
two years. 

Art. 31. Precautionary patents shall be issued subject to the procedure fixed 
in Arts. 4, 5, and 6. " . 

The specifications and other documents shall be guarded in the archives in 
confidence, a condition that shall be observed from their presentation. 

Art. 32. A precautionary patent gives right to the gr^nt^e, when on the 
termination of the year, or of the two years — ^there being an extension— he formu- 
lates his application. 

Art. 33. Patents of invention already patented in other countries shall expire 
at the same time as the foreign patents, and their duration ^all not exceed 
fifteen years. 

Art. 34. Patents of invention shall be issued in the name of the Nation, signed 
by the President o| the Republic, countersigned by the Minister of Industry, and 
registered by the Chief Clerk of the department 

They shall contain the series, the registry number, the name of the grantee 
and his general particulars, the invention to which it refers, the term of the 
privilege, and the legal date from which it is computed, the day of its issue, and the 
seal of the State. 

Art. 35. Patents of invention shall be issued on sealed paper or on special 
forms of a value of one hundred Bolivianos issued by the National Treasury; 
patents of addition and precautionary patents on paper of twenty-five Bolivianos; 
patents for an extension for one year on like paper; and those for an extension 
for two years on paper of fifty Bolivianos. 

Art. 36. The patent with a copy of the specification and other documents 
annexed shall serve as sufficient title of proprietorship of the privileged inven- 
tion. 

Art. 37. In the Ministry of Industry, there shall be opened a book for the 
Registration of Patents of Invention, wherein shall be noted the number under 
which they are issued, according to the order of their registration. 

Art. 38. Patents previously grsLated shall belong to Series A, and those that 
shall be registered subsequent to the promulgation of this law, to Series B, which 
shall commence with the number one. 

Chap. 5. 
Effect of Patents. 

Art. 39. The patentee has the exclusive right to exploit the invention during 
the term that the law fixes, and to form establishments at any point in the 
Republic, if his privilege extends to all of it, or in any locality to which it is 
limited. 

Art. 40. It is facultative with the patentee to give permission to others to 
effect the exploitation and use of his invention, and he may assign his rights 
in whole or in part, by any of the methods of transfer established by ordinary 
legislation, either for a limited time or for the whole term of the patent. 
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: Att, 41. In order that the transfer be of legal effect, it must be effected by 
public deed, and be noted in the book of the Register of the Ministry of Industry, 
and on the patent referred to. 

Art. 42. If two years have passed following the date of the grant of the 
patent, and it has not yet been worked within the country, the Ministry of Industry 
may, on petition of those interested, grant licenses to effect said working. 

Art. 43. Any interested third party that solicits the permission shall appear 
before the Ministry of Industry, giving grounds and reasons. Copy of this 
petition shall be transmitted to the owner of the patent or to his attorney, who 
shall answer it within sixty days. In case of contradiction that requires proof, 
authorization to receive it shall be given to the Prefect of the department where 
it is to be produced, within a period of thirty days. 

On its decision there shall be dictated by the Ministry the unappealable resolu- 
tion which corresponds. 

Art. 44. The half of the net profits that the owner obtains from a license 
as result of the respective exploitation shall belong to the owner of the patent, 
and this latter shall have, for that reason, the rig^t to oversee the working, 
and to demand judicially on his part the delivery of that half. The provision 
in this article is without prejudice to the agreement or agreements that these 
same interested parties have the privilege of making. 

This payment shall be made semi-annually prior to July 31 and January 31 of 
each year. 

Art. 45. The failure of payment of the half of the profits or the malicious 
diminution thereof shall occasion the cancellation of the license, without prejudice 
to the criminal action that lies for larceny. 

Chap. 6. 
Industrial Patents. 

Art. 46. For each patent of invention there shall be paid the following fee: 
Twenty Bolivianos the first year ; thirty, the second ; and thus successively increas- 
ing ten Bolivianos each year. 

For patents additional to a principal patent there shall be paid likewise 
the progressive annual fee following: First annual tax, ten Bolivianos; second 
annual tax, fifteen Bolivianos ; and thus successively increasing five Bolivianos each 
year. 

Art. 47. The payments of the annuities shall be provided for as follows: The 
first on applying for patent; the second and following in the month of January 
of the respective year. 

Art. 48. On failure to pay an annuity within the term established by the pre- 
ceding article, the party interested may effect it within the five months following, 
with a fine equivalent to the fifth part of the required annuity. 

If this new term is likewise passed without pajonent being made, the patent 
shall become void without necessity of any notification. 

Art. 49. The patentee may pay at any time in advance the total of the 
patent annuities corresponding to the full term of the privilege with a rebate of 
twenty-five per cent of the balance that shall result. 

Art. 50. The fee shall be paid into the National Treasury, the correspond- 
ing certificate that evidences such being presented at the Office of Industrial 
Property. 
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Chap. 7. 
Working and Patent Term. 

Art. 51. Every patented invention shall be introduced or put in practice in 
the country within the term of two years, counted from the date of the con- 
cession, under risk of avoidance, save cases of extension. 

Art. 52. The nullification shall not take place when the grantee proves that 
it has been impossible for him to effect it, independently of his will. The 
demonstration shall be effected before the Ministry of Industry within thirty days 
from the expiry of the term, the declarations of competent witnesses made before 
a competent Judge, printed matter or notices of the grantee for the purpose 
of granting licenses or assignment of exploitation, etc., being valid for the 
purpose. 

Art. 53. For the effects of Art. 50, the introduction of the invention being 
verified, the grantee shall be obliged to bring it to the attention of the Ministry 
within the term that said article fixes for its proof. 

Art, 54. The proof of the working of an invention shall be produced before 
the Ministry by the exhibition: (1) of the sworn attestation of the inventor, 
assignee, or manager, before a District Judge, concerning the fact and con- 
ditions of the working of the patented invention; (2) of a certificate of the 
Prefect concerning the fact that there exists in the Department the factory or 
establishment in which the invention is worked. 

Art. 55. If the Ministry deems the proof sufficient, it shall declare the inven- 
tion proven and put into practice in the whole Republic or in a specified district, 
and shall grant the respective certificate of working on stamped paper or form 
of five Bolivianos, franked by the National Treasury, in addition to the re- 
quirements prescribed by Art. 35. 

Art. 56. The term for the introduction of A patented invention may be ex- 
tended for a single time, for one or two years, when, prior to the expiry of 
the term established by Art. 4, the corresponding application is presented, based 
upon valid reasons. 

Art. 57. This application should be accompanied by the respective form of 
certificate of extension, according to .the term of one or two years that is 
applied for. 

Art. 58. The allowance of the extension being made, the respective certifi- 
cate shall be issued with reference to the number of the original patent, it being 
incumbent to' note on the margin of this latter the extension granted, and in the 
corresponding book of registration. 

Art. 59. The duration of 'the patent of any invention shall be fifteen years, 
counting from the date of order of concession. This term is not capable of 
being extended, and may be limited only by the inventor himself. 

Chap. 8. 
Expropriation of Patents. 

Art. 60. Any invention of general advantage, although it be not yet patented, 
may be expropriated by the Executive Power, for reasons of authorized public 
utility, on legal procedure and indemnification. 

Art. 61. If the invention consists of a new engine of war, such as arms, 
explosives, munitions, etc., which may serve for the national defense, its effective- 
ness being demonstrated, it may likewise be expropriated and utiliiced solely by 
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the National Government, the same as a military secret, and to this effect no 
publicity shall be made concerning the corresponding documents, nor shall the 
invention be permitted to enter into public domain. 

Art. 62. In this case the inventor is obliged to maintain the most aboslute 
reserve and he may make no use of the invention, nor make application for its 
recognition in other countries, under penalty of being proceeded against as a traitor 
to the country and condemned to reimbursement for the amount of the ex- 
propriation. 

Chap. 9. 

Expiry and Nullification of Patents. 

Art. 63. Patents shall expire in the following cases: 

(1) When the term for which it was granted has expired; 

(2) When it is not worked within the two years from its concession, or 
extension is not applied for, or impossibility proven, in accordance widi Art. 51; 

(3) When the term of the extension is allowed to pass without putting 
the invention into execution, save the case of Art. 51 ; 

(4) When the grantee suspends the actual working of the invention for 
more than one year, save the case of force majeure, or unforeseen or accidental 
cause, duly proven; 

(5) When the effectiveness of a i>atent issued in another country ceases for 
an invention that has likewise obtained a patent in Bolivia; 

(6) When express renunciation of the patent is made; 

(7) When an annuity, in accordance with the terms established by Art. 47, 
remains unpaid. 

Art. 64. The expiry shall be declared on petition of third parties, or ex 
offiicio, by the Ministry of Industry, on sight of the documents presented, and on 
the expiry of the corresponding terms. 

Art. 65. According to the case, a copy of the petition shall previously be sent 
to the patentee, or, if it happens ex officio, he shall be notified, with a decree 
of the prior steps, that the avoidancp of his patent is to be declared. 

Art. 66. Patents shall be void: 

(1) When they are granted in contravention of the provision of Art. 3; 

(2) When the grantee does not have prierity of the invention, save when 
the application has been made following the expiry of the term to which Art. 
15 refers (Sic) ; 

^3) When the inventor maliciously hides the true method, mode of using 
it, or some essential point that is applied for as new and constituting the nature, 
object or end of the invention, and in the exploitation he employs others dif- 
ferent, not detailed in the specification: 

(4) When the title given to the invention is contrary to its true object; 

(5) When an improvement, presented as such, does not have this relation 
to the principal invention, and results in being a separate invention or in- 
dustry. 

Art, 67. The nullification of a patent shall be ordered by the District Judge 
under ordinary procedure, at the instance of third parties or on complaint of 
the Public Ministry. 

Art. 68f.^If the nullification of the patent does not result, the gtantee may 
bring action in turn against the complainant for' indemnification 6i the daihages and 
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injuries that he has suffered, whidi shall be appraised in ordinary judicial pro- 
•cedure. 

Art 69. In case the patent has expired or become void, for any of the 
reasons fixed by this law, the invention shall pass into public domain. 

In either case, the original proceedings shall be published in all their details in 
the Revista de Industria, and shall remain filed in tjie Section of Industrial Prop- 
erty of the Ministry of Industry, open to any person interested. 

Art. 70. The proceedings that pertain to void patents, widi the respective 
decision of the competent Judge, shall be filed in the Ministry of Industry. 

Art. 71. In no case of expiration or nullification of patents, shall the patent 
fees and annuities paid into the National Treasury be refunded. 

Whenever the domicile of the inventors, grantees, or their attorneys is un- 
known, or these reside without the national territory, they shall be notified 
in cases of avoidance, or in other cases provided by this law, by means of edicts, 
in accordance with civil procedure. 

Chap. 10. 
Infringements and Violations. 

Art, 72. The patentee may prosecute before the courts as infringers those 
that manufacture or offer for sale, without his consent, the products or industrial 
results protected by his patent, or that employ in whole or part the processes 
and methods that constitute his invention, for industrial or commercial purposes. 

Art. 73. Those that incur the penalty for this offense of infringment shall be 
punished with a fine of from one hundred to two thousand Bolivianos, and with 
from six months to two years of imprisonment, or with either of these penalties 
alone, according to the opinion of the Judge. 

Those that, availing themselves of expired or void patents, prosecute or 
prevent the exploitation of inventions that are of public domain, shall be liable 
to like punishment. 

Art. 74. The procedure for such cases, as well as the competent Judge, shall 
be those established by ordinary penal legislation. 

Art. 75. If there occur any circumstance not foreseen by this law it shall be 
regulated by the Penal Code, it being observed •for cases of recurrence that it 
takes places only during the term of the patent. 

Art. 76. The patentee on the giving of bond and ample guarantee may obtain, 
through preliminary procedure, the sequestration of the machines, instruments, 
and products that have been installed, used or manufactured contrary to his 
rights. 

Art. 77. The offense being proven, the goods, sequestrated, shall be confiscated 
in favor of the patentee, who in addition shall be able to demand the payment 
of damages and injuries incurred, in proportion to the extent of the offense. This 
sanction shall be made effective without prejudice to the provision of Art 72. 

Art. 7%. If the offense or infraction be not proven, the complainant shall be 
sentenced to reimburse for the damages and injuries occasioned by the sequestra- 
tion, and to pay the fine with which the defendant would have been punished if 
the infringement had been proven. 

Art. 79. The Judge before whom a case for infringement is brought shall 
be competent to declare nullification, expiration, or any question relative to the 
ownership of the patent, if such are alleged as defense by the accused. 

Art. 80. The use of a patent granted subject to this law shall not be dis- 
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turbed for any reason except in fulfillment of a sentence that occasions a 
decree of execution. 

Chap. 11. 
Office of Industrial Property. 

Art. 81. There is created, dependent on the Ministry of Industry, a Section 
of Industrial Property, consisting of a Chief, a First Officer, and an Assistant, 
which shall be concerned with the procedure and issue of patents, and the forma- 
tion of the Archives. 

Art. 82. In the Ministry of Industry notifications shall be made by the Sec- 
tion of Industrial Property, and if the patentees fail to indicate domicile, thefee 
procedyres shall be carried out by edicts on the bulletin board of the Office. 

Art. 83. The grant of patents shall be officially communicated by the Ministry 
of Industry to the governmental chiefs of the Departments, published in the 
official gazette, and entered in the respective Year Book. 

Art. 84. Each number of the Revista de Industria shall contain a list of the 
patents granted and the corresponding drawings, beginning with those last 
published, and a sufficient number of copies shall be sent to the Prefectures. 

Art. 85. Every year there shall be published, in addition, a volume with an 
extract of the specifications and drawings of the inventions, and it shall be 
placed on sale at cost, price which shall be determined by the Ministry of Indus- 
try. 

There shall likewise be published the list of patents expired by reason of 
any of the causes mentioned in Art. 63. 

Art. 86. The grant being made, the original proceedings, consisting of the 
application, specifications and other accompanying documents, shall be archived 
in the Ministry of Industry. 

Chap. 12. 
General Provisions. 

Art. 87. The Judge competent to receive accusations for infringement shall 
be the one in whose district the offense has been consummated. 

Art. 88. The final resolutions issued by the Ministry of Industry in matters 
of industrial patents are of l^st instance. 

Art. 89. Patents applied for prior to this law, and which are yet pending, 
shall proceed in accordance with the supreme decrees of May 8, 1858, and 
Sept. 11, 1877, except when the parties interested shall avail themselves of the 
present law. 

Art. 90. This law shall become effective from January 1, 1917, prior provi- 
sions being annulled. 

Be it communicated to the Executive Power for Constitutional ends. 

Session Chamber of the National Congress, La Paz, November 16, 1916. 

(Signatures) 

Therefore, I promulgate it to the end that it be known and fulfilled as a 
law of the Republic. 

Palace of the Government, in the City of La Paz, December 2, 1916. 

(Signed) IsMAEi. Months. 

(Countersignatures) 
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United States. 

Patent Office. List of Officials, Feb., 1917. 

For the convenience of the readers of the Review we give the following 
list of officials of the United States Patent Office, taken from 235 Official Gazette, 
1058: 

Room. 

Thomas Ewing, Commissioner 271 

Robert F. Whitehead, First Assistant Commissioner 269 

Francis W. H. Clay, Assistant Commissioner 267 

Wm. F. Woolard, Chief Clerk 265 

Thomas G. Steward, \ 
Fairfax Bayard, 

Frank C. Skinner, \ Examiners-in-Chief 253 

James T. Newton, 

Samuel E. Fouts, 

E. S. Henry, 

William R. Ballard, i 275 

Charles H. Pierce, \ Law Examiners 273 

MELVIN H. C0ULST0N,l 

George P. Tucker, / 

Examiners. 

Div. 

Stauffkr, H. E., Interference Examiner 261 

Sewall, E. D., Classification Examiner 346 

Carnes, J. H., Examiner of Trade-Marks and Designs 163 

1. Loeffler, F. A., Tillage, Fences, and Arboriculture 314 

2. Baldwin, M., Tobacco, Presses, Ventilation, and Label-Pasting 128 

3. Rich, Wm. J., Metallurgy, Metal-Founding, and Electric Heaters 175 

4. Merritt, A. D., Hoisting and Handling Materials and Elevators 234 

5. MacNab, J. F., Harvesters, Music, and Bookbinding 167 

6. Lewers, a. M., Chemistry 318 

7. Underwood, L. D., Optics, Toys, Velocipedes, and Miscellaneous Motors 312 

8. HosTETTLER, T. A., Furniture, Kitchen and Table Articles, and Supports 131 

9. Tryon, F. M., Pumps, Hydraulic and Fluid- Current Motors 142 

10. Mitchell, T. H., Carriages and Wagons 235 

11. Armstrong, H. C, Leather- Working, Shoemaking, and Leather Products 154 

12. Sadler, L. A., Machine Elements, Journal-Boxes, Etc 324 

13. Nixon, G. A., Metal- Working 329 

14. GrindlE, C, S., Sheet-Metal and Wire Working 307 

15. Redrow, W. L., Plastics, Glass, Coating, and Paper-Making 308 

16. KiNNAN, W. A., Electricity, Telegrasphy, Telephony, and Signaling 109 

17. Rafter, G. S., Paper Manufactures, Printing, and Type-Bar Machines . . 303 

18. Porter, M. E., Steam-Engineering 327 

19. MooRE, M. J., Heating Apparatus 236 

20. Wright, H., Builders' Hardware, Locks and Latches, Safes, and Cutlery 179 

21. Giles, A. H., Textiles 182 

22. CoLWELL, J. H., Firearms, Ordnance, Marine and Aerial Navigation 249 

23. Groesbeck, W. D., Acoustics, Horology, Recorders, and Registers 379 
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24. Darby, J. J., Sewing-Machines, Apparel, and Apparel Apparatus 144 

25. LiGHTJooT, J. H., Mills, Threshing, and Butchering , 315 

26. Marine, R. E., Electricity— Generation, Motive Power 105 

27. Anderson, L. S., Washing, Brushing, and Abrading 375 

28. Benson, A. R., Internal-Combustion Engines ... 63 

29. Morris, B., Woodworking — ^Wooden Buildings, Fire- Escapes, Ladders . . 147 

30. SuixiVAN, M. R., Type- Writers, Fluid-Burners, and Illumination 152 

31. Ei,Y, G. S., Industrial Chemistry 172 

32. Bancroft, J. F., Refrigeration, Packaging and Dispensing Liquids 278 

33. Cowi.ES, W. A., Masonry, Cooking Vessels, Metallic Buildings 70 

34. Simpson, G. R., Railways and Railway Rolling-Stock 304 

35. Shaw, A. P., Buckles, Buttons, Clasps, and Card-Exhibiting 57 

36. Morton, G. L., Photography, Driers, and Instruments of Precision 264 

37. Ruckman, W. S., Electricity— General Application, Lighting 107 

38. Ide, G. R., Wells, Stoneworking, Earth-Boring, and Stationery 378 

39. Cowi.ES, A. W., Water Distribution 321 

40. G1.ASC0CK, E. S., Receptacles and Check-Controlled Apparatus 280 

41. Brown, J. I., Railway Draft Appliances, Resilient Tires and Wheels .. 125 

42. Disney, I. P., Electric Railways, Signaling, Electricity — Conductors . . 244 

43. Lane, C. H., Sanitary Engineering and Surgery 382 

Chiefs of Divisions. 

B W. W. Mortimer, Issue and Gazette 138 

C Ai^XANDER Scott, Draftsman 231 

D W. B. Magruder, Assignments 334 

E Finis D. Morris, Manuscript and Lithograph 335 

F Ai^xANDER MosHER, Publications 345 

G A. L. Pope, Mails and Files 246 

Heads of Rooms. 

Financial Clerk, F. D. Six)at 248 

Librarian, H. H. Brogan 355 

Application Room, A. C. Cosdon 239 

Docket Clerk, J. M. Fowi^ER 258 

Preliminary Search Room, B. F. Snyder, (Div. C) 263 

Models, R. C. Gii^i, 178 

Attorneys* and Record Room, A. D. Kinne, (Div. E) 369 

Property Clerk, R. D. Snider 102 



United States Practice. 

Patents. 

Commissioners Decision. 

Ex PARTE Brown. 
Decided January 29, 1917. 

1. Purpose ot Ci^aims— Pointing Out Severai, Inventions. . . 

The statute requires that a patent covering several inventions shall not 
only distinguish them all from the prior art, but also that the clwis shall 
point out and distinguish the several inventions from each, other. 
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2. Form of Ci,aims--Inteidep«ndent Claims Appboved. 

Claims 2 and 3, each of which comprises a reference to the precedii^ 
claim, with a statement of the structural features distinguishing it there- 
from, Held to meet the requirements of the law and in this case to clearly 
point out the invention. 
On petition. 

Car-koof. 

Mr. Walter M. Puller for the applicant. 

CirAY, Assistant Commissioner: 

The applicant for a patent petitions for directions to the Primary Examiner 
to withdraw his objection to the form of claim, the Examiner having ruled that 
^*the claims are deemed allowable in substance," but that in their present form 
they do not comply with the requirements of section 4888 of the statutes, which 
:specifies that the applicant — 

shall particularly point out and distinctly claim the part, improvement, or 
•combination which he claims as his invention. 

The claims in question are worded as follows: 

1. In a railway-car, the combination of a car-body, a car-roof including 
•carlines, sheet-metal roof-plates, and carline braces substantially rigidly connected 
together without capability of substantial bodily movement relatively to one 
another, and loose connections between said carline braces and car-body per- 
mitting movement of the roof relative to the car-body, substantially as described. 

2. A structure as specified in claim 1 in combination with carline cap-strips 
rigidly connected to said braces, substantially as described. 

3. A structure as specified in claim 2 in which the braces are slotted in 
<:ombination with bolts accommodated in said slots and securing the braces to 
the car-body, such slots and bolts permitting the movement specified between 
the roof and car-body, substantially as described. 

Assuming metal roofs for cars to be well known and that in use they have 
developed the necessity of some relative movement between them and the body 
of the car, the applicant first points out that others have sought to supply 
the necessary flexibility in the roof itself, not in its fastenings, and he there- 
upon proposes to provide the necessary flexibility in the mode of fastening of the 
roof to the body. To make his invention clear, he shows the parts of the 
body and roof which are directly concerned with the fastening. His invention is 
shown in Figures 5 and 8, wherein there appears a perspective of a certain 
l)racket fixed under the end of the carline, embodied in the attachments, of which 
is the essential invention. Around the top of the car-body wall there runs a 
Z-bar presenting a flat flange, upon which the roof rests by the flat part 24 of the 
carline-brace bracket. The specific attachment by which the roof is thus sup- 
ported so that it may move is a series of bolts passing through oblong slots 
in the brace-bracket. The dominant invention is the fastening of the rigid roof 
to the body loosely by way of the carline-braces. This connection is protected 
by fastening the downwardly-extending flange of the bracket to the end of a 
cover-strip extending over the roof. There is thus one dominant inventive idea 
and two subsidiary inyentive ideas. Each involves a combination of elements. 
The patent may cover all three combinations and should cover them separately. 

In his rejection of these claims the Examiner states his objection — 
that they are not drawn so that each claim is complete in itself. 
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citing ex parte Sexton, (1872, C. D., 66.) The case is remarkable because iir 
making this rejection the Examiner shows that he makes his ruling by force 
of precedent and against his convictions. The form of claim would meet with 
his approval except for the general Office practice, which has followed the 
ruling in ex parte Sexton since 1873. 

The whole pertinent part of section 4888 of the statute is this : The applicant 
is to file— 

a written description of the (invention) and of the manner * * * of con- 
structing * * * and using it, in such full, clear, concise and exact terms as 
to enable any person skilled in the art * * * to construct * * * and use 
(it) ; and in the case of a machine he shall explain the principle thereof, and 
the best mode in which he has contemplated applying that principle, so as to 
distinguish it from other inventions; and he shall particularly point out and 
distinctly claim, the part, improvement or combination which (is) * * * his 
invention. * * * 

This provision for a distinct claim appeared first in the law in 1836, simul- 
taneously with the provision for examining into novelty, it being, of course, a 
prerequisite to examination. It will be noted that the provision for distinguish- 
ing from other inventions refers more particularly to the specification and that 
there is a subsequent and separate provision for the pointing out and dis- 
tinctly claiming. The applicant's duty under this statute is to show by the 
specification that what he invented was not the car or the roof, but a device for 
fastening the roof on a car; but the distinction which he is to make in his 
claim is quite as much the distinction between his several inventions as the 
distinction of the improvements over what is old in the art. 

The case of ex parte Sexton (C. D., 1873, p. 66) was a petition for an ex- 
tension of Reissue Patent No. 2,476 of February 12, 1867. It was reissued 
five times, last in 1876. Extension for seven years from 1873 was allowed by 
the Commissioner on condition of filing a disclaimer to all except the second clause 
of the claim. On April 18, 1873, Sexton disclaimed — 

everything included in my said claim except the parts and combinations specified 
in the second clause thereof. 

(The second clause alone had been found valid on consideration of the 
petition to extend.) 

The applicant's disclosure was an outstanding self-feeding magazine coal- 
stove adapted to be set in a fireplace. The first clause of his claim stipulated a 
suspended fuel-magazine and combustion-chamber having a grate wider in 
diameter than the magazine, so that the coal in burning would spread out in a 
conical pile. The second claim was for the subject-matter of claim 1, with the 
characterization that there were projecting windows in the combustion-chamber. 
It appears from the Commissioner's opinion in the report of Sexton's later appeal 
(C. D., Feb. 8, 1876, p. 251) that he had filed his disclaimer under protest and 
sought another reissue in order to reinstate the subject-matter disclaimed. He 
attempted to follow the Commissioner's ruling of 1873 and put the claim in 
five clauses, each of which is presumed to be complete in itself. The extended 
patent, however, lived a part of its extended life with claim 2 in the original 
form, depending for its description upon claim 1, and the pertinent part of 
the decision oT 1873, as to the form of the claim, was an obiter dictum. It merely 
stated that the claim as it originally stood was awkward in form; but in the 
very following sentence the decision itself seems to meet the objection by 
saying : 
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It will of course have to be understood that the first claim itself, as an 
independent claim, is stricken from the patent, but as connected with . and em- 
bodied in the second, it remains. 

The decision did not hold that the second claim was incomplete. It only 
said that it would be in better form if it were worded independently of the 
£rst claim. This, however, it is the present applicant's contention, is not the 
■case. The applicant contends that the claim in the amended form suggested by 
the decision does not point out the essential thing intended to be covered by it — 
t. e.j the projecting windows — as well as in the original form, for it is neces- 
sary to compare it with other claims in order to find the monopoly intended 
to be covered. Its real meaning must be deduced by a process of elimination. 

It is interesting to notice the fifth claim of this finally-reissued ' patent of 
Sexton, No. 6,884, of January 25, 1876: 

5. In a stove, having a suspended magazine and a free space around and 
"beneath the lower part of such magazine to contain the coal and gases while 
in process of combustion, I claim a horizontally arranged series of openings 
through the wall of the stove, opposite the lower end of the magazine, and on 
•different sides of the stove, for the purposes described. 

This says, in effect: 

I claim the subject-matter of claim 1 with a horizontally arranged series of 
openings through the wall of the stove; 

so that the ruling in ex parte Sexton, 1873, was in one instance followed by 
virtually reinstating claim 1 as a preamble ' and adding to it a claim in a de- 
pendent clause, thus reverting to the form of claim condemned by the decision of 
1873. 

In the course of a full and clear statement of the philosophy of distinguish- 
ing claims the court in Scaife & Sons Co. v. Falls City Co. (209 Fed. Rep., 210) 
says: 

Proper construction and effect can be given to each claim only by differentiat- 
ing it from the other claims. Each claim should be capable of such differentiation, 
else it has no right to exist. * ♦ * Each claim should be directed at some 
function, step or advantage to give it individuality; it should have a characteriz- 
ing thought or point by which it can be identified; and if the court which is 
to construe the claim can find this dominant thought, its task will be simplified. 

The question is whether the much-desired self -differentiation in a set of 
claims can be secured best by following any set form of statement. On the 
•one hand, no claim can be so "complete" as to avoid all reference to anything 
•else to determine its meaning, and, on the other hand, no claim could be complete 
or clear if it refers to something else to express its essence. I think form is 
not as important as distinctness in pointing out the improvement. 

Prior to 1836 claims in patents were indifferently of all forms and many 
patents had no claim at all. Claims have always been written in various forms. 
The patent of Hug, No. 1,154,314, granted September 21, 1915, has as its first 
•claim simply the one word "polihydrocolchicin." This claim is proper notwith- 
standing it leaves the reader without any knowledge of the invention patented 
imless he has read the specification and is able to bear it in mind. There would, 
be no difficulty in pointing out the invention. On the other hand, it is just as 
easy to bring about obscurity by wording the claim very full as by wording 
it meagerly. (See claim 9 of Taliaferro, No. 902,620, of November 10, 1908.) 

Again, the Patent No. lfi6O,550, of April 29, iPiJ/ which was considered in 
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the case of Victor Talking Machine Company v. Thomas A. Bdison, Inc., (221 
O. G., 351,) contains a specification of 158 lines, and the essential inventions- 
thus described are "pointed out" in a series of claims which occupy 400 printed 
lines! The court makes some severe criticisms of the claims in this patent, ap- 
parently indignant at the ingenuity displayed in writing these claims so as to con- 
ceal the fact that several of them mean the same thing. The court said : 

Such claims violate the very purpose of any claims at all, which is to define 
the forbidden field. In such waste of abstract verbiage it is quite impossible 
to find any guide. It takes the scholastic ingenuity of St. Thomas with the 
patience of a Yogi to decipher their meaning as they stand. 

If these claims had been drawn in the form suggested by the present 
applicant, it would apparently have been impossible either to write such a 
number of claims or to make several claims appear to be different when, in. 
fact, they were not. 

The difficulties both in examining claims for novelty and in appraising them 
for purposes of litigation have greatly increased as inventions have become 
more numerous and more complicated. Our practice permitting one patent to 
cover several interrelated inventions and numerous subsidiary inventions under 
each dominant invention, it is becoming more and more important to emphasize 
the requirement of the statute for that distinction of claim which consists in 
distinguishing between claims. The courts have for a long time severely criticized 
both the superfluous claim and the obscure claim and on various grounds. In 
Brush Electric Co. v. The Electrical Accumulator Co. et. al. (56 O. G., 1334; 47 
Fed. Rep., 48) the court condemns prolix claims and says that making several 
claims to the same matter is "calculated to embarrass the inventor and mislead 
the. public." In Carlton v. Bokee (17 Wall, 463-471) the Supreme Court con- 
demns such indistinct claims and intimates that if they w^re intentionally made 
obscure they would invalidate the patent. It says: 

Where a specification by ambiguity and a needless multiplication of nebu- 
lous claims is calculated to receive and mislead the public, the patent is void. 

In Benjamin v. Dale (141 Fed. Rep., 981), Judge Holt complains of super- 
numerary claims, saying they "simply make burdensome the investigation of the 
claims." In In re Perlman (186 O. G., 560; 39 App. D. C, 447), the claims 
were rejected because they were supernumerary, as well as because they were 
functional. 

In Green Pelt Shoe Co. v. Dolgeville Pelt Shoe Co. (210 Fed. Rep., 164) ^ 
Judge Lacombe intimates that claims which even by construction are duplicates 
of others "must be struck out as superfluous." The same in Weber Electric Co. 
V. National Gas & Electric Co., (212 Fed. Rep., 950.) 

In Barker v. Spalckhaver (201 O. G., 268; 41 App. D. C, 576), it would 
appear that a form of claim failing to point out the essence of the invention had^ 
been responsible for the erroneous decision of an interference. 

It appears to me clear that the crying abuse of superfluous and obscurf claims 
is due to the failure on the part of both the Examiners and the attorneys to 
see to it that each claim has a definite point in view, is concise, and that the 
claims of a set are self -distinguishing and self -classifying. It is quite possible 
that the profession has made a fetish of form. Even the objections to a claim 
for incompleteness or for aggregation might be better stated as objections for 
indistinctness. Completeness of wording is very different from completeness in 
sense. 



Digitized by VjOOQ IC 



UNITED STATES PRACTICE 18S 

Something must always be assumed or deducted from the specification. Dur- 
ing all the forty odd years of the custom of writing each claim "complete within 
itself" it has been the almost universal dabit for the claim to refer to the 
specification for further light by the clause "substantially as described.** Why 
a reference to applicant's claim 1 is not sufficient to fix the relation of the 
cap-strip and brace to the roof and car-body in claim 2 I am unable to set. 
The claim is not addressed to anybody who has not read the specification nor ad- 
dressed to any but those skilled in the art. 

Attorneys in preparing a patent, Examiners in examining claims, and the 
court in construing claims always proceed on the principle of concentrating 
attention on one particular idea, which is the essence of the invention, and 
subordinating everything else. When a court analyzes and distinguishes a set 
of claims, I think it must always, either consciously or unconsciously, employ 
the method of analysis of which an example is found in Loggie v. Puget Sound 
Mills & Timber Co., (194 Fed. Rep., 158, p. 162.) If the court there found it 
convenient to say that claim 2 is the same as claim 1, "with the addition" of 
some other element which is the essence of claim 2, no reason appears to me 
why the patentee should not have been allowed to make exactly the same analysis- 
and statement in writing his claim. 

The form of claim proposed by the applicant is not such an innovation as 
might be supposed. It differs from the form of claim used by the Germans 
only in that it does not employ a preamble which fully sets forth all the es- 
sentials of the prior act. It does not greatly differ from the style of claim 
employed by the English. It is quite possible the proposed form of claim is 
in line with the now common requirement of the courts that a plaintiff specify 
precisely the ground of his charge for infringement, pointing out just which 
claim is infringed and which not. I can see no reason why the courts would 
not approve a form of claim which itself points out its distinctions from other 
claims. 

It has been suggested that the proposed form of claim would inevitably 
make a clear distinction between the several inventions covered in one patent; 
that such a claim would be self -analyzing and self-classifying, and therefore- 
make the examination of the claim easier, render it easier to detect aggregation; 
and greatly reduce the danger of the Examiner being misled into the suppositioc 
that he is dealing with a new combination merely because he finds a new element 
in the claim. I think it clear that at least it would reduce the number of claims 
and make division between independent inventions clear and easy. 

There are doubtless many cases where claims could not be successfully writ- 
ten in dependent clauses; but it seems to be perfectly logical to allow an ap- 
plicant who wishes to do so to write his claim in that form in a proper case, 
as this is. A too strict adherence to form may be responsible for the obscurity 
and superfluity of claims in many patents. There is nothing in the books to 
show how the courts may regard a claim in this form; but when the applicant 
claims that he can by this means make his claims self-analyzing and self-classify- 
ing it is worth while making the experiment. 

I conclude that the form of claim proposed by the applicant meets the re- 
quirements of the law and in this case clearly points out the invention. To this 
extent the doctrine in ex parte Sexton is disapproved. The petition is granted. 
The Examiner is instructed to withdraw his objection to the form of claims 2" 
and 3. (From 235 Official Gazette, 1355.^^ 
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Patents. 

Commissianer's Decision. 
Ex PARTE Tasker. 
Decided October 13, 1916. 
Abadonment — Unavoidabi<e DEI.AY— Mistake by the Patent Oi^fice. 

The failure of the Office to notify ah applicant whose claims were under re- 
jection of the allowance of claims for the same invention to a rival inventor, so that 
an interference might be had, before passing the rival case to issue, does not ex- 
cuse the applicant's failure to reply to the rejection within the year allowed by 
law or justify a holding that the applicant's delay in acting upon the case was un- 
avoidable. {Bx parte McKee, 1907, C. D., 255; 130 O. G., 980, affirmed.) 
On Petition. 

Brassiere-Bucki^e. 

Messrs. Banning & Banning and Mr. William P. Bond for the applicant. 
EwiNG, Commissioner: 

The applicant complains that after rejecting her claims upon a very simple 
invention the Office has granted a patent upon the same invention to a rival in- 
ventor, who filed ten months later. 

An examination of the record shows that this is true. The only thing that can 
be said by way of extenuation is that the Examiner before whom these cases came 
has to pass upon over two thousand applications every year ; that the two applica- 
tions in question were assigned for examination to different assistants, and that 
the last action upon the application here involved preceded the final action upon 
the application of the rival inventor by almost exactly one year. 

There can be no doubt that the Examiner was charged by the statute with 
the duty of notifying applicant of the presence of the rival application before 
passing it to issue; but instances of failure to perform this duty necessarily occur 
in the handling of nearly seventy thousand applications a year by a corps of 
nearly four hundred men, and any applicant who fails to exhaust his rights in 
demanding consideration by the Examiner or in prosecuting appeals from ad- 
verse final actions does so at the risk that some more insistent applicant may secure 
more favorable treatment. 

The fact that an officer of the Government has failed to perform a duty to 
a claimant imposed by statute cannot relieve the claimant of any duty imposed 
upon him by statute. 

The only question here presented is therefore whether the failure of the 
applicant to respond to the rejection of May 15, 1915, within one year thereof was 
unavoidable. 

The record presented would seem to indicate that it was deliberate, the ap- 
plicant being satisfied that the Examiner's rejection was sound and that no use- 
ful purpose could be served by a further prosecution of the application. 

In ex parte McKee (1907, C. D., 255; 130 O. G., 980) an exactly parallel situa- 
tion was presented. McKee's application was rejected February 5, 1906, and 
became abandoned one year thereafter. On August 25, 1906, an application for 
similar subject-matter was filed by one De Remer, which was allowed October 
30, 1906, and patented May 14, 1907. McKee's petition to revive was filed June 20, 
1907. The petition was three times considered and denied on the ground that the 
delay in prosecuting the application was not shown to have been unavoidable. 

The petition is denied. 
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Trade Marks. 

U. S. Circuit Court of Appeals-Second Circuit, 

FliED Gretsch Manufacturing Company v. Schoening and Mai^one, as Collec- 
tor, Etc. 
Trade-Marks — Registration Filed with the Treasury — Importation of Genuine 

Article by Others. 

Where S., being the exclusive agent in this country for a foreign manufacturer 
of violin-strings, sold under the trade-mark "Eternelle," registered that mark in 
this country as his own trade-mark for the domestic trade, with the consent of 
the manufacturer abroad, and filed the registration in the Treasury Department^ 
in accordance with section 27, of the act of 1905, Held that he could not th^eby 
prevent the entry at the custom-house of genuine "Eternelle" strings bought from 
the manufacturer abroad by a third party. 

Mr. Isaac B. Owens the complainant appellee. . 

Messrs. Kenyon & Kenyon for Schoening. 

Mr. H. Snowden Marshall for Malone. 

Before CoxE, Ward, and Rogers, Circuit Judges. 
Ward, Cir. J.: 

This is an appeal from an order of Judge Hough granting a preliminary 
injunction requiring the defendant Schoening to withdraw his notice of owner- 
ship of the trade-mark "Eternelle" filed with the Department of the Treasury 
under section 27 of the act of February 20, 1905, so far as it applies to violin- 
strings manufactured under that name by C. A. Mueller in Germany, and en- 
joining the defendant Malone, collector of the port of New York, from longer 
detaining the violin-strings manufactured by Mueller under the name "Eternelle," 
consigned to the complainant, and requiring him to deliver the same to the 
complainant. 

It appears that for many years past C. A. Mueller, 9f Unterwiesenthal, Saxony, 
Germany, has manufactured and sold violin-strings identified by the trade-mark 
"Eternelle." Defendant Schoening manufactures no strings but has the exclusive 
agency for the sale of Mueller's strings in the United States and on or about 
July 14, 1908, with Mueller's approval, registered the word "Eternelle" as a 
trade-mark belonging to him in the United States Patent Office, which registration 
he filed with the Department of the Treasury. 

July 7, 1915, the complainant purchased a package of Mueller's genuine 
"Eternelle" violin-strings in Germany, which are the strings consigned to him now 
in the possession of the defendant Malone and which he as collector of the 
port refuses to permit to be entered. 

It is said that there is no proof that the strings in question were made by- 
Mueller but under all the circumstances of the case we think it is sufficiently 
established. 

Section 27 of the act of 1905 is as follows: 

That no article of imported merchandise which shall copy or simulate the 
name of any domestic manufacture, or manufacturer or trader, or of any manu- 
facturer or trader located in any foreign country which, by treaty, convention, 
or law affords similar privileges to citizens of the United States, or which shall 
copy or simulate a trade mark registered in accordance with the provisions of 
this act, or shall bear a name or mark calculated to induce the public to believe 
that the article is manufactured in the United States, or that it is manufactured 
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in any foreign country or locality other than the country or locality in which it is 
in *fact manufactured, shall be admitted to entry at any custom-house of the 
United States; and, in order to aid the officers of the customs in enforcing this 
prohibition, any domestic manufacturer or trader, and any (oreign manufacturer 
or trader, who is entitled tmder the provision of a treaty, convention, declaration, 
or agreement between the United States and any foreign country to the ad- 
vantages aflForded by law to citizens of the United States in respect to trade-marks 
and commercial names, may require his name and residence, and the name of the 
locality in which his goods are manufactured, and a copy of the certificate of 
r^stration of his trade-mark, issued in accordance with the provisicms of this 
act, to be recorded in books which shall be kept for this purpose in the Department 
of the Treasury, under such regulations as the Secretary of the Treasury shall 
prescribe, and may furnish to the department facsimiles of his name, the name 
of the locality in which his goods are manufactured, or of his registered trade- 
mark; and thereupon the Secretary of the Treasury shall cause one or more 
copies of the same to be transmitted to each collector or other proper officer of 
<:ustom^ 

Before the passage of this act it was the law of this circuit that it was 
not an infringement of a trade-mark to sell the genuine goods identified by the 
mark so marked. Exactly that thing was held by Judge Wallace in Apollinaris 
Co. V. Shearer, {27 Fed. Rep., 18). The company had the sole agency for the 
sale of Saxlehemer's Hunyadi Janos water in the United States and registered 
the name as a trade-mark in the Patent Office. Shearer, the defendant, bought 
the genuine water in Europe, imported it to the United States and sold it under 
.that name. This was held not to be an infringement of the company's rights. So, 
in Russia Cement Co. v. Frauenhar, (133 Fed. Rep., 518). the defendant bought 
the complainant*s glue in barrels and then bottled it with a label describing it 
as the complainant's glue bottled by the defendant. This was held to be fair 
competition. The rationale of both decisions is that the defendant in each case 
was selling the genuine article identified by the trade-mark and the public was 
not misled, but was getting exactly what it paid for. These decisions, however, 
were made before the act in question was passed. Assuming that Congress could 
protect the owner of a registered trade-mark against the importation by third 
parties of the genuine article under that trade-mark, has it done so? We think 
not. The act prohibits the entry of imported merchandise which shall "cc^y 
or simulate" a trade mark registered under it. The obvious purpose is to protect 
the public and to prevent any one from importing goods identified by their 
registered trade-mark which are not genuine. In this case, however, the im- 
ported goods were the genuine article identified by the trade-mark. We assume 
that Schoening has a valid trade-mark, even if he does not manufacture the 
-strings, {Menendez v. Holt, 128 U. S., 514), applying to the whole of the United 
States, and still are of opinion that it is not infringed by one who buys in 
Germany the genuine article identified by the trade-mark, imports it into the 
United States and sells it so marked here. 

The decree is affirmed. (From 234 Official Gazette, 1582.) 
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Trade Marks. 

Court of Appeals of the District of Columbia. 

Nairn Linoi^eum Company, Appellant, vs. Ringwai^t Linoi,kum Works. 
Patent Appeal No. 1057. 

This is an appeal from a decision of the Patent Office dismissing appellant's 
<the opposer's) opposition to the registration by the appellee (the applicant) 
•of the following mark: 






In its application, as originally filed, appellant alleged use of the mark since 
the year 1912, in connection with the manufacture and sale of linoleum and oil- 
cloth. Thereupon the examiner ruled that linoleum, being the name of and hence 
descriptive of a well-known product, was not susceptible of registration. How- 
ever, it was suggested that the word "should be removed from the drawing or 
disclaimed." Applicant thereupon amended its petition by disclaiming the words 
"Ringwalt's" and "Linoleum," "apart from the mark shown in the drawing." 

Thereafter, the opposer filed its notice of opposition, alleging the following: 
A, that it had been engaged in the manufacture and sale of linoleum for a niun- 
ber of years and had built up a large business; B, that the word had been 
recognized for upwards of forty years as descriptive, and that opposer's product 
always had been advertised and described as linoleum; C, that applicant's product 
is not in fact linoleum but deceptively made to resemble it; D, and finally, that 
"by reason of the foregoing opposer believes that it will be damaged" by the 
proposed registration. To this opposition the applicant filed a motion to dismiss. 

The examiner of interferences attempted to distinguish this case from several 
cases decided in this court, on the ground that this applicant "is not seeking to 
register the word 'Linoleum* but has expressly alleged that it makes no claim 
to that word 'apart from the mark shown in the drawing* which accompanies its 
application, and which includes the word 'Ringwalt's' and a fanciful geometrical 
figure." The examiner was of opinion that the registration of this mark "would 
not result in any personal injury to the opposer if the disclaimer of the word 
'Linoleum' is to be regarded as effective." The examiner then considered the 
<luestion of alleged fraudulent use of .the word by the applicant and made a recom- 
mendation to the Commissioner that the applicant be required to furnish a verified 
showing as to the character of the goods upon which it used the mark, but never- 
theless dismissed the opposition. The Assistant Commissioner ruled that the op- 
poser had not alleged a trade mark use, and on the question of alleged fraudulent 
use of the mark by the applicant ruled that the word "Linoleum" had been too 
narrowly interpreted; in other words, that it properly applied to applicant's 
product. The examiner's decision, therefore, was affirmed. 

An application thereafter was made to amend the notice of opposition, but 
this, was denied. 

The Trade Mark Act of Feb. 20, 1905, (33 Stat., 724), prohibits the registration 
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of a mark consisting merely in the name of an individual, firm or corporation not 
written, printed, impressed or woven in some particular or distinctive manner or 
in association with the portrait of an individual, "or merely in words or devices 
which are descriptive of the goods with which they are used, or of the character 
or quality of such goods." The intent of Congress is plain, and it is our duty 
to give it force and effect. In Natural Food Co. vs. Williams, 30 App., D. C, 
348; we sustained an opposition to the registration of the words "Shredded Whole 
Wheat" as a trade mark for biscuits or crackers, although it was not claimed or 
shown that the opposer used the words as a trade mark. We said : "That he (the 
opposer) did not use the words as a trade mark, but merely in a descriptive 
sense, is of no moment. He, in common with all other manufacturers of shredded 
whole wheat, had the same right properly to designate their product as did the 
Natural Food Co.," the applicant. In Johnson vs. Brandeau, 32 App., D. C, 348, 
where an attempt had been made to incorporate as a feature of the trade mark the 
word "Asbestos," the opposition was sustained, although the opposer had used 
the words merely as a trade name. The court, speaking, through the Chief Jus- 
tice, said: "If registration be allowed, it becomes prima facie evidence of the ap- 
plicant's ownership of it as a valid trade mark * ♦ * in any action which he 
may institute against the opposer or others who may use the word as a general 
trade name for similar articles. ♦ *♦ * Having used the word as such a trade 
name, although not entitled to ownership of it as a trade mark, we think it is 
permissible for the opposer to make opposition to the registration by the applicant." 
The court further said: "When an applicant describes and illustrates his trade- 
mark, and applies for its registration as so described, the Commissioner must 
likewise consider it in its entirety. We are of opinion that, in this case, he 
should have denied registration as claimed, giving the applicant at the same time 
an opportunity to amend by disclaiming and omitting the word objected to." This 
rule was reaffirmed in Electro Steel Co: vs. Lindenherg Steel Co., 43 App., D. C.> 
270. Again, in Fishbeck Soap Co. vs. Kleeno Mfg. Co., 44 App., D. C, 6, where 
as here an attempt had been made to register prohibited matter by filing a so- 
called disclaimer in the Patent Office, we said : "The fact that the appellee has filed 
a disclaimer is of no consequence. * * * The disclaimer would slumber in the 
archives of the Patent Office while the mark would be used as registered. That is 
to say, the disclaimer would make no difference to the public. Such a subterfuge 
ought not to be permitted." 

The facts alleged by the opposer clearly bring this case within the rule laid 
down in the first three cases above cited, for opposer alleges that for a number 
of years it has been extensively engaged in the manufacture and sale of linoleum^ 
which it always has advertised and described as such; in other words, that it has 
used this mark as a trade name, as it has a right to do. This is a sufficient 
averment of interest, since under the statute no one may abridge that right. The 
tribunals of the Patent Office evidently failed to distinguish between the attempted 
registration of a technical trade mark and a descriptive name. In the former, the 
opposer must show actual trade mark use; in the latter, a showing of use as a 
trade name is sufficient. 

Irrespective, therefore, of the question of alleged fraudulent use of the mark 
by the applicant, we are clearly of opinion that the opposition should, have been 
sustained. The statute prohibits the registration of descriptive words, and yet the 
effect of the action of the Patent Office would be to give the applicant all the 
benefits of a registration, for the mark which would go out to the public would 
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contain the prohibited words and, as stated in Pishbeck Soap Co. vs. Kleeno 
Mfg. Co., 44 App., D. C, 6, the disclaimer would slumber in the archives of the 
Patent Office. Indeed, but for the protected words there really would be no mark 
at all, since there would remain the entirely meaningless black figure. It is per- 
fectly apparent that this meaningless black figure was employed as a vehicle by 
which there could be incorporated in the mark prohibited descriptive matter. 
Having in mind, therefore, the intent and purpose of the Trade Mark Act, we 
repeat what we said in Johnson vs. Brandeau, 32 App., D. C, 348, that the ap- 
plicant should have been required to omit the objectionable matter from its 
mark. 

The decision is reversed. 
Reversed. (Signed) Chas. H. Robb, 

Associate Justice. 
(Endorsed:) Patent Appeal Docket No. 1057. Nairn Linoleum Company, 
Appellant, vs. Ringwalt Linoleum Works. Opinion of the Court per Mr. Justice 
Robb. Court of Appeals, District of Columbia. Filed Feb. 5, 1917. 
A true copy. 
Test: 

(Seal) (Signed) Henry W. Hodges, 

Clerk of the Court of Appeals of the District of Columbia. 



IntematlonAl Union. 

Official Journals. Contents for January. 
LA PROPRiaTa INDUSTRIELLE. 

OFFICIAL PART. International Union: States of the Union, Jan. 1, 
1917. 

Domestic Legislation: Measures taken by iieason of the present state of 
WAR. Germany. 1. Notice concerning the extension of priority delays in Denmark 
(Dec. 22, 1916). II. Notice concerning the rights of Italian subjects in industrial 
property matters (No. 5654, of Jan. 9, 1917). — III. Notice concerning the extension 
of priority delays to the United States of Mexico (No. 5657, of Jan. 12, 1917). — 
Austria. Notice concerning the exceptional provisions taken in favor of citizens 
of the United States of America on the subject of the delays of priority provided 
by the International Convention (No. 426, of Dec. 2Z, 1916). — Hungary. Decree 
concerning the prolongation of the term for the payment of the annuities established 
by the patent law (No. 91,621, of Dec. 20, 1916) .—Norway. Circular to the 
patent agents of Christiana concerning the extension of the terms for the exam- 
ination of applications (Jan. 20, 1917). — Portugai,. Decree concerning the ad- 
ministration of industrial and commercial property of enemy subjects in the 
Portuguese Colonies during the war (No. 2504, of July 13, 1916) .—Russia (Ger- 
man Occupation). Decree amendatory of the decree concerning the protection 
of the rights of German subjects in industrial property matters within the terri- 
tory of the (k)vernment General of Warsaw (No. 15.'5, of Oct. 4, 1916). — Swtcden. 
Decree granting relief for the payment of certain patent taxes (No. 528, of Dec. 
8, 1916).— B. Domestic Legisi,ation. Morocco (French Zone). Decree rela- 
tive to the protection of industrial property (June 23, 1916). — Sweden. Royal De- 
cree modifying the provisions relative to the protetcion of certain patents, trade 
marks, and models (Oct. 27, 1916). 
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UNOFFICIAL PART. Correspondence: Letter from Austria. 

Jurisprudence: Austria. Trademarks; subjects of an enemy country; ac- 
tion brought in Austria; suspension; International Convention, Art. 6; consultation 
of the commercial interests involved; trade mark "Gervais" for cheese; necessary 
designation. — Cuba. Trade marks; appeal to the President of the Republic; 
formalities to be observed. 

Obituary: Sweden. Nils Rahm. 

Miscellaneous News: Hungary. Proposed reform of law concerning in- 
dustrial designs and models. 

Statistics: Great Britain. Industrial property, 1915 (first part). 



LE DROIT D'AUTEUR. 
International Union: States oi? the Union, Jan. 1, 1917.— Acts in ^rce 

BETWEEN THE UniON COUNTRIES. 

Domestic Legislation: Morocco (French Zone). Decree concerning the 
protection of literary and artistic productions (June 23, 1916). 

British Colonial Legislation: Gold Coast Cow)ny. (a) Proclamation con- 
cerning the putting into force of the English Law of 1911 concerning copyright 
(June 10, 1910). — (b) Ordinance No. 14 concerning the conversation and regis- 
tration of works printed in the Colony (June 9, 1897). — (c) Ordinance No. 9 con- 
cerning the adoption of complementary provisions for making the English law of 
1911 effective (Nov. 17, 1914).— Gold Coast (Northern Territories). Proclama- 
tion concerning the putting into execution of the English law of 1911 (Aug. 2, 
1912). — Fiji Islands, (a) Proclamation concerning the putting into execution 
of the English law of 1911 (May 27, 1912).— (fe) Ordinance No. 22 concerning 
copyright (Dec. 1, 1914). 

UNOFFICIAL PART. General Observations: The new Moroccan i^w 
concerning copyright examined as a typical i,aw. 

Jurisprudence: Spain. Unauthorized representation of dramatic works in a 
society; responsibility of the president; penal judgment. 

Miscellaneous News: Great Britain. Law of Aug. 10, 1916; explanation 
of the Society of English Authors; rights of neutrals; general considerations. 



Adjudicated Patents. 

Nos. 59,388 and 759,389. Moran. Improvements in pneiunatic caissons. 
Held (claims 1 and 6 of fornuer, and 2, 4, 7 and 9 of latter) valid and infringed, 
and (claim 6 of latter) not infringed. 228 F. R., 515. 

Nos. 828,761 and 828,861. Moran and Doty. Improvements in shafting for 
caissons. Held valid and infringed. 228 F. R., 515. 

No. 795,109. Dover. A gem-setting. Held not infringed. 228 F. R., 725. 

No. 819,322. Struble. Electric signaling system. Construed and held not in- 
fringed. 228 F. R., 709. 

No. 857,760. Rusby. Water-gas apparatus. Held void as an aggregation and 
not a true combination. 228 F. R., 684. 

No. 879,965. Hoxie. Staple farming and discharging mechanism. Held to in- 
volve invention, not aggregation. 228 F. R., 691. 

No. 993,723. Shook. Instantaneous water-heater. Held valid and infringed 
228 F. R., 674. 

No. 11,282 (Reissue— Original No. 445,235). Russell. Pulp-digester liningr.. 
Held not anticipated, valid and infringed. 228 F. R., 700. 
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No. 4S402i. (Design patent) Byers. Design for a pencil-clip. Construed and 
held not infringed. 228 F. R., 720. 

No. 617,615. Thatcher. Improvements in concrete-arches. Held limited by 
the prior art, the proceedings in the Patent Office, and the limitations in the patent 
arid the claims, and, as so limited, not infringed. 228 F. R., 905. 

No. 824,019. Jackson. Track-torpedo. Held (claims 2 and 3) void for lack 
of invention; held also infringed. 228 F. R., 909. 

No. 12,396 (Reissue— Original No. 790,879). Beckwith. Railway-torpedo. 
Held (claims 2, 8, and 9) not infringed. 228 F..R., 909. 

No. 13,542 (Reissue — Original No. 821,580). Baldwin. Acetylene-gas-generat- 
ing lamp. Held (claim 4) not anticipated, valid, and infringed. 228 F. R., 895. 

Nos. 828,761 and 828,861. Moran and Doty. Improvements in shafting for 
caissons. Held valid and infringed. 228 F. R., 515. 

No. 795,109. Dover. Gem setting. Held not infringed. 228 F. R., 725. . 

No. 819,332. Struble. Electric railway signaling system. Construed and held 
not infringed. 228 F. R, 709. 

No. 857,760. Rusby. Water-gas apparatus. Held void as an aggregation and 
not a true combination. 228 F. R., 684. 

No. 879,965. Hoxie. Staple forming and discharging mechanism. Held to 
involve invention, not aggregation. 228 F. R., 691. 

No. 993,723. Shook. Instantaneous water heater. Held void and infringed. 
228 F. R, 674. 

No. 11,282 (Original No. 445,235). Russell. Pulp digester lining. Held not 
anticipated, valid and infringed. 328 F. R, 700. 

No. 45,102. Byers. Design for a pencil-cJip. Construed and held not in- 
fringed. 

No. 617,615. Thatcher. Improvements in concrete arches. Held limited by 
the prior art, the proceedings in the Patent Office, iand the limitations in the 
claims, and, as so limited, not infringed. 228 F. R., 905. 

No. 824,019. Jackson. Track torpedo. Held (claims 2 and 3) void for lack 
of invention; held also not infringed. 228 F. R., 909. 

No. 12,396 (Original No. 790,879). Beckwith. Railway torpedo. Held (claims 
2, 8 and 9) not infringed. 228 F. R, 909. 

No. 13,542 (Reissue — Original No. 821,580). Baldwin. Acetylene gas generat- 
ing lamp. Held (claim 4) not anticipated, valid, and infringed. 228 F. R., 895. 

No. 582,217. Morton. Bunk-car or lumber-drying car. Held not anticipated, 
valid and infringed. 229 F. R, 145. 

No. 586,337. Kennedy. Space-band buffer for linotype machines. Held void 
for prior use of the device by others. 229 F. R., 168. • 

No. 619,441. Rogers. Vise-jaw mechanism for linotype machines. Held 
(claims 1 and 2) not infringed and (claim 4) void as too broad. 229 F. R., 168. 

No. 630,112. Rogers. Pi-sticker or sorts-holding attachment for linotype 
machines. Held void for lack of invention and also for prior use. 229 F. R., 
168. 

No. 635,141. Marks. Process for reclaiming rubber from vulcanizing rubber 
waste. Held not anticipated, valid, and infringed. 229 F. R., 150. 

No. 643,289. Hensley. Mold-resistant device for linotype machines. Held 
valid and infringed. 229 F. R., 168. 

No. 643,560. Tate. Improvement in locomotives, being a device for securing 
the boiler to the frame. Held (claim 2) void as too broad. 229 F. R., 141. 

No. 645,816. Lawrence. Dumping car. Held not anticipated. 229 F. R., 159. 
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No. 718,781. Muehleisen. Magazine channels for linotype machines. Held 
not infringed. 229 F. R., 168. 

No. 719,436. Champion. Relating to a vise- jaw mechanism for linotype ma- 
machines. Held not infringed. 229 F. R., 407. 

No. 739,996. Dodge. Mold support for linotype machines. Held infringed. 
229 F. R., 168. 

No. 759,501. Cooney and Totten. Magazine gate for linots^pe machines. 
Held (claim 11) void as too broad. 229 F. R., 168. 

No. 797,412. Dodge. Magazine supporting frame in linotype machines. 
Held (claim 9) not infringed. 229 F. R., 168. 

No. 979,436. Kennedy. Keyboard lock for linotype machines, conceding 
its validity, if narrowly construed. Held not infringed. 229 F. R., 168. 

No. 826,593. Morehouse. Relating to vise jaw mechanism for linotype ma- 
chines. Held not infringed. 229 F. R., 168. 

No. 830,436. Homans. Magazine supporting frame for linotype machines. 
Held infringed. 229 F. R., 168. 
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New Zealand-United States. 

Copyright. Reciprocal Protection. Order in Council, of Feb. 2, 1917, and 
Proclamation of Feb. 9, 1917. 

In accordance with the Order in Council of the Governor-General of New 
Zealand, of date February 2, 1917, and the Proclamation of the President of 
the United States, dated February 9, 1917, copyright reciprocity now exists 
between the two countries effective as of December 1, 1916. 



Canada. 

Trade Marks. "Anzac." Prohibition of Use. Regulation of March 30, 1917. 

[877] (Copy) 

At the Government House at Ottawa. 

Friday, the 30th day of March, 1917. 
Present : ' 

His Excellency the Governor General in Council. 

Whereas an application has been filed on behalf of Anzac Company, of 
Boston, Massachusetts, U. S. A., for registration of the word "Anzac," to be 
used in connection with the sale of beverages; 

And whereas the word "Anzac," being composed of the initial letters of the 
words "Australian-New-Zealand Army Corps" has become almost sacred for 
its association with the heroism and self-sacrifice of the Australian-and-New^ 
Zealand troops, and the Governor of the Dominion of New Zealand, in accord- 
ance with power conferred upon him by Section .33 of "The War Legislation 
Amendment Act, 1916" has prohibited the use of the word "Anzac" in connec- 
tion with any trade or business, oH the ground that the use of the said word for 
any such purpose, may be offensive to public sentiment; 

And whereas similar action has been taken in The Australian Common- 
wealth ; 

And whereas the following notice was pubished in the British Trade Marks 
Journal on the 14th, 21st and 28th of June, 1916: 

"Refusal of Ansae" 

"Applications for registration of Trade Marks consisting of, or embodying 
the word 'Anzac,' will hereafter be refused." 

And whereas the . Minister of Agricuture is of the opinion that a similar 
course should be adoped in Canada. 

Therefore His Excellency the Governor* General in Council under and in 
virtue of the authority of The War Measures Act, 1914, is pleased to make the 
following regulation and the same is hereby made and enacted accordingly. 

"No trade mark shall be registered which consists of or contains the word 
"Anzac." 

(Signed) Rodolphe Boudreau, 
Clerk of the Privy Council. 

(From Canadian Gazette, April 14, 1917, p. 3573.) 



* Sec. .for like provision in Australian Commonwealth, 14 P. & T. M. Rev.. 365 • 
for New Zealand 15 P. & T. M. Rev., 5. 
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Australian Gk^nunonivealtli. 

Patents. Of Interest to National Defense. Regulations Umder War Precaur 
tions Act 1916. Statutory Rules 1916, (Amendatory) No. 161, of Feb. 7, 1917. 

Regui^ation Under the War Precautions Act 1914-1916. 

I, the Governor- General in and over the Commonwealth of Australia, act- 
ing with the advice of the Federal Executive Council, hereby make the following 
Regulation under the IVar Precautions Act 1914-1916 to come into operation 
forthwith. 

Dated this seventh day of February, 1917. 

(Signed) R. M. Ferguson, 

Grovernor-General. 
By His Excellenc/s Command, 
(Signed) G. F. Pearce, 

Minister of State for Defense. 

War Precautions (Patents) Regui^ation 1916. (Statutory Rules 1916, No. 
140, AS Amended by Statutory Ruizes 1916,* No. 161.) 

Regulation 4 of the War Precautions (Patents) Regulations is amended: 

(a) by omitting sub-regulation (1) thereof and inserting in its stead the 
following sub-regulation : 

"(1) No person in the Commonwealth or in the territory of the Com- 
monwealth in which the Patents Act 1903-1909 is in force, shall apply, either 
on his own behalf or on behalf of any other person, for a patent in any 
country outside the Commonwealth unless he — 

(a) has lodged at the Patent Office, at least thirty days before 
posting his application or any instructions with regard thereto, a notice 
of his intention so to apply, together with a Specification and Drawings 
(if any) describing the nature of the invention, or 

(b) having lodged a notice of intention so to apply, and a Speci- 
fication and Drawings (if any) describing the nature of his invention, 
he has received from the Commissioner of Patents a notification in writ- 
ing that he or the Patents Inquiry Board (as the case may be) has 
determined that the publication of the invention would not be detrimental 
to the public safety or the defense of the Commonwealth, or would not 
otherwise assist the enemy or endanger the successful prosecution of the 
war: 

Provided that any person who more than six months before the date of the 
making of these Regulations applied for a patent for an invention may, with 
the consent in writing of the Attorney-General, apply under International or 
Intercolonial arrangements for a patent for that invention in any country outside 
the Commonwealth; and 

(b) by omitting sub- regulation (2) thereof and inserting in its stead the 
following sub-regulations : 

"(2) If, on the receipt of any notice, Specifications and Drawings (if 
any) forwarded in pursuance of the last preceding sub-regulation, the Com- 



^ For text of Statutory Rules 140 see 14 P. & T. M. Rev., 363. 
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TIONS 

missioner of Patents is of opinion that the invention referred to therein 
is obviously not likely to be detrimental to the public safety or the defense 
of the Commonwealth or otherwise to assist the enemy or endanger the 
successful prosecution of the war, he shall notify the application accord- 
ingly. 

"(2a) Subject to the last preceding sub-regulation, the Commissioner 

of Patents shall refer every such notice of intention to apply for a patent 

and the accompanying Specification and Drawings (if any) to the Patents 

Inquiry Board." (From 26 Australian Official Journal of Patents, 182, of 

March 6, 1917.) 



Pan American Conventions. 

Patents. Trade Marks. Copyright Status. Report of United States Section 
of International High Commission. Buenos Aires, April 2-12, 1916. 

No topic has been more frequently discussed in the international confer- 
ences of the American States than the protection of industrial and literary prop- 
erty. As far back as the juridical congress of Montevideo of 1888-89, treaty 
drafts on patents, trade marks, and copyrights were studied, patent treaties of 
Paris (1883) and Brussels (1900) and the trade mark treaty of Paris (1891). 

With reference to patents, the conference of 1910 was content to enunciate 
the general principles protecting the rights of inventors, and referred the signatory 
States for the details of their legislative form to the international treaties of 
1883 and 1900. Provision was made for international registration of trade marks 
at bureaus at Habana and Rio de Janeiro, and the complex question of priority 
of application for registration was regulated. For copyright registration, the 
bureau system recommended by the conference of Rio de Janeiro was given up. 
The fourth conference sought to assure equal rights in all signatory States 
to applicants for copyright in any one of them. Eleven states, including the 
United States, have ratified this treaty. The most recent ratification, that of Costa 
Rica, has occurred since the Buenos Aires conference and in part due to 
the recommendations there made. 

Early ratification of the three conventions of 1910 is necessary rather than 
desirable, as otherwise the situation with regard to patents is simple; nine 
States have ratified the convention, although not always enacting he necessary 
administrative legislation. Here, therefore, ratification of the convention and 
enactment of legislation making it effective is what is needed. With reference 
to copyrights, in addition to recommending ratification the section submitted 
modifications of the convention, proposed by representatives of the music pub- 
lishing and motion picture industries in the United States. As for trade marks, 
it was brought out that some American countries grant protection to the person 
who first registers, and the formalities surrounding registration do not always 
adequately guarantee ownership, nor is the owner always able to recover posses- 
sion by proving in court the fraud of the first claimant. The adoption of the 
treaty will correct this. 

Other delegations suggested changes in the conventions, especially that of 
Chili, which pointed out the necessity of defining exactly the priority of registra- 
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tion as between trade marks registered at either of the international registry 
bureaus of Rio de Janeiro and Habana and those registered in any other 
country, and the importance of more explicit restrictions on national registration 
as contrasted with that of the international bureaus. The Chilian delegate pro- 
posed that these matters be referred to the respective Governments for study 
and consideration at the Fifth International Conference of American States, to 
be held at Santiago de Chili after the war. 

The committee recommended the ratification of the convention of 1910 and 
referred all modifications to the fifth international conference. The suggestion 
of Dr. Lobos, as to the renewal of registration of patents and trade marks in 
the case of countries at war, was also approved. 

In accordance with the resolution of the committee, an inquiry is being 
pursued by the central executive council among those countries that have not 
yet ratified these conventions, with a view to learn the reasons for 
non-acceptance. Little difficulty will be experienced in putting the provisions of 
these conventions in effect in the United States, and, in fact, our law is now 
practically in accord with the convention. Congress, however, would have to 
appropriate the money required under article 15 of the convention. With regard 
to copyrights, the section believes that to saiye extent the recommendations of the 
committee can be realized by an informal agreement between the administrative 
bureaus of the several national copyright bureaus. If the exchange of registry 
entries between some of the copyright offices could be regularly effected there 
would soon be a more wide-spread recognition of the superior advantages of the 
system formulated by the copyright convention. The council is cooperating with 
the register of copyrights to this end. 

(From Report of United States Section of International High Commission 
Meeting held at Buenos Aires, April 3-12, 1916.) 



Argrentine Republic. 

Trade Marks. Need for Reform in Law. 

"The Reform of the Trade Mark Laiif* 

A question, the urgency of which has been for some time recognized but 
which has not been confronted in a definitive way is the reform of the laws 
governing trade marks. 

A few years ago the Executive Power submitted to the National Congress 
a draft planned to deal with this matter; but no attention has been given to 
this project as in so many other cases, and consequently the matter remains just 
where it was. 

Some reforms which are dealt with here are unquestionably interesting 
because experience has shown the desirability of carrying through the debate 
on various details in spite of the fact that these very details were fully con- 
sidered at the time when the law now existing was discussed. 

One of the most important points is that which concerns the registration 
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of trade marks which turn out to be identical with marks used abroad on mer- 
chandise which may be imported within this country. 

When the present law was discussed it was made clear that the idea un- 
derlying its provisions was that of protecting the commerce of this Republic 
and requiring it to comply with the legal formality of applying for the inscrip- 
tion of trade marks. 

Notwithstanding the idea which has served as the starting point for the 
legislature, doubt has arisen concerning the justice of this solution, because cases 
have occurred in which prqoi existed that the registered trade mark was merely 
a copy of a foreign mark and had been registered solely with the purpose of 
taking advantage of the reputation acquired by that foreign mark, thus prevent- 
ing by the mere fact of the prior registration the use of the foreign mark 
among us by its legal owner. 

In such cases this is the result at which we arrive because of the fact 
that under our law the ownership of a trade mark is secured not by use but 
by registration in the National Registry Office. 

The conflict between the trade mark registered by the merchant of the 
country and the identical mark registered abroad which it has attempted to use 
in this Republic is precisely the conflict which should be settled by legislation 
in a manner which will injure neither legitimate interests nor the principles of 
justice. 

On more than one occasion La Prensa has dealt with this question, 
having in view the two points which we indicate, and citation was made both 
from the legislation and the jurisprudence of foreign countries; we had occa- 
sion, in this connection, to mention a decision of the Italian courts, declaring 
null and void the registration of a very widely known foreign trade mark be- 
cause of the existence of a firm conviction that it had been registered not in 
good faith. 

As we have said, the reform of our law must be with an eye to all possible 
cases in order that an equitable solution may be arrived at. The law of Argen- 
tina should neither deprive the merchant settled in this country of the fruit of 
his labor, nor permit that after he has used a trade mark during many years 
he shall find himself threatened with its loss by -the claim of the owner of a 
foreign trade mark which happens to be confused with his own. Neither ought 
the legislation of Argentina legalize the theft of foreign trade marks since one 
of its characteristics is the respect for the principles of justice. It will be 
necessary, therefore, to see that the reform in the law be made bearing in mind 
the distinct phases to which reference is made. 

The Minister of Agriculture has the responsibility of acting on this matter 
which affects interests of considerable importance and of different classes as we 
have seen. 

And as it is desirable that further delays should be avoided, it would follow 
that the Executive Power ought to be prepared to initiate thfe reform in the 
next legislative session 

(Translation from editorial in La Prensa, March 1, 1917.) 
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Oermany. 

Industrial Property. Alien Enemies. Rights. War Measures. Decree 
(Amendatory) No. 5679, of February 25, 1917. 

(Translation.) 

By virtue of §8 of the Decree concerning the rights of subjects of enemy 
countries in matters of industrial property, of July 1, 1915* {Reichsgesetzhlait, 
414), it is declared by these presents that said Decree, insofar as it concerns 
Russia and Russian subjects, ceases to be in force with regard to the terri- 
tories at present comprised within the Government General of Warsaw and 
the Military Government General of Lubin, dating from the day whereon the 
present notice shall be published, t under reservation, however, that : 

(1) whoever shall have made use in the country, during the time comprised 
between March 11, 1915, and the said date, of an object whereon protection 
shall have ceased (§6 of above cited Decree), or shall have taken the measures 
necessary for the use of this object, shall preserve the faculty of making use 
thereof for the needs of his own establishment; 

(2) the rights acquired during the same time by subjects of countries other 
than enemy countries (§ 5 of the above cited Decree) shall be. respected. 

Beriin, January 25, 1917. 

(Signed) Dr. Hei,]?perich, 
Deputy Chancellor of the Empire. 
(From 33 La Propriiti Industrielle, 17, of Feb. 28, 1917.) 



* For translation, see 14 P. & T. M. Rev., 39. 
t Publication was made on February 26, 1917. 



Union of Soutb Africa. 

Trade Marks. Regulations Under Patents; Designs, Trade Marks and Copy- 
right Act, 1916. Enacted Dec. 5, 1916. fiffcctivc Jan. 1, 1917. 

[No. 1544.] 

The Trade Mark Ruizes, 1917. 



His Excei*i<ency the Governor-Generai, has, under the powers vested in him 
by section one hundred and ninety-two (2) of Act No. 9 of 1916* (The Patents, 
Designs, T-rade Marks, and Copyright Act, 1916), been pleased to make the regu- 
lations, and to prescribe the tariff, hereunder set forth: — 

PrEuminary. 

1. These regulations (hereinafter referred to as "these rules") may be cited 
as the Trade Marks Rules, 1917, and shall come into operation contemporaneously 
with the coming into operation of Chapter III of Act No. 9 of 1916. 



• For text of which see 14 P. & T. M. Rev., Patents, 263 ; Designs, 343 : Trade 
Marks, 300 ; Copyrigrht, 370 ; and General and Supplementary Provisions, Patents. Designs, 
Trade Marks and Copyright, 310. 

Under proclamation No. 219, of Dec. 5. 1916, all the chapters were made to cwne 
into operation on Jan. 1, 1917 ; and under Notice No. 1541, of the same date, the Oovemor- 
General appointed Mr. Carl Wilhelm Thalman Biccard Juta as Register of Patents, Designs. 
Trade Marks, and Copyright for the Union. 
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iNTEftPKETATlON. 

2. Unless the context otherwise requires — 

any expression to which a meaning has been assigned by any provision 
of the Act for the purposes thereof shall, when used in these rules, 
have the same meaning; 
"office" means the Trade Marks Office established under the Act; 
"the Act" means Act No. 9 of 1916; 
and in the interpretation of these rules the Interpretation Act, 1910 (Act 
No. 5 of 1910), shall apply. 

Fees. 

3. The fees to be paid in pursuance of the Act shall be the fees specified in 
the First Schedule to these rules. All such fees shall be payable by means of 
revenue stamps. 

Forms. 

4. The forms herein referred to are the forms contained in the Second 
Schedule to these rules, and such forms shall be used in all cases to which they 
are applicable, and shall ,be modified as directed by the Registrar to meet other 
cases. 

Ci^ASSifiCATioN ot Goods. 

5. For the purposes of trade marks registration and of these rules goods 
are classified in the manner appearing in the Third Schedule hereto. 

If any doubt arises as to what class any particular description of goods 
belongs to, the doubt shall be determined by the Registrar. 

Documents. 

6. Subject to any other directions that may be given by the Registrar, all 
applications, notices, counter-statements, papers having representations affixed, 
or other documents required by the said Act or by these rules to be left with 
or sent to the Registrar, shall be upon foolscap paper of a size of approximately 
13 inches by 8 inches, and shall have on the left-hand part thereof a margin of 
not less than one inch and a half. 

7. Any application, statement, notice, or other document authorized or re- 
quired to be left, made, or given at the office, or to or with the Registrar, or 
with or to any other person may be sent through the post; any document so 
sent shall be deemed to have been delivered at the time when the letter con- 
taining the same would be delivered in the ordinary course of post, and in 
proving such service or sending, it shall be sufficient to prove that the letter was 
properly addressed and put into the post. A letter addressed to a registered 
proprietor of a trade mark at his address as it appears on the register, or address 

. for service, or to any applicant for or person opposing the registration of a 
trade mark at the address, appearing in the application or notice of opposition 
or given for service as hereinafter provided shall be deemed to be sufficiently 
addressed. 
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8. Where any person is by the said Act or these rules bound to furnish the 
Registrar with an address the following provisions shall apply: — 

The address given shall in all cases be as full as possible, for the purpose 
of enabling any person easily to find the place of business of the person whose 
address is given. > 

When a person does not reside in a town with streets, the Registrar may 
require the address to include all indications which he thinks necessary for such 
purpose so far as it can be attained. 

When an applicant resides in a town where there are streets, the address 
given shall include the name of the street, and the number in the street or name 
of premises, if any. 

9. Every applicant for the registration of any trade mark, and every op- 
ponent to such registration, and every agent, who does not reside or carry on 
business in the Union, shall, if so required, give an address for service in the 
Union, and such address may be treated as the actual address of such ap- 
plicant, opponent, or agent for all purposes connected with such application for 
registration or the opposition thereto. 

The Registrar may require the proprietor of a registered trade mark who 
does not reside or carry on business within the Union to give an address for 
service within the Union, and such address may be treated as the actual address 
of the proprietor for all purposes connected with such trade mark. 

Agents. 

10. An application for registration and all other communications between the 
applicant and the Registrar may be made by or through an Attorney of the 
Court or patent agent resident or carrying on business in the Union and duly 
authorized to the satisfaction of the Registrar. 

The Registrar shall not be bound to recognize as such attorney or patent 
agent any person who has been convicted criminally or struck off the Roll of 
Attorneys, or whose name, by reason of his having been adjudged guilty of 
disgraceful professional conduct, has been erased from the Register of Patent 
Agents, and not since restored. 

Registrable Trade Marks. 

11. Except in the case of a trade mark properly registered under a Provincial 
Trade Mark Act, the Registrar may refuse to accept any application upon which 
the following appear: — 

(a) The words "Patent/' "Patented," or "By Royal .Letters Patent," 
"Registered," "Registered Design " "Copyright," "Entered at Sta- 
tioner's Hall," "To counterfeit this is forgery," or words to like 
effect ; 

(b) representations of Their Majesties or of any member of the Royal 
Family ; 

(c) representations of the Royal Arms or Royal crests or of the Arms 
or Seal of the Union, or arms or crests so nearly resembling them 
so as to lead to mistake, or of British Royal crowns, or of the 
British national flags, or the word Royal or any other words, letters, 
or devices calculated to lead persons to think that the applicant 
has Royal or Government patronage or authorization. 
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12. Where representations of the arms of a foreign ^.$tate or place appear 
on a mark the Registrar may call for such justification as he may deem necessary 
for their use. 

13. Where a representation of the arms or emblems of any city, borough, town, 
place, society, body corporate, or institution appears on a mark, the applicant 
shall, if so required, furnish the Registrar with a consent from such official as 
the Registrar may consider entitled to give consent to the use of such arms or 
emblems. 

14. Where the names or representations of living persons appear on a trade 
mark, the Registrar shall, if he so require, be furnished with consents from 
such persons before proceeding to register the mark. In the case of persons 
recently dead the Registrar may call for consents from their legal representa- 
tives before proceeding with registration of a trade mark on which their names 
or representations appear. 

15. Where the name or a description of any goods appears on a trade mark 
the Registrar may refuse to register such mark in respect of any goods other 
than the goods so named or described. 

16. Where the name or description of any goods appears on a trade mark 
which name or description in use varies the Registrar may permit the registra- 
tion of the mark with the name or description upon it for goods other than 
those named or described, the applicant stating in his application that the name 
or description varies! 

Application for Registration. 

17. If application for registration of a trade mark be made by a firm or 
partnership it may be signed in the name or for and on behalf of the firm or 
partnership by any one or more members thereof. 

If the application be made by a body corporate it may be signed by a 
director or by the secretary or other principal officer of such body corporate. 

18. The application shall be made on Form T. M. No. 1. A separate and 
distinct application is required for each class of goods. 

19. On or after receipt of the application the Registrar shall furnish the 
applicant with an acknowledgment thereof. 

20. Where application is made to register a trade mark, falling within the 
proviso of section ninety-nine of the Act, the application shall contain a statement 
of the time during which and by whom it has been used in respect of the 
goods mentioned in the application. The Registrar may require an affidavit verify- 
ing such user with exhibits showing the mark as used. 

21. Every application for registration of a trade mark shall contain a repre- 
sentation of the mark affixed to it in the square which the Form T. M. No. 1, 
<iontains for that purpose. 

Where the representation exceeds such square in size the representation shall 
be mounted upon linen, tracing cloth, or other material that the Registrar may con- 
sider suitable. Part of the mounting shall be affixed in the space aforesaid and 
the rest may be folded over. 

22. There shall be sent with every application for registration of a trade mark 
three additional representations of such mark on the Form T. M. No. 2, exactly 
corresponding to that affixed to the application Form T.M. No. 1, and noted with 
all such particulars as may from time to time be required by the Registrar. Such 
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particulars shall, if required, be signed by the applicant or his attorney or patent 
agent. 

23. All representations of marks must be of a durable nature, but the ap- 
plicant may in case of need supply in place of representations on the Form T.M. 
No. 2, half sheets of strong foolscap of the size aforesaid with the representations 
affixed thereon and noted as aforesaid. 

24. Application for the registration of the same mark in different classes 
shall be treated as separate and distinct applications, and in all cases where 
a trade mark is registered under the same official number for goods in more 
than one class, the registration shall henceforth for the purposes of fees and 
otherwise be deemed to have been made on separate and distinct applications 
in respect of the goods included in each class. 

25. The Registrar, if dissatisfied with any representation of a mark, may at 
any time require another representation satisfactory to him to be substituted be- 
fore proceeding with the application. 

26. Where a drawing or other representation or specimen cannot be given 
in manner aforesaid, a specimen or copy of the trade mark may be sent either of 
full size or on a reduced scale, and in such form as the Registrar may think most 
convenient. 

27. The Registrar may also, in exceptional cases, deposit in the office a 
specimen or copy of any trade mark which cannot conveniently be shown by 
a representation and may refer thereto in the register in such manner as he may 
think fit. 

28. When a trade mark contains a word or words in other than Roman 
characters, there shall be endorsed on the application in Form T. M. No. 1, 
and on each of the accompanying representations in Form T. M. No. 2, a sufficient 
transliteration and translation to the satisfaction of the Registrar of each of 
such words, and every such endorsement shall be signed by the applicant or 
his agent. 

Where a trade mark contains a word or words in a language other than 
English or Dutch, the Registrar may ask for an exact . translation thereof, and 
if he so requires such translation shall be endorsed and signed as aforesaid. 

Procedure on Receipt oi? Appucation. 

29. Subject to the provisions for special applications under subsection (e) 
of section ninety-nine of the Act, upon receipt of an application for registration 
the Registrar shall cause a search to be made amongst the registered marks 
and pending applications for the purpose of ascertaining whether there 
are on record any marks for the same goods or description of goods 
identical with the mark applied for or so nearly resembling it as to be 
calculated to deceive. 

. 30. If after such search and a consideration of the application the Registrar 
thinks there is no objection to the mark being registered, he may accept it 
absolutely or subject to conditions, amendments, and modifications which he 
shall communicate to the applicant. 

31. If after such search and consideration of the application any objections 
appear, a statement of those objections shall be sent to the applicant in writing, 
and unless within three months the applicant applies for a hearing, he shall be 
deemed to have withdrawn his application. 
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32. If the Registrar accepts an application subject to any conditions, amend- 
ments, or modifications, and the applicant objects to such conditions, amendments, 
or modifications, he shall within three months from the date of the communica- 
tion notifying such acceptance apply for a hearing, and if he does not do so 
he shall be deemed to have withdrawn his application. If the applicant does 
not object to such conditions, amendments, or modifications, he shall forthwith 
notify the Registrar in writing. 

33. The decision of the Registrar at such hearing as aforesaid shall be com- 
municated to the applicant in writing, and if he objects to such decision, he may 
within three months apply upon Form T.M. No. 3, requiring the Registrar to 
state in writing the grounds of his decision and the materials used by him in 
arriving at the same. 

Upon receipt of such form the Registrar shall send to the applicant such 
statement as aforesaid in writing, and the date when such statement is sent 
shall be deemed to be the date of the Registrar's decision for the purpose of 
appeal. 

34. The Registrar may call on an applicant to insert in his application such 
disclaimer as the Registrar may think fit, in order that the public generally may 
understand what the applicant's rights, if his mark is registered, will be. 

Speciai, Appucations under Paragraph (e) of Section ninety-nine ov the Act. 

35. An application to register a name or signature under paragraph (e) of 
section ninety-nine of the Act shall be made on [the Form T.M. No. 4, and not 
otherwise. 

36. Upon receipt of such an application the. Registrar shall cause a search 
to be made amongst the registered marks and pending applications for the 
purpose of ascertaining whether there are on record any marks for the same 
goods or description of goods identical with the mark applied for or so nearly 
resembling it as to be calculated to deceive. 

37. If after such search the Registrar thinks there are no such marks, he 
shall notify the applicant accordingly, but if after such search any such marks 
appear, he shall notify to the applicant the numbers of those marks. 

38. Within three months from the receipt of such notification the applicant 
shall send to the Registrar in writing a case in duplicate stating at length the 
grounds upon which he relies in support of his application, and whether he 
desires the application to be heard by the Minister or by the Court, xlf he fails 
to do so his application shall be deemed to be withdrawn. If he desires the 
application to be heard by the Minister, he shall send the case aforesaid. 

39. Upon receipt of the Minister's decision, the Registrar shall, as soon as 
may be, notify the same to the applicant. 

40. If the applicant desires to obtain an order of the Court he shall within 
one month from sending to the Registrar his case as aforesaid bring the matter 
before the Court by motion, and if he does not do so he shall be deemed to 
have withdrawn his application. 

41. If the application is accepted either by the Minister or the Court it shall 
be advertised and proceedings thereafter shall be had in respect of it as if it 
had been accepted by the Registrar in the ordinary course. 
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Special Trade Marks under Section one hundred and two ot the Act. 

42. Where an association or person desires to register a mark under section 
one hundred and two of the Act they shall apply to the Registrar in writing 
upon the Form T.M. No. 5. 

43. Such application shall be in duplicate and shall be accompanied by four 
copies of the mark applied for. 

44. Upon the receipt of such application the Registrar shall, as soon as may 
be, notify the same to the Minister together with his report upon the application, 
and shall at the same time send a copy of the application together with a copy 
of the mark applied for to the Minister. The Registrar shall also send the 
applicants a copy of his report, and within three months from the receipt of 
such report the applicants shall send«the Minister in duplicate a case setting out 
the grounds upon which they rely in support of their application, and if they 
fail so to do their application shall be deemed to be abandoned. 

45. Upon receipt of such case the Minister may call for such evidence, if any, 
as he thinks fit, and make an order determining whether and subject to what 
conditions, amendments or modifications, if any, the application may be , per- 
mitted to proceed. 

46. If such application is permitted to proceed the mark shall be advertised 
and the application shall be treated in all respects as if it were an ordinary 
application, and it shall be open to opposition in the same way and all such pro- 
ceedings shall be had thereon as if it were an application under section one 
hundred and ten of the Act. 

Advertisement o? Appi^ication. 

47. Every application when accepted shall be advertised in the Gazette during 
such times and in such manner as the Registrar may direct. 

If no representation of the trade mark be inserted in connection with the 
advertisement of an application, the Registrar shall refer in such advertisement 
to the place or places where a specimen or representation of the trade mark 
is deposited for exhibition. 

48. For the purposes of such advertisement the applicant may be required to 
furnish a wood block or electrotype (or more than one, if necessary) of the 
trade mark, of such dimensions as may from time to time be directed by the 
Registrar, or such other information or means of advertising the trade mark as 
may be directed by the Registrar; and the Registrar, if dissatisfied with the 
block or electrotype furnished by the applicant or his attorney or patent agent, 
may require a fresh block or electrotype before proceeding with the advertisement. 

49. The advertisement of every application for the registration of a trade 
mark shall be at the applicant's expense. 

50. Advertisements under section one hundred and eighteen (5) of the Act 
shall mutatis mutandis be made in the same manner as advertisements relating to 
an application for registration. 

Opposition to Registration. 

51. Any person may within two months after the date of the last advertise- 
ment in the Gazette of an application for registration of a trade mark, or within 
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such further time as the Registrar may allow, give notice in writing at the 
office of opposition to the registration. 

52. Such notice shall be in Form T.M. No. 6, and shall contain a statement 
of the grounds upon which the opponent objects to the registration. If registra- 
tion is opposed on the ground that the mark resetnbles marks already on the 
register, the numbers and dates of registration of such marks shall be set out. 
Such notice shall be accompanied by a duplicate which the Registrar will forth- 
with send to the applicant. 

53. Within three months from the receipt of such duplicate the applicant 
shall send to the Registrar a counterstatemeiit (Form T.M. No. 7) in writing 
setting out the grounds on which he relies as supporting his application. The 
applicant shall also set out what facts, if any, alleged in the notice of opposition 
he admits. Such counterstatements shall be accompanied by a duplicate in 
writing. 

54. Upon receipt of such counterstatement and duplicate the Registrar will 
forthwith send the duplicate to the opponent and within one month from the 
receipt of the duplicate the opponent shall leave at the office such evidence by 
way of affidavit as he may desire to adduce in sui>port of his opposition and 
shall deliver to the applicant copies thereof. 

55. If an opponent leaves no evidence, he shall be deemed to have abandoned 
his opposition, but if he does then within one month from the receipt of the copies 
of affidavits, the applicant shall leave at the office such evidence by way of affidavits 
as he desires to adduce in support of his application and shall deliver to the 
opponent copies thereof. 

56. Within fourteen days from the receipt by the opponent of the copies 
of the applicant's affidavits the opponent may leave at the office evidence by 
affidavits in reply, and shall deliver to the applicant copies thereof. Such evidence 
shall be confined to matters strictly in reply. 

57. In any proceedings before the Registrar, he may at any time, if he thinks 
fit, give leave to either the applicant or the opponent to file any evidence upon 
such terms as to costs or otherwise as the Registrar may think fit. 

58. Where there are exhibits to affidavits filed in an opposition, copies or 
impressions of such exhibits shall be sent to the other party on his request, or, 
if such copies or impressions cannot conveniently be furnished, the originals 
shall be sent to the office, so that they may be open to inspection. The original 
exhibits shall be produced at the hearing unless the Registrar otherwise directs. 

59. Upon completion of the evidence the Registrar shall give notice to the 
parties of a date when he will hear the arguments in the case. Such ap- 
pointment shall be for a date at least fourteen days after the date of the 
notice, unless the parties consent to a shorter notice. 

60. Where in opposition proceedings any extension of time is granted to 
any party, the Registrar may thereafter, if he thinks fit, without giving the said 
party a hearing, grant any reasonable extension of time to the other party 
in which to take any subsequent step. 

61. Where a party who has given notice of opposition or of appeal neither 
resides nor carries on business in the Union, the Registrar may order him to 
give a security for such amount, and in such form as the Registrar may deem 
sufficient, for the costs of the proceedings before the Registrar or the Court, 
and the Registrar may further at any stage in such opposition require further 
security to be given at any time before giving his decision in the case. If the 
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order or requirement is not duly complied with, the Registrar may treat the op- 
position or appeal as abandoned. 

Non-Completion. 

62. Where registration of a trade mark is not completed within twelve months 
from the date of the application by reason or default on the part of the ap- 
plicant, the Registrar shall give notice to the applicant in writing in the 
Form O No. 1 of such non-completion, and if the applicant has an agent, shall 
send a duplicate of such notice to such agent. If after fourteen days from the 
date when such notice was sent the registration is not completed, the application 
shall be deemed to be abandoned, but the Registrar may with such notice, where the 
applicant lives at a distance, give a further time after such fourteen days for 
the completion of such application. 

Entry on the Register^ 

» 

63. As soon as may be after the expiration of two months after the date of 
the last advertisment in the Gazette of any application, the Registrar shall, subject 
to any opposition and the determination thereof, and subject to the provisions 
of section one hundred and twenty of the Act, and upon payment of the pre- 
scribed fee, on Form T. M. No. 8, enter the trade mark on the register. The 
entry of a trade mark on the register shall give the date of the registration, 
the goods in respect of which it is registered, and all particulars named in 
section one hundred and thirty-two of the Act, and such other particulars as the 
Registrar may deem necessary. 

64. Where a mark is registered as associated with any other mark or marks 
the Registrar shall note upon the register in connection with such mark the 
numbers of the marks with which it is associated and shall also note upon 
the register in connection with each of the associated marks the number of 
the newly registered mark as being an associated mark with each of them. 

65. In case of the death of any applicant for a trade mark after the date of 
his application, and before the trade mark applied for has been entered on the 
register, the Registrar, after the expiration of the prescribed period of ad- 
vertisement, may, on being satisfied of the applicant's death, enter on the register, 
in place of the name of such deceased applicant, the name and address of the 
person owning the goodwill of the business, on such ownership being approved 
to the satisfaction of the Registrar. 

66. Upon the registration of a trade mark the Registrar shall issue to the 
applicant a certificate in the Form O No. 2. 

Renewal. 

67. At any time not less than two months and not more than three months 
before the expiration of the last registration of a trade mark any person may 
leave at the office a fee for the renewal of the registration of the mark upon 
Form T.M. No. 9. Such person shall endorse upon such form his name and 
address, and before taking any further step the Registrar may require such person 
to furnish within fourteen days an authority to pay such fee signed by the 
registered proprietor, and if such person does not furnish such authority, may 
return such fee and treat it as not received. 
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68. When he does not require such authority, the Registrar shall upon receipt 
of such fee communicate with the registered proprietor at his registered address, 
stating that the fee has been received and that the registration will in due course 
be renewed. 

69. At a date not less than one month and not more than two months before 
the expiration of the last registration of a mark, if no fee upon the Form T.M. 
No. 9 has been received, the Registrar shall send to the registered proprietor at 
his registered address a notice in the Form O No. 3. 

70. At a time not less than fourteen days and not more than twenty-eight 
days before the expiration of the last registration of a mark, the Registrar shall, 
if no renewal fee has been received, send a notice to the registered proprietor 
at his registered address in the Form O No. 4. 

71. If at the date of the expiration of the last registration of a mark the 
renewal fee has not been paid, the Registrar shall advertise the fact forthwith 
in the Gazette, and if within one month of such advertisement the renewal fee 
upon Form T.M. No. 10, together with an additional fee upon Form T.M. No. 
11, is received, he may renew the registration without removing the mark from 
the register. 

72. Whenever after the expiry of one month from such advertisement such 
fees have not been paid, the Registrar may remove the mark from the register 
as of the date of the expiration of the last registration, but may upon payment 
of the reniewal fee upon Form T.M. No. 10, together with the additional fee 
upon the Form T.M. No. 12, restore the mark to the register, if satisfied that 
it is just so to do, and upon such conditions as he may think fit to impose. 

73. Where a trade mark has been removed from the register the Registrar 
shall cause to be entered in the register a record of such removal and of the 
cause thereof. 

74. Upon the renewal of a registration a notice to that effect shall be 
sent to the registered proprietor at his registered address, and the renewal shall 
be advertised in the Gazette. 

Assignment. 

75. The Registrar may on request made jointly by a registered proprietor 
of a mark and the person to whom he has assigned such mark, together with the 
goodwill of the business concerned in the goods for which it has been registered, 
register the assignee as proprietor of the mark. Such application shall be 
in the Form T.M. No. 13. If the Registrar so require, the assignee shall furnish 
an affidavit in Form T.M. No. 14. 

76. Where no such joint request is made, any person who has become en- 
titled to a registered trade mark by assignment, transmission, or other operation 
of law, may leave a request at the office for the entry of his name in the 
register as proprietor of such trade mark. The request shall be on the Form 
T.M. No. 15, and such request shall contain the name and address of the person 
claiming to be entitled to the trade mark, hereinafter called the claimant. 

77. Together with such request the claimant shall leave a case stating full 
particulars of the assignment, transmission, or other operation of law by virtue 
of which he claims to be entitled to be entered in the register as proprietor 
of the trade mark, so as to show the manner in which and the person or 
persons to whom the trade mark has been assigned or transmitted, and so as to 
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shoirvfurther that it has been so assigned or transmitted in connection with the 
gQcrfttiy of the business concerned in the goods for which the trade mark has 
been registered. 

78. Such request shall in the case of an individual be made and signed by 
the claimant, and in the case of a firm or partnership by one or more members 
of such firm or partnership, and in the case of a body corporate shall be signed 
by a director or by the secretary or other principal officer of such body corpo- 
rate. 

79. Where the Registrar shall determine that the case sets out particulars such 
as entitle the claimant to' be registered as proprietor of such trade mark, he 
shall call upon the claimant to furnish an affidavit (Form T.M. No. 16) verify- 
ing the several statements in the case and declaring that the particulars given com- 
prise every material fact and document affecting the proprietorship of the trade 
mark claimed by such request. 

80. In any case, the Registrar may call on any person who desires to be 
registered as proprietor of a trade mark for such proof or additional proof of 
title and of the existence and ownership of such goodwill as aforesaid as the 
Registrar may require for his satisfaction. 

Alteration of Address. 

81. Every registered proprietor of a trade mark who alters his address shall 
forthwith apply to the Registrar on the Form T. M. No. 17 to insert the new 
address on the register, and the Registraf shall alter the register accordingly. 

Discretionary Power. 

82. Before exercising any discretionary power given to the Registrar by 
the said Act adversely to any person, the Registrar shall, if so required, hear the 
person who will be affected by the exercise of such power. 

83. An application for a hearing shall be made within three months from 
the date when the matter on which the Registrar is called on to exercise dis- 
cretionary power has arisen. 

84. Upon receiving such application the Registrar shall give the person 
applying ten days' notice of a time when he may be heard by himself or his 
attorney or patent agent. 

Within five days from the date when such notice would be delivered in 
the ordinary course of post the person applying shall notify the Registrar whether 
or not he intends to be heard on the matter. 

85. The decision of the Registrar in the exercise of any such discretionary 
power as aforesaid shall be notified to the person affected. 

APPI.ICATI0NS UNDER SECTION one hundred and thirty-one (1) ot the Act. 

86. All applications to the Registrar under section one hundred and thirty-one 
(1) of the Act shall be upon the Form T.M. No. 18. Such application shall be 
accompanied by a case setting out fully the facts relating to the marks of which 
the Registrar is requested to permit an apportionment. 

87. Upon receipt of such request and of such case the Registrar shall in- 
quire into the facts and call for such evidence as he may deem necessary upon 
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the subject of such 'application. Before giving his decision the Registrar shall, 
if necessary, give the parties an opportunity of attending before him at a hear- 
ing either by themselves or by their attorneys or patent agents. 

The decision of the Registrar shall be in writing. 

88. Upon any apportionment of marks under this section the Registrar shall 
insert in the register a note in connection with each of the registered trade marks 
of the fact of such appointment, and shall in such note refer to the date of the 
decision under which such apportionment has taken place. 

Appucation under Section one hundred and thirty-three OF the Act. 

89: Applications under section one hundred and thirty-three of the Act to the 
Registrar may be made by the registered proprietor, or where the registered 
proprietor is a company in liquidation by the liquidator, and in other cases by 
such person as the Registrar may desire tp be entitled to act in the name of the 
registered proprietor. 

90. Where such application is made the Registrar may require such evidence 
by affidavit or otherwise as he may think fit as to the circumstances in which 
the application is made. 

91. Where application is made, on Form T.M. No. 23, to enter a disclaimer 
or memorandum relating to a trade mark, the Registrar, before deciding upon 
such application, shall direct that the application be advertised in three con- 
secutive issues of the Gazette in order to enable any person desiring so to do 
to state any reasons in writing against the applicant being allowed to make such 
disclaimer or enter such memorandum. 

Applications under Section one hundred and thirty-four ot The Act. 

92. Where a person desires to apply under section one hundred and thirty-four 
of the Act to alter a trade mark he shall make his application in writing on 
Form T.M. No. 24, and shall furnish the Registrar with four copies of the 
mark as it will appear when altered. 

93. Before proceeding with such application the Registrar may call on the 
applicant to furnish a block suitable to advertise in the Gazette the fact that such 
application has been made, or, if he think fit, the Registrar, without calling for 
a block, may insert an advertisement describing the alteration proposed in words 
so that it can be understood by persons interested in the matter. 

. > Where leave is granted the Registrar may, if he is not already in possession 
of a block showing the trade mark as altered, cause the applicant to furnish a 
block showing the trade mark as altered for advertisement in the Gazette, and 
upon receipt of such block shall forthwith advertise the mark as altered in the 
Gazette. 

Search. 

94. The Registrar, if requested so to do in writing upon a Form T.M. No. 
25, may cause a search to be made in any class to ascertain whether any marks 
are on record at the date of such search which may resemble any mark sent 
to him by the person requesting such search, and may cause that person to be 
informed of the result of such search. 
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Office Cwjsed to the P.ubuc. 

95. The office shall not be open to the public on the following days: — 

(a) All days observed as public holidays; 

(b) days which may from time to time be notified by a placard posted 
in a conspicuous place at the office ; and 

(c) days observed as days of public fast or thanksgiving. 

Power to Dispense with Evidence. 

96. Where under these rules any person is required to do any act or thing, 
or to sign any document, or to make any affidavit on behalf of himself or of 
any body corporate, or any document or evidence is required to be produced to 
or left with the Registrar, or at the office, and it is shown to the satisfaction 
of the Registrar that from any reasonable cause such person is unable to do 
such act or thing, or to sign such document, or make such affidavit, or that 
such document or evidence cannot be produced or left as aforesaid, it shall be 
lawful for the Registrar, and upon the production of such other evidence, and 
subject to such terms as he may think fit, to dispense with any such act or 
thing, document, affidavit, or evidence. 

Amendments. 

97. Any document or drawing or other representation of a trade mark may 
be amended, and any irregularity in procedure which in the opinion of the 
Registrar may be obviated without detriment to the interests of any person 
may be corrected, if the Registrar think fit, and on such terms as he may 
direct. 

Eni^argement of Time. 

98. The time prescribed by these rules for doing any act, or taking any 
proceeding thereunder, may be enlarged by the Registrar, if he think fit, and 
upon such notice to other parties, and proceedings thereon, and upon such terms, 
as he may direct, and such enlargement may be granted though the time has expired 
for doing such act or taking such proceeding. 

99. Whenever the last day fixed by the said Act, or by these rules, for leaving 
any document or paying any fee at the office shall fall on a Sunday, or any 
day observed as a public holiday, or any day observed as a day of public fast or 
thanksgiving, herein referred to as excluded days, it shall be lawful to leave 
such document or to pay such fee on the day next following such excluded day, 
or days if two or more of them occur consecutively. 

Certificates. 

100. The Registrar, when required otherwise than under section one hundred 
and twenty of the Act to give a certificate as to any entry, matter, or thing, which 
he is authorized by the said Act or any of these rules to make or do, may, on 
receipt of a request in writing, and on payment of the prescribed fee, give such 
certificate. 
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101. Where a mark is registered without limitation of colour it shall be 
lawful for the Registrar to grant a certificate of its registration for the purpose 
of obtaining registration abroad either in the colour in which it appears upon 
the register or in any other colour or colours. <^ 

Appeals to the G)urt. 

102. (a) When any person intends to appeal to the Court, such appeal 
shall be made by motion in the usual way, and no such appeal shall be entertained 
unless notice t)f motion be given within one month from the date of the decision 
appealed against or within such further time as the Registrar shall allow. 

(b) When any person intends to appeal to the court he shall, before doing 
so, apply to the Registrar for a hearing and obtain a decision from him upon 
the point raised. Within one month from the date of such decision he shall, 
if he is advised to appeal t6 the court in any case in which an appeal is given 
by the said Act, leave at the office a notice of such his intention, on Form T.M. 
No. 27. 

(c) Such notice shall also be accompanied by a statement in writing of the 
grounds of appeal, and of the appellant's case in support thereof. 

(d) A copy of the notice of intention to appeal, accompanied by a statement 
of the case, shall also be forthwith sent to the Registrar of the Court; and, 
where there has been an opposition before the Registrar, to the opponent or ' 
applicant as the case may be. 

(e) Where the court intends to hear the appeal, seven days* notice, or such 
shorter notice as the court may in any particular case direct, of the time and 
place appointed for the hearing, shall be given to the Registrar and to the ap- 
pellant, and where there has been an opposition before the Registrar to the op- 
ponent or applicant as the case may be. 

Withdrawal op Appeals. 

103. Where under section one hundred and twelve (3) or section one hundred 
and eighteen (4) of the Act an appellant is entitled to withdraw his appeal, such 
withdrawal shall be effected by notice given to the Registrar and to the other 
parties, if any, to such appeal within seven days after the leave ref errd to in 
such sections has been obtained. 

Applications to and Orders op the Court. 

104. Where an order has been made by the Court in any case under the said 
Act, the person in whose favour such order has been made, or such one of 
them, if more than one, as the Registrar may direct, shall forthwith leave at the 
office an office copy of such order, together with Form T.M. No. 26 if required. 
The register may, if necessary, thereupon be rectified or altered by the Registrar. 

Every application to the Court under the said Act shall be served on the 
Registrar. 

105. Whenever an order is made by the Court under the said Act, the Regis- 
trar may, if he thinks that such order should be made public, publish it in the 
Gazette at the expense of the person in whose favour such order has been made. 
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United States. 

Industrial Property. Fees. Convention. Priority. Act of August 17, 1917. 
Practice. Official Statement. 

On January 12, 1917, the Commission of Patents addressed a letter to the 
Director of the International Bureau* of Industrial Property^ at Berne, of which 
the following is an excerpt (translated) : 

* ♦ ♦ ♦ ♦ 

"Whenever a country has prolonged, by reason of the state of war, the delays 
of priority for the payment of fees, and has declared that this privilege would 
be granted to subjects of all countries that confer analagous privileges, I have 
considered that the subjects or citizens of these countries may claim the bene- 
fits of the Act of August 17, 1916,* and have not waited for a formal notice 
that these States recognize that the United States grant substantially analagous 
privileges. On this subject, I call attention to the decisions published in the 
OjSfcial Gazette of October 31 and December 5, 1916. t 

* * « * * * 
(From 33 La Propriiti Industrielle, 18, of Feb. 28, 1917.) 

♦ For text see 14 P. ft T. M. ftev., 349. 
t See 15 P. ft T. M. Rev., 84. 



Industrial Property. Trading with the Enemy. Proposed War Regulations. 

The Trading with the Enemy Act, when enacted, may be expected to con- 
tain a provision permitting the payment of fees in connection with the filing 
pf patent and trade mark applications and the maintenance thereof, the Commis- 
sioner of Patents having so recommended to the Department of Justice. 

The Commissioner has also recommended that provision be made to permit 
of the utilization of inventions, covered by U. S. patents, owned by alien enemies, 
upon application to, and grant by, the Commissioner of such permission, the ques- 
tion of royalty for such use to be left to the courts for determination after the 
War. 



United States Practice. 

Trade Marks 

Commissioner's Decisions. 

SiMPi^Ex E1.ECTRIC Heating Company v. The Ramey Company. 

Decided November 4, 1916. 

1. Trade-Marks — Registrabii^ity — Name o^ a Corporation. 

The word "Simplex" as a trade-mark for electric vacuum-cleaners Held 
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not barred from registration by reason of its similarity to the name of the 
Simplex Electric Heating Company. (Burr ell and Co. v. Simplex Electric 
Heating Co., 22S O. G., 737, discussed and distinguished.) 
2. Same— Same— SiMii^ARiTY ot Goods. 

"Simplex" as applied to electric vacuum-cleaners Held not deceptively 
similar to "Simplex Quality" as applied to heating resistances, coffee-pots, cook- 
ing utensils, etc. 

Appeai, from Examiner of Interferences. 

Trade-Mark ^r Ei^ectric Vacuum Ci^eaners and Sweepers. 

Messrs. Heard, Smith & Tennant for Simplex Electric Heating Company. 

Mr. Chester C. Shepherd and Mr. Walter E. L Bach for The Ramey Com- 
pany. 
Ci^AY, Assistant Commissioner: 

The applicant for registry of a trade-mark, The Ramey Company, appeals 
from the ruling of the Examiner of Interferences in an opposition proceeding 
sustaining the opposition and refusing registry of the word "Simplex" as a 
trade-mark for electric vacuum-cleaners on the grounds (1) that the mark con- 
sists merely in the name of a corporation — to wit, the opposer, Simplex Electric 
Heating Company — not distinctively displayed and (2) that it deceptively re- 
sembles a mark registered by and in previous use by the opposer on "merchandise 
of the same descriptive properties." Aside from a general assignment of 
error for refusal of registry there is also the assignment that the Examiner 
refused to take notice of certain Patent Office records for lack of proper notice 
to rely on them. 

For decision of the second ground of rejection especially a review of the 
facts and a careful construction of the law seem necessary. 

1. The Ramey Company, a corporation of Ohio, applied on February 20, 
1915, for registry of its trade-mark, consisting of the word "Simplex," for 
vacuum cleaners and sweepers, in Class 23, alleging the use of said mark since 
August 1, 1913. The classification of goods was required to be changed because 
the applic2lnt's particular vacuum cleaners and sweepers were electric 
vacuum cleaners and sweepers, and without this the mark as offered 
was refused registry on Certificate No. 90,715, of Kendall & Son, for 
the word "Pneu- Simplex," for vacuum cleaners. The applicant there- 
upon specified electric vacuum cleaners and sweepers in Class 21, Electrical ap- 
paratus, instead of in Class 23, Cutlery, machinery, etc. Registry being thereupon 
allowed, opposition to registry was filed on June 29, 1915, by the Simplex 
Electric Heating Company, a corporation of Massachusetts, on the grounds above 
mentioned. 

2. The parties both took proofs, from which the following facts appeared : 

(o) That a firm in Boston called The Simplex Electrical Company, A. F. 
Mason, manager, on October 28, 1890, registered the trade-mark "Simplex" 
for insulated wire (Certificate No. 18,552). 

(6) That the Simplex Electrical Company was incorporated in Massa- 
chusetts March 16, 1895, by five persons named Morss, to manufacture and 
deal in wire and machinery for electrical purposes, lead, rubber, etc. (Exhibit 
1), and that on July 14, 1902, five persons, including three of the incor- 
porators of the previously-incorporated company, also incorporated the Sim- 
plex Electric Heating Company to manufacture and deal in appliances for 
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electric heating and in wire, metal, rubber, etc. (Exhibit 3), and that on 
January 21, 1913, The Simplex Electrical Conipany changed its name to 
The Simplex Wire and Cable Company (Exhibit 2). (There is no sufficient 
proof that the opposer owns the good-will of the business of the original 
firm or the right to its trade-mark, there being no assignment or other 
written evidence of record and the oral proof being the bare and uncertain 
testimony of one not at party to the transfer.) 

(c) That on September 11, 1906, the opposer, the Simplex Electric 
Heating Company, registered the words "Simplex Quality" (Certificate No. 
56,315) as a trade-mark for various heating and other resistance devices, claim- 
ing use since January 1, 1905. Also on the same date it registered a device 
with these two words, together with a bracket and monogram, for the same 
goods (Certificate No. 56,316), alleging use since August 21, 1905. Also 
on September 18, 1906, it registered the same mark as this last (Certificate 
No. 56,383) for various coffee-pots, cooking utensils, etc., apparently not 
heated by electric resistance, and alleging use since August 21, 1905. 

(d) It is alleged that the opposer's business of making resistance-heaters 
has expanded in some directions; but its latest catalogue of 1914 (Exhibit 8) 
fails to remotely suggest any goods except heaters and the accessories of 
heaters. The plug-switches, for example, are said to be a convenience "for 
electric heating apparatus." The catalogue is entitled "Electric Heating," 
which is, in fact, the name of the company. Witnesses Morss and Ayer 
testify that the business may in time include other things, and they "may 
wish to add" even electric vacuum-cleaners, which they say "is not at all 
an unreasonable addition to the line;" but the reason given for this prospect 
is quite illogical, being merely that such goods are operated by taking cur- 
rent from a lamp-socket in the house. This criterion clearly would also 
include electric lamps, mechanical toys, fans, sewing-machine motors, wash- 
ing-machines, freezers, churns, and in short all small portable electrical ap- 
paratus whatsoever. 

(e) It appears that various persons have supposed that vacuum-cleaners 
called "Simplex" were made by the opposer; but there is no evidence of 
any such mistake by one who took the trouble to look at the mark on the 
goods. It would not be evidence of confusion even if one not noticing the 
mark had bought the wrong goods by mistake. (S hull-Day Co. v. Levy, 229 
O. G., 1574; — App. D. C, — , May 29, 1916.) A great many people continually 
are getting other people's mail because they have common names. It is the 
natural consequence of having a common name. 

(/) There is no evidence of any damage to the opposer by reason of 
confusion of the marks. The opposer never made or proposed to make any 
vacuum-cleaners or any like goods, and it could not be injured by mere use 
generally of a word which it uses specifically, because that word is a common 
descriptive word, is part of the name of many other companies, and had 
long been used as a trade-mark before this corporation came into being. 

(g) There are shown (Ramey record, pp. 18 to 22) sixty registrations 
of the word "Simplex" as a trade-mark, seven being registered prior to the 
incorporation of the opposer on July 14, 1902, one prior to the incorpora- 
tion of the Simplex Electrical Company on March 16, 1895, and eleven prior 
to the first use alleged by either of the corporations — i. e., January 1, 1905. 
Among these registrants there are uses claimed as far back as the year 1859 
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(Chadwick, No. 56,842) and uses by other companies whose corporate name 
includes "Simplex^' prior to either use or incorporation of the opposer. 
(Simplex Railway Appliance Co., Certificate No. 81,752, use since 1897; Sim- 
plex Piano Player Co., Certificate No. 56,053, use since 1900.) 

3. There are registrations of the word "Simplex" as a trade-mark for elec- 
trically-operated goods, such as lamps (No. 66,219) and moving-picture appara- 
tus (No. 88,633), and also for vacuum-cleaners (No. 90,715). Since the opposer 
has existed there has been a continuously-swellmg stream of registrations of 
the word for various goods. Not a year has passed without several of them. 
The applicant raises the question of estoppel by the opposer's fourteen years 
of silence in the presence of this wide-spread invasion of what it now claims 
as its rights. (Rectanus v. United Drug Co,, 226 Fed. Rep., 545.) 

Estoppel being a doctrine against inconsistent conduct, it Is also noteworthy 
that when the opposer registered its own trade-mark it must have done so 
with the distinct understanding that its mark did not consist merely in its corporate 
name, for the law as it existed in 1906 did not permit of registry of its name, 
according to the well-known rulings of the court. (In re Success Co., 152 O. G., 
958; 34 App. D. C, 443.) 

. The records of this Office show that the mark was specific and the goods 
specific. 

4. The opponent upon filing its application for registry. No. 56,315, stated 
that the mark consisted of the two opposite arms of a Maltese cross, intersected 
by a rhombus, and the words "Simplex Quality" and the monogram "SEH Co." 
and that the class of merchandise to which the trade-mark was appropriated was 
articles for the control of electric currents by means of resistance, naming as 
particular goods a list of resistance controls. A more definite class of merchandise 
having been required, the Examiner noted that the original specimens related 
only to enameled rheostats and called for a revision, and the certificates as 
finally granted mentioned forty-two forms of heating devices and eight forms 
of electric resistances. It also erased from the drawing all except the words 
"Simplex Quality." 

In the application for Certificate No. 56,316, made at the same time, there 
was mentioned originally the same forty-two forms of heaters and eight forms 
of rheostats. The Examiner objected to tWo registries for the same purpose 
and noted that the specimens showed the use of the mark only on- electric curling- 
iron heaters. 

In the application for registry of Certificate No. 56,383, which has the 
identical mark as in No. 56,316, the applicant enumerates some twenty-two 
cooking and heating vessels, such as teapots and water-heaters, glue-pots, etc. 
Division was required to get a particular description of goods all in the same 
class, Metal manufacturing. Class 13. 

5. No references were cited against any of these registries, nor did any 
opposition develop, notwithstanding they had been preceded by some twelve 
or fifteen registrations of the word "Simplex." Apparently the reason for this 
is that the word "Simplex" was not considered to be the exclusive property of 
anybody, even as a trade-mark. It is a fact that the word "Simplex" has been 
in such wide and varied use in this country not only as a trade-mark but as 
part of a firm or corporation name that everybody has heretofore considered 
something more than the word "Simplex" necessary to identify a corporation. 
An inspection of the directories of some sixteen of the larger cities of the 
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country makes this clear. It shows over three score of such names without 
repetition, and in New York alone over twenty. A selected list is appended 
below. * Among others the Simplex Gas Machine Co. of New York was in- 
corporated October 16, 1884; thp Simplex Manufacturing Co. of New York, 
October 14, 1890; The Simplex Dairy Co. of West Virginia February 5, 1896, 
and The Simplex Railway Appliance Co. of Illinois July 30, 1897. (Record of 
Burr ell v. Simplex Electric Heating Co., 22S O. G., 737, p. 11 ; opposition file 
1453.) All these and others preceded the existence of the opposer herein. 

6. Whether or not in view of this fact and of the list below it could reason- 
ably be said that the mark "Simplex" consists merely in the name of that 
corporation in Massachusetts known as the Simplex Electric Heating Com- 
pany it is at least clear that one who uses "Simplex" as a mark for a vacuum- 
cleaner does not use a mark which consists merely in the name of that cor- 
poration on goods of the same descriptive properties as the goods to which 
that corporation has applied the mark — namely, electrical heating devices. It 
is in effect urged by the opposer that the Commissioner in exercising the limited 
authority given him by section 5 of the law to refuse registration on certain 
specific grounds should construe the law so as not only to read out of it the 
word "merely" and not only to virtually insert after th« word "consists" the words 
"in part of," but in addition to this rule that as a matter of fact heaters are the 
same description of goods as vacuum-sweepers merely because both devices are 
operated by electricity taken from a lamp-socket in the house. On this point 
of the name incidentally this Office is asked now to rule, in refusing registry 
to the applicant, exactly what it ruled against in grafting registry to the op- 
poser, for the word "Simplex" in 1906 could not have been registered unless 
on the supposition that it was not the name of the applicant, the Simplex Electric 
Heating • Company. 

7. Not only the desire to use the term, but the wide use of the word 
"Simplex" both as a trade-mark and as the name of a corporation, is easily 
explained by considering the meaning of the word. It is a common English 
word which has been in use for over thirty-five years and used in connection 
with electrical apparatus ever since the use of simplex, duplex, triplex, and 
quadruplex telegraph. One of the witnesses for The Ramey Company says at 
page 50, answer 41 : 

The word ".Simplex" to my mind and interpretation means something that 
is constructed very simply. 

A reference to dictionaries shows this exact word "Simplex" to be an ordinary 
English word directly adopted from the Latin, just as we have adopted "duplex," 
meaning double, and "triplex," meaning triple. It appears in Ogilivie's Imperial 
Dictionary, published in London in 1882, with the meaning of simple or single; 
also in CasselVs Bncychpcedic Dictionary, New York, 1887, and in the Standard 
Dictionary, 1895. 

8. The ground of rejection that the applicant's mark deceptively resembles 



•Simplex Arms Mfg. Co., Denver; Simplex Window Co., San Francisco; Simplex 
Lubricating Co., Boston; Simplex Wire & Cable Co., Boston; Simplex Auto Specialty 
Co., Detroit; Simplex Concrete Piling Co., Cincinnati; Simplex Machine Co., Atlanta; 
Simplex Exercising Co., Philadelphia; Simplex Valve & Meter Co., Philadelphia; Simplex - 
Floor Surfacing Co., Baltimore; Simplex Railway Appliance Co., St. Louis; Simplex Air 
Brake & Mfg. Co., Pittsburgh; Simplex Button Works, New York; Simplex Fire Extinguisher 
Co., New York; Simplex Golf Practice Machine Corporation, New York; Simplex Ink Co., 
New York; Simplex Letter Opener Co., New York; Simplex Typewriter Co., New York; 
Simplex Refrigerating Machine Co., Chicago; Simplex Sand Blast Manufacturing Co., Chicago. 
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the mirk registered by and in previous use by the opposer on merchandise of the 
same descriptive properties is unsound and is disapproved. This for the double 
reason that the word "Simplex/* standing alone, is in such common use that 
it is incapable of identifying any goods without further reference to them and 
on the ground that the goods of the opposer are not of the same descriptive 
properties as the goods of the applicant. 

9. On the other ground of rejection — namely, that the mark consists merely 
in the name of the Simplex Electric Heating Company — it will be obvious 
from the foregoing discussion that if the word "Simplex" is the name of a 
previously-existing corporation it is not any more the name of the previously- 
existing Simplex Electric Heating Company, incorporated in 1902, than it is 
the name of the previously-existing Simplex Gas Machine Co., of 1884, or 
Simplex Manufacturing Co., of 1890, or Simplex Dairy Co., of 1896, or Simplex 
Railway Appliance Co., of 1897, etc. — thj^t is, the word "Simplex" does not identify 
any corporation in particular, for the simple reason that it is equally the name 
of various corporations. In short, if one referred to "the company Simplex," 
without anything else, it would not be known to what he was referring. This 
fact is here stated as one of the reasons for concluding that there has been 
and can be no confusion of the mark of the registrant and name of the opposer 
which is anything other than the inevitable consequence of the opposer's having 
chosen as a part of its name a word already in common use as a name and 
trade-mark. One may not have immunity from all interference in the use of 
his name when he had deliberately chosen as his name a name which is common 
property. 

10. The opposer urges that the decision of the Commissioner and the court 
in the case of Burrell & Co. v. Simplex Electric Heating Co. (225 O. G., 737) 
conclusively decides the first ground of opposition and is binding in the present 
case. It is true that a clear distinction between the present case and the Burrell 
.case is not obvious; but I think there are distinctions and reasons sufficient 
to justify me in following what it will be obvious from the foregoing discus- 
sion is my own unavoidable conviction — that the particular facts of this case 
are such that the proffered trade-mark cannot be held to consist merely in the 
name of the corporation. In the Burrell case, when it was before the Patent 
Office, Acting Commissioner Newton ruled on several points which were not 
reviewed by the court in sustaining his general conclusion. In his decision at 
117 MS. Dec. (p. 344) he said, in effect, that there might be a question of 
estoppel against the Heating Company setting up in this second interference 
the ground of opposition that the applicant used opposer's corporate name, 
because the opposer had not raised that objection in the first interference, 
where it could as well have been raised. He mentioned this point only as bearing 
on the equities respecting the question of estoppel against the applicant itself 
claiming a modified registry of the mark after the matter had once been decided. 
He held that the Burrell Company was not estopped, and it is this particular point 
that the court afterward discussed most and reversed in reviewing the case. 

Acting Commissioner Newton next discussed the question of damage and. 
cited the Asbestone case (Asbestone Company v. Carey, 41 App. D. C, 507; 200 
O. G., 857) to show that damage would be presumed where the applicant sought 
to register the opposer's name. He remarked that — 

the decision in the Abestone case seems to be based on the theory that registration 
of the corporate names being prohibited by the statute because of the common 
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law right of a corporation to the exclusive use of its name, therefore, the court 
held: — "it is sufficient that possible damage may be inferred from invading the 
property right which the corporation possesses in its name;** 
but neither the Commissioner nor the court appears to have passed upon the 
present question — whether the opposer had, in fact, any common^law rights in 
its name, supposing its name to be "Simplex.** 

The Commissioner also said in the Burrell case: 

Applicant contends in effect that "Simplex" not being opposer's full name, 
does not fall under the condemnation of sec. 5 of the trade mark statute forbidding 
among other things the registration of "merely * * * the name of * * * 
a corporation.'* But the court has fully indicated what is meant in the statute 
by ''merely'* the name, in such decisions as Kentucky Distilleries & Warehouse 
Company v. Old Lexington Club Distilling Company, 135 O. G., 220; 31 App. 
D. C, 223, and in re The Success Company, 152 O. G., 958; 34 App. D C, 443. 

This matter also the court found it unnecessary to discuss in its opinion, 
whereas it seems necessary in the present case to decide just the question whether 
the name of a corporation can be construed as that part of it to which it has 
no peculiar rights. So far as the court indicates what is meant by the word 
"merely" in the Old Lexington Club case it does not apply to the case at bar 
The term "Old Lexington Club" was "merely the name of a corporation" in 
every sense that can possibly be gotten out of that phrase. It was merely 
the name because it was all that and nothing more. It was the mere name 
because it had no meaning other than its meaning as a name. It was the 
name merely of this corporation because this corporation was the only concern 
having that name. 

In the Success case also the peculiar and the only identifying word in 
the corporation's name was the word "Success." It was the identifying name 
also because there was no other concern having that name. It was the essence 
of that decision that the law intended to prevent the registration of a name 
which belonged to another, and under no possible construction of the law could 
it be denied that that mark was the corporation's own name and as a name was 
its own property. 

These cases were cited in the Burrell case simply to show that the word 
"Simplex" was the essential and substantial identifying part of the name of the 
corporation. This was a finding of fact which, with the record now before me, 
I am able to find in this case. There is a new exposition of the meaning of 
the word, as well as the extent of its use; but even if the same finding of 
fact could be made in the present case it still seems to me that to decide 
"Simplex" to be the essential identifying part of the name of the Simplex Elec- 
tric Heating Company is not deciding the question whether a word which is an 
essential part of the names of scores of concerns is the name of any one of them 
nor whether it is the mere name in the sense of belon^ng to one of them. 

If the reason for the prohibition of the statute is the common-law right 
of the corporation to the exclusive use of its name, then it would seem to follow 
that where the corporation is shown to have no common-law right to the ex- 
clusive use of its name there is no reason for the prohibition. It was clearly 
stated in the Burrell case that the decision in the Asbestone case was based 
on this theory. When the case was before the court, nothing whatever was 
said on this point except that the conclusion that the case was ruled by the 
Asbestone decision clearly was correct. 
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It is true it was contended in the Burrell case, in the brief of the applicant, 
that— 

a holding that "Simplex" and "Simplex Electric Heating Company" are sub- 
stantially identical is tantamount to holding, in view of the facts of record, that 
the opposer is without an identifying name. 

This point was not ruled upon by either the Commissioner or. the court. 
It is significant that the answer to this argument found in the brief filed for 
the Simplex Electric Heating Company was the following statement (p. 23) : 

"It can make no diflference if, in protecting the name of the Simplex Electric 
Heating Co., protection is also afforded to the name of other companies, nor can 
it make any difference whether or not the mark has been used as a valid trade- 
mark by others upon other lines of goods." 

The court in its review and decision of the Burrell case concerned itself 
entirely with the question of res adjudicata and with criticizing the Office practice 
of allowing a second contest merely because the registrant had slightly altered 
the class of goods upon which it used its mark. It only casually mentioned 
the ground of opposition now being discussed, and what it actually said was 
merely that the conclusion of the Patent Office that the Burrell case was ruled 
by the Asbestone decision was correct. A broad and radical distinction between 
the Burrell case and this case is that this opposer could go into court and enjoin 
the Burrell Company from using the maijjc "Simplex" on a heater and it clearly 
could not go into court and enjoin this applicant from using the word "Simplex" 
on a carpet-sweeper. 

The very law and authorities which would protect a corporation in the 
use of its name would seem to operate to prevent the corporation from in- 
terfering with the use by others of that part of its name which it has merely 
appropriated from still others and to which it has no more right than they 
have. I think the record in the present case not only shows that the opposer 
has no rights whatever in the word "Simplex" except as a mark for heaters, but 
shows that the effect of allowing it to prevent the registration of any mark for 
other goods foreign to its own field involving the word "Simplex" would be 
to grant the opposer the privilege of withdrawing from public use and monopoliz- 
ing a common English suggestive word which has been much prized and widely 
employed for many years as a trade-mark and as a name. The opposer clearly 
shows herein the intention to say to the commercial world: There shall be 
no further use of this word "Simplex" as part of a registered trade-mark. That 
widespread and long-established custom is hereby interdicted. 

The word involved in this case is one of a large class of words which have 
for a great many years been much used because of their peculiarly suggestive 
meaning. For other examples there are the words "Acme," "Anchor," "Champion," 
"Eureka," "Excelsior," "Ideal," "Jewel," "Liberty," "National," "Pride," "Premier," 
"Queen," "Royal," "Star," "Sunlight," "Triumph," "Victor." It would be a 
serious matter if the law actually permitted any one who chose to do so ta 
organize a series of corporations with names containing these words, respectively, 
and thereupon virtually withdraw these words from public use as trade-marks 
and monopolize them by preventing their registry as such. Until the court 
has in unmistakable terms so said I cannot believe that its decisions indicate 
such a construction of the word "merely" in the trade-mark statute as to allow 
such a condition, for as it is the policy of the law to allow registry of whatever 
marks the applicant has a common-law right to exclusively use on a particular 
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kind of goods and as it is the policy of the law to protect for the same reasdn 
the owner of a corporate name in its use of its name it would seem that 
it could not be the policy of law to allow any one by adopting a term be- 
longing to the public to monoplize it and prevent the public using it in a 
proper case as a registered trade-mark. 

On both the grounds alleged the opposition is dismissed and the applicant's 
mark will be admitted for registry. Reversed. (From 232 Official Gazette, 1259.) 



Patents. 

Ex PARTE HaBENICHT AND BECKE. 

Decided March 15, 1917. 

1. Extension of Time, of Act August 17, 1916 — Reciprocal Privileges— Time 

OF Filing. 

It is assumed that in view of the act of August 17, 1916, extending the 
time for filing an application where the failure to file it within twelve months 
was due to the state of war, a similar extension will be granted by the Ger- 
man Government to citizens of this country under the proclamation of May 
7, 1915. (215 O. G, 979.) 

2. Same— Same— Same— Delay Due to^War. 

The showing made Held sufficient to establish that the failure to file 
the application in this country within twelve months of the filing of the appli- 
cation in Germany was due to the existing and continuous state of war and 
Held that the grant of the German patent will not, therefore, bar the grant 
of a patent in this country. 

On petition. 

Carbureter for Exploding-Motors. 
Mr. B. Singer for the applicants. 
EwiNG, Commissioner : 

This is a petition that applicants be accorded an extension under the pro- 
visions of the act of August 17, 1916. This application was filed February 28, 
1917. It appears f>rom the oath that the corresponding German application was 
filed January 27, 1916. This Office has not been advised that the German Govern- 
ment is granting to citizens of this country similar extensions. The German 
ordinance of May 7, 1915, (215 O. G., 979,) providing for an extension of the 
periods of priority, states that the provisions of the ordinance shall apply — 

in favor of subjects of foreign countries when and to the same extent as, the 
priority time limits are prolonged in such countries in favor of German sub- 
jects, as shall be certified by proclamation published in the Reichs-Gesetshlatt. 
It is assumed that in view of the act of August 17, 1916, extending the time 
for filing an application where the failure to file it within twelve months was due 
to the "existing and continuing state of war," a similar extension will be granted 
by the German Government to citizens of this country. 

The showing ma'de is deemed sufficient to establish that the applicants were 
unable, on account of the "existing and continuing state of war," to file their 
application within the twelve months. The grant of the German patent will there- 
fore not bar the grant of a patent in this country. 
The petition is granted. 
(From 236 Official Gazette, 1219.) 
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Obituary. 

£x-Commissioner of Patents, Ellis Spear. 

General Ellis Spear died at St. Petersburg, Fla., on Tuesday, April 3, 1917, 
in the 83d year of his age. 

He was born in Warren, Maine, October 15th, 1834, and was brought up 
on a New England farm, with its abundance of fresh air and hard work, and thus 
laid a foundation for an iron constitution that stood well by him in the strenuous 
life that he led in his country's service both military and civil. His ancestors had 
been equally hardy farmers, lumbermen, shipbuilders and mariners. His in- 
herited sound constitution, fortified by his boyhood out-door work six days in 
the week, made it possible to study by candle light each day, and this self-in- 
struction, augmented by the imperfect school training furnished by the efforts of 
the underpaid teachers of the waning days of the poorly endowed old 
State Academy at Warren, prepared him for matriculation at Bowdoin College. 
He was graduated with honor at Bowdoin in 1858, and in order to pay back 
the money advanced by his father and friends he taught school continuously, 
1858-62. The civil war appealed to his patriotic spirit and as soon as his debt 
for college privileges had been paid he raised a company of volunteers in the 
town where he was teaching, and entered the volunteer service in 1862 as Captain 
of Company G, Twentieth Maine Volunteer Infantry, and served in the field 
about three years, rising by successive promotions to the rank of Colonel and 
Brigadier-General by brevet. He commanded the regiment the greater part of 
the time from September, 1863, to the close of the war, temporarily serving also 
in 1864 and 1865 in command of the brigade to which his regiment was as- 
signed. He was brevetted in October, 1864, for "gallant and distinguished service" 
while in command of the brigade at the battle of the Peebles Farm, September 
30, 1864, and twice subsequently, and was commended in official reports for 
efficient services at the battle of Five Forks, April 12, 1865. At the close of 
the war he entered the United States Patent Office as a clerk, assigned to duty 
as Assistant Examiner. He was promoted successively to the grades of Second 
and First Assistant, and in 1869 was made Principal Examiner. He was ap- 
pointed by President Grant Examiner-in-Chief in 1872, and Assistant Com- 
missioner of Patents in 1874. He resigned that office in 1876, and became a 
member of the law firm of Hill, Ellsworth & Spear, but a few months later was 
appointed by the same authority Commissioner of Patents, which office he re- 
signed in 1878 and entered upon the practice of his profession, making a specialty 
of patent law, in which he was actively engaged in his own name until 1902 
and thereafter as senior member of the firm of Spear, Middleton, Donaldson & 
Spear. 

He was admitted to the bar of the Supreme Court of the District of Columbia. 
He has been interested in the affairs of the District; was a director of the 
Board of Trade many years; served as trustee of the Public Schools; was 
many years President of the Society of the Mount Pleasant Congregational 
Church; has been Commander of the Military Order of the Loyal Legion of 
the District of Columbia; President of the Maine State Association, and Presi- 
dent of the Patent Law Association of the District of Columbia. He served as 
Chairman of the committee of parade of the G. A. R. Encampment of 1893, and 
Chairman of the committee on medals and badges in the first and second inaugu- 
rations of President McKinley He was Vice-President of the Equitable Co- 
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operative Building Association, and Vice-President of the Washington Loan & 
Trust Company. 

He is survived by his wife and three sons, James M. Spear of this City, 
associated in business with him, Ellis Spear, Jr., engaged in the practice of patent 
law in Boston, and Arthur P. Spear an artist, also located in Boston. 



Mr. Nils Rahm, Chief of Division, Swedish Patent Office. 

We have received news of the death of Mr. Nils Rahm, Chief of Division of 
the Swedish Patent Office, on December 20, 1916. 

Mr. Rahm represented his Government at the Second Conference of Brus- 
sels of the Union for the Protection of Industrial Property, and at the Technical 
Reunion at Berne, as likewise at numerous Congresses of the International 
Association. Essentially modest, he avoided pushing himself forward, and was 
of few words; but those that knew him best have learned to appreciate him as a 
man of great worth. (Translation from 33 La Propriiti Industrielle, 13, of 
January 31, 1917.) 
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Trinidad and Tobagro. 

Trade Marks. Collective. Ordinance of May 15, 1913. 

An ordinance to amend the Patents, Designs and Trade Marks Ordinance, 

' No. Id, 
(L. S.) (Signed) George R. Le Hunte, 

Governor. 
llih May, 1913. 

Be it enacted by the Governor of Trinidad and Tobago with the advice and 
consent of the Legislative Council thereof as follows: 

Short Title. 

1. This Ordinance may be cited as the Patents, Designs and Trade Marks 
(Amendment) Ordinance, 1913. 

Standardisation, etc.. Trade Marks. 

2. Where any association or person undertakes the examination of any goods 
in respect of origin, material, mode of manufacture, quality, accuracy, or other 
characteristic, and certifies the result of such examination by mark used upon or in 
connection with such goods, the Governor may, if he shall judge it to be to the 
public advantage, permit such association or person to register such mark as a 
trade mark in respect of such goods, whether or not such association or person 
be a trading association or trader of possessed of a goodwill in connection with 
such examination and certifying. When so registered such trade mark shall be 
deemed in all respects to be a registered trade mark, and such association or person 
to be the proprietor thereof, save that such trade mark shall be transmissible or 
assignable only by permission of the Governor. 

Passed in Council this Thirtieth day of April, in the year of Our Lord one 
thousand nine hundred and thirteen.^ 

(Signed) Harry L. Knaggs, 

Clerk of the Council. 



Canada, 

Patents. Applications. Claims. British Form Permitted. Official Memoran- 
dum of May 2, 1910. 

Memorandum for the Patent Examiners. 
. In a pending case the Examiner following the practice of the office reported 
against certain claims as being informal inasmuch as they contained references to 
other claims instead of describing the mechanism in question, and he stated that 
every claim must be an independent unit reciting the elements which comprise the 
device. 

The applicant appealed to the Commissioner from the Examiner's action, 
contending that the British form in which his claims were drawn was not only 
allowable under the Canadian law but preferable to the one prescribed by the 
Canadian office. 

As the determination of the question raised by the appeal involved a possible 
change in the long-established practice of the office I deemed it advisable to ob- 
tain the views of the Examiners before dealing with it. 

These views were furnished me in memoranda. They are almost unanimously 
in favor of the established form of the office and I am inclined to agree with 



Digitized by VjOOQ IC 



228 CANADA— GREAT BRITAIN 

them; but while our present form may be preferable to the British I have not 
come to the conclusion that an applicant may not make use of the latter if he so 
prefer. 

I can find no authority for the office practice other than the form contained 
in the published Rules and Forms. This form has the approval of the Governor in 
Council; but such approval has not the effect of making its use imperative; it 
simply establishes its sufficiency. Any other form which meets the requirements 
of the act, namely, "shall state clearly and distinctly the contrivances and things 
which he claims as new and for the use of which he claims an exclusive property 
and privilege," must be accepted. 

If claims are presented in the British form the Examiner should point out to 
the applicant that, both for his own better protection and for the convenience 
of the office, it is desirable that the prescribed form be followed, but if he insists 
upon the use of the form which he has adopted his claims will be dealt with in that 
form at his own risk provided they meet the requirements of section 13 of the act 

Ottawa, 2nd May, 1910. 

(Sgd.) Geo. F. O'Hai^wran, 
•-- Deputy Commissioner of Patents. 



PT-' 



Great Britain. 



Patents. Designs. Trade Marks. Alien Enemies. Applications. Renewals. 
"War Measures/' Official Announcement of April 13, 1917. 

Interests of British and Enemy Subjects in Patents, Trade Marks and 

Designs. 

The following announcement has been , issued by the Foreign Trade Depart- 
ment of the Foreign Office, under date 13th April: 
To all whom it may concern: 

Whereas it is desirable to protect the interests of British subjects in Patents, 
Trade Marks and Designs, and for this purpose it has proved to be necessary to 
make certain arrangements dealing with the interests of both British and Enemy 
subjects in Patents, Trade Marks and Designs, and whereas it has been repre- 
sented to me by the Board of Trade that British subjects are permitted to apply 
in enemy territories for the grant and renewal of the grant of letters patent and 
for the registration and renewal of the registration of Trade Marks and Designs: 
Now I, Ernest Murray Pollock, one of His Majesty's Counsel and a Member of 
the Commons House of Parliament, Controller of the Foreign Trade Depart- 
ment of the Foreign Office, in pursuance of the authority given me in this behalf 
by His Majesty's Principal Secretary of State for Foreign Affairs, hereby, on 
behalf of His Majesty, give and grant, unto every person, or body of persons, 
incorporated or unincorporated, resident, carrying on business or being in the 
United Kingdom, full licence and authority to apply on behalf of any person, or 
body of persons whose name now is, or shall hereafter be, placed on the Statu- 
tory List of persons with whom trading is forbidden by any Proclamation issued 
under the Trading with the Enemy (Extension of Powers) Act, 1915, for the 
grant, or for the renewal of the grant, of any letters patent, or for the registra- 
tion, or for the renewal of the registration, of any trade mark or design in the 
United Kingdom, or in any part of His Majesty's Dominions outside the United 
Kingdom, where such applications are allowed by the Government of that part of 
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His Majesty's Dominions to be made on behalf of persons, or bodies of persons, 
whose names are on the Statutory List, and for that purpose to transact all neces- 
sary business with regard to the application, and to all matters arising thereout 
with the person, or body of persons, on whose behalf the application is made, 
and generally to do all things necessary for carrying the application into effect^ 
and in particular to pay any fees payable in the United Kingdom, or in any such 
part of His Majesty's Dominions outside the United Kingdom as aforesaid (pro- 
vided that no fees be paid to any person, or persons resident or carrying on 
business outside the United Kingdom, unless such person or persons is or are per- 
mitted by the Government of that part of His Majestsr's Dominions in which he or 
they is or are resident or carr3ring on business, to pay fees on behalf of persons 
or bodies of persons whose names are on the Statutory List), and to pay and 
retain any charges or expenses incurred in relation to the matter aforesaid. (From 
The Illustrated Official Journal {Patents), April 25, 1917, p. 328.) 



Oermany. 

Patents. Gebravchsmotter. .Of Interest to National Defense. Publication 
Prohibited. "War Measure." Notice No. 5702, of February 8, 1917. 

(Translation.) 

Notice Prohibiting Proceedings tor the Pubucation o* Certain Patents o* 
Invention and Gebrauchsmuster. 

By virtue of § 3 of the Law of August 4, 1914, authorizing the Federal Council 
to take measures of economic order, etc. {Reichsgesetzblatt, 327), the Federal 
Council has decreed as follows: 

§ 1. The delivery of a patent shall be made without any publication when 
the Patent Office, after having heard the Administration of the Army and the 
Navy, shall consider that the invention ought to remain secret in the interest 
of the national defense or for the prosecution of the war (Kriegsmrtschaft) . 

The same rule shall be applied in whatever concerns the registration of 
Gebrauchsmuster. 

The patent shall be recorded in a special volume of the Register of Patents, 
and the Gebrauchsmuster in a special volume of the Register of Gebrauchsmuster 
(War Register). The contents of the War Register shall not be published. 
Under reservation of the provisions of §2, it shall not be permitted to examine 
the War Register or of the documents relative to the application after the patent 
has been delivered or the Gebrauchsmuster has been registered. 

§2. The Administration of the Army and Navy is at liberty to examine the 
War Register, as well as the documents relative to the deposit of applications 
for patents and Gebrauchsmuster that concern the national defense or the prose- 
cution of the war. 

On petition, the Patent Office may, with the consent of the Administration 
of the Army and Navy, permit other persons to examine the War Register, 
as well as the documents relative to patents delivered and Gebrauchsmuster 
registered in accordance with § 1. 

§3. If, after having heard the Administration of the Army and Navy, the 
Patent Office esteems that it is no longer necessary to keep secret the patent 



* Publication was made on February 8, 1917. 
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or the Gebrauchsmuster, the subsequent procedure shall be governed by the 
ordinary legal provisions. 

§4. Whoever illegally examines the .War Register or documents filed, by 
virtue of which a patent has been delivered or a Gebrauchsmuster has been 
registered, in accordance with § 1, or furnishes to a third party the opportunity 
to examine same, or communicates the contents thereof to a third party, shall 
be punished by imprisonment up to one year and a fine up to five thousand 
marks, or either of these two penalties. 

Attempt at same is punishable. 

§ 5. The present Decree shall become effective the day of its publication. * 
The Chancellor of the Empire shall fix the day whereon it shall cease to be of 
effect. 

Berlin, February 8, 1917. 

(Signed) Dr. Helfferich. 

(From 33 La Propriete Industrklle, 18, of February 28, 1917.) 



Canada. 

Trad« Marks. Surnan^e. rVHorlick's." Distinctive. Valid. Decision on 

Appeal. 

Rs; Horuck's Mai^ted Milk Co. 

Mr. Harold Fisher and Mr. Russel Smart for appellant. 

The Chief Justice: 

This is an appeal from a judgment of the Exchequer Court on a petition by 
Horlick's Malted Milk Co. to register the surname "HorHck" as* a trade mark to 
be used in connection with the sale of food products (ss. 5, 11 and 42 of the Act). 

The application was disposed of in the Exchequer Court apparently on the 
assumption that the facts alleged in its support disclosed merely a case of passing 
off and that the goods had acquired a reputation on the market by reason of the 
superiority of their manufacture and nothing more. 

The grounds on which the minister refused the application do not appear, 
but his right to refuse to register is limited by section 11 of the Act. Having care- 
fully considered the different subsections of section 11 I assume that the minis- 
ter exercised the powers conferred by subsection (e) of that section to the effect 
that the trade mark for which registration was sought did not contain the essentials 
of a trade mark properly speaking. I am not quite clear as to what that language 
means but in any event, both before and after the statute the office of a trade mark 
was and is to point out the origin or ownership of the article to which it is 
affixed, In the words of the English Act, 1905, Section 9, a trade mark is some- 
thing adopted to distinguish the goods of the proprietor of the trade mark from 
those of other persons. Our statute, section 5, enacts that all names adopted by 
a person in trade for the purpose of distinguishing an article manufactured and 
offered .for sale by him shall for the purposes of the Act be considered as a 
trade mark. 

The. evidence, . as I understand it, and I have read the affidavits with some 
attention, does not refer as the judge below assumed, to the quality of the goods, but 
:-they establish that the ; word "Horlick" has been used as a sign or symbol to in- 
dicate the origin or ownership of the goods to which it has been attached and, in 
the words of section 5, to distinguish the article manufactured and offered for 
sale. In these circumstances I fail to see how the application to register should 
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be refused on the plain language of the sections of the Act. I do not think 
that the Teofani case (1913) 2 ch. 545, is applicable on the facts of this case. But 
in Teofani's case it was held "that a surname is not necessarily incapable of being 
a registrable trade mark." It may be registered for instance where it is as in this 
instance an uncommon name and its use has been so extensive that in fact it has 
become distinctive. Here the affidavits show that the trade mark has been in actual 
use and that such use has been sufficient to render it distinctive; food products in 
packages bearing as a conspicuous identifying feature the word "Horlick" have been 
sold in the United States and in Great Britain and the Colonies for over forty years, 
the approximate number of packages sold each year amount to 7,500,000 and the 
annual cost of advertising has been almost $500,000. 

This case is distinguishable on the facts from the caJse of R. J. Lea, 29 T. L. R. 
334, and our statute differs from the British Act; but the Lea case is very in- 
structive. 

I am of the opinion that the appeal should be allowed and the prayer of the 
petition granted. 
Idington, j. : 

I think this appeal should be allowed. The use of names seems expressly 
provided for by section 5 of the Trade Mark and Designs Act, as one of the 
devices which may be adopted for use by any person in his trade, business, occupa- 
tion or calling for the purpose of distinguishing any manufacture, etc. 

Indeed it may by long use have become the most distinctive mark that the 
product of a man's manufacture can be recognized by. 

The material before us indicates at least a right on the part of the petitioner 
to have this name registered as its trade mark. 

The Minister may find some objection upon facts brought to his knowledge in 
any which would entitle him, and might indeed render it his duty, under section 
11 of the Act, to reject the application. We can only speak from what is before 
us. . ' . 

The reference to English decisions is certainly not very helpful. There is 
^uch a wide difference between the frame and express language of the English 
Act and ours, that decisions under the former are often more apt to mislead than 
help, as to put us on our guard. 

In that Act in its latter form the use of names seems eicpressly to require the 
authority of the Board of Trade. 

Under either Act, of course, the use of a name may so tend to mislead that the 
history of its use as well as possibility of it being a very common name in the 
country where the trade mark is to be used must be looked at to avoid misleading. ' 

The Weekly Notes and Law Times come to hand since this appeal was heard, 
contain notes of the decision of Mr. Justice Neville in Re William Crawford & 
Sons, where he held the application for registration should not proceed by reason 
of the name being a common one. He relied on the remarks of Lord Cozens 
Hardy M. R. in the Teofani case. 

All implied therein is very far from holding that the use of a name must be 
prohibited. 
Anglin, J. : 

We have not had the advantage of hearing counsel in support of the drder 
made by the learned judge of the Exchequer Court refusing the petition of the 
applicants for registration of a "specific trade mark." After giving to the con- 
sideration of the appeal the utmost possible care, I am, with great respect, of the 
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opinion that it should be allowed. The learned judge apparently misconceived the 
purport of the evidence adduced. Its object was and its effect is not to establish 
that the products of the applicants ''have acquired a reputation on the market by 
reason of their excellence" or "by reason of the superiority of their manufacture/' 
but to prove that the use in connection with the advertising, packing and sale of 
them of the word "Horlick's" has been so extensive, so conspicuous and of such 
duration and persistence that that word has become distinctive of those products. 
Having regard to the fact that, the name itself is somewhat peculiar and uncommon 
and to the extent and nature of the user shewn, the objections usually made to 
the registration of a surname have not their customary force. The effect pro- 
duced by the user made by applicants of the word "Horlick's" is that it has 
become associated with them. It has become a name "adapted to distinguish the 
goods as the goods on one particular maker.". The facts in evidence appear to 
bring this case within the recent decisions in the cases of "Cadbury" and "Muratti," 
(32 R. P. C, pp. 9 and 11) ^ which seem to me more closely in point than the 
two authorities cited by the learned judge. Reference may also be made to Re 
Teofani, 30 R. P. C, 446, 460. "The so-called trade mark contains the essentials 
of a trade mark properly speaking." (R. S. C. ch. 71, sec. 11 (e) ) ; Richards v. 
Butcher, 1891, 2 ch. 522, 536. 

I am of the opinion that upon a case such as that made in the record before 
us the English courts under the somewhat narrower terms of their statute would 
direct that an application for registration should proceed. Having regard to the 
broader provisions of our Act — ^that 

"all . . . names . . . adopted for use by any person in his trade 
(or) business ... for the purpose of distinguishing any manufacture, 
product, or article, ... for sale by him, applied in any manner whatever 
either to such manufacture, product or article or to any description whatso- 
ever containing the same, shall for the purpose of this Act be considered and 
known as trade marks" — 
I think we should really be doing a serious injustice to the applicants, not com- 
pensated by any advantages to the public, if we were not to allow the registration 
which they seek to be effected. Re Daimler, 33 R. P. C, 337, 340. 



Morocco (Frencli Zone). 

Patents. Law. Decree of June 23» 1916. 
(Translation.) 
Decree Rei,ative to the Protection oi* Industriai, Property. 
Praise Be To (}od Aw)neI * 

(Great Seal of Moulay Youssef.) 

To Our Obedient Servants, the Governors and Caids of Our Fortunate 
Empire, as well as to Our Subjects; 

Be it known by these presents, — ^may God on High make clear its tenor! 
That Our Cherifian Majesty has decreed the following: 

HEADING I 
Object and Bxtent of Protection. — International Conventions, — furisdiction.'- 
Moroccan Office of Industrial Property. 
Art. 1. The present Dahir has for its object the protection of industrial 
property. 
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Art. 2. The words "industrial property" are to be taken in their broadest 
acceptation; they extend to every production of the domain of the agricultural 
(wities, grains, live stock, etc.) and extractive (minerals, mineral waters, etc.) 
industries. , 

Art 3. Protection is extended to patents of invention, utility models, industrial 
designs and models, marks of manufacture or of commerce, commercial names, 
indications of origin, and repression of unfair competition. 

Under the name of patents of invention are comprised the different classes 
of industrial patents, such as patents of introduction, patents of improvement, 
etc., for the process as well as for the products. 

Art 4. The subjects or citizens of each one of the countries forming part 
of the International Union for the Protection of Industrial Property shall en- 
joy, in whatever concerns the matters protected, the same advantages as the 
present Dahir at present grants, or as the respective laws shall grant in sequence to 
subjects of the French Zone of the Cherifian Empire. In consequence, they 
shall have the same protection as these latter and the same legal recourse against 
any attempt made against their rights, under reservation of the fulfillment of 
the conditions and formalities imposed on nationals. 

Art. 5. No obligation of domicile or of establishment within the French Zone 
of the Cherifian Empire, when protection is there applied for, may be im- 
posed upon those subject to the said International Union. 

This dispensation of the obligation of domicile or of establishment shall 
be applied to all the rights come into being by reason of the International 
Convention of Paris of March 20, 1883, prior to the promulgation of the present 
Dahir. 

Art 6. The subjects or citizens of countries not forming part thereof that 
are domiciled or have effective and serious industrial or commercial establish- 
ments within the territory of any of the countries of the Union are likened to 
subjects or citizens of countries forming part of the Union. 

Art 7. The International Conventions relative to industrial property, ap- 
proved by Us, shall be applicable within the whole extent of the French Zone 
of the Cherifian Empire under reservation of the provisions of the present Dahir. 

Art. 8. The same conventions may be invoked in their purely domestic 
(national) relations by Our Moroccan subjects and those under the jurisdiction of 
Our Empire, in whatever they shall have of greater advantage than the Moroccan 
law, for the protection of the rights derived from industrial property. 

Strangers admitted to domicile and those that have an effective and serious 
industrial or commercial establishment within Our Cherifian Empire are con- 
. sidered as being under the jurisdiction of Morocco. 

Art. 9. There is instituted for the French Zone of the Cherifian Empire a 
special office that shall bear the name of Office Marocain de la propriM in- 
dustrielle. 

Its organization shall be the subject of section nine of the present Dahir. 

Art. 10. The provisions of the articles that precede are not in violation of 
the legislation of the French Zone of the Cherifian Empire in what concerns 
the procedure to be followed before the tribunals and the competence of these 
tribunals, as likewise the election of domicile or the constitution of an attorney, 
required by the other provisions of the present Dahir. 

Art. 11. The French tribunals instituted within the French Zone of the 
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Cherifian Empire shall be alone competent to take cognizance of all petitions or 
disputes, civil or criminal prosecutions, relative to the application of- the present 
Dahir. 

HEADING n. 

Rights and Delays of Priority. 

Art. 12. He that shall have regularly made the deposit of an application for 
patent of invention, and a utility model, of an industrial design or model, of 
a mark of manufacture, of commerce, of a commercial name or of a firm, in 
any one of the countries adherent to the International Union, or his assign, 
shall enjoy, in order to effect the deposit in the French Zone of the Cherifian 
Empire, and subject to the rights of third parties, a right of priority during 
the delays fixed hereafter. 

Art. 13. The delays of priority mentioned above shall be of 12 months for 
patents of invention and utility models, aiKi of 4 months for industrial designs 
and models, for marks of manufacture or of commerce, and for commercial 
names and firms. These delays shall be counted to run from the day of the 
deposit whereof the priority shall be claimed. 

Art. 14. When an indttstrial design ot- model shall have been thus deposited 
by virtue of the right of priority based upon the deposit of a utility model, 
the delSiy of priority shall only be that of 4 months fixed by the preceding article 
foi- industrial designs and models. i- 

Art. 15. Whoever shall desire to avail himself of the priority of a deposit 
effected prior to the promulgation of the present Dahir either abroad or in 
the French Zone 'of the Cherifian Empire shall be bound to make a declaration 
indicating the date and the country of this deposit. ;,- . 

This declaration must be made within the same delays as those fixed in 
Arts. 13 and 14, which precede, but these delays shall be counted to run from 
the promulgation of the present Dahir. 

Art. 16. The declaration provided for in Art. 15 shall be accompanied by 
a copy of the application, with specification and drawings, if it be expedient, 
previously deposited, certified as correct by the Administration that shall have 
received it. This copy shall be exempt from any legalization, but it must be 
accompanied by a certificate of the date of the deposit emanating from this 
Administration, and by a translation into the French language likewise certified. 

Art. 17. The deposits and declarations regularly received before the expira- 
tion ' of the delays made known by Arts. 13 to 15 above shall not be invalidated 
by facts accomplished during the interval of the said delays, be it in particular 
by another ' deposit, by the publication of the invention or its exploitation, by 
the offering for sale of- copies of" the design or model, by the use of the 
mark, of the name, or firm. 

Art. 18. Facts accomplished during the same interval by third parties in good 
faith shall not occasion any right whereof the effect may be prolonged beyond 
the second application for deposit or of the declaration provided for in Arts. 
]2 and 15 above:- Neither shall they be able to be the basis* for any indemnity 
damages. 

Art. 19. Failure to observe the delays and prescriptions fixed in Arts. 12 to 
18, which precede, shall entail only the loss of priority in the French Zone of 
the Cherifian Empire; the application for deposit or the declaration shall avail 
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only on its date and on condition of being conformable to the prescriptions that 
shall be established hereafter for ordinary applications or declarations. 

Art. 20. The term of a patent taken by virtue of the' right of priority shall 
be regulated not by the date of the application upon which tfce right of priority 
is based, but by the date of the application for this patent. 

Art. 21. The same application may combine seyer'al patents, models, designs, 
marks, or names, but on condition that the character of the invention, of the 
model, design, mark, or name has remained the same and that it has simply 
been improved — not transformed or modified in its principle. , 

Art. 22. Patents applied for during the duration of the priority delay, apart 
from simple patents of introduction, shall be considered exactly the same as 
ordinary and independent (individual) patents, as much from the point of view of 
reasons for avoidance and expiration as from the point of view of the normal 
duration. 

HEADING HI. 
Patents of Invention. 

Chap. 1. 
General Provisions. 

Art. 23. Any new discovery or invention in any class of industry confers on 
its author subject to conditions and for the period hereafter determined, the 
exclusive right of exploitation of the said discovery or invention to his profit. 

Art. 24. There are considered as new inventions or discoveries : the invention 
of new industrial products, the invention of new means or the new applica- 
tion of known means for the accomplishment of an industrial result or product. 

Art. 25. There are not considered susceptible of being patented: 
(1), plans and cpmbinations of credit or of finance; 

(2) discoveries, inventions, applications that shall be manifestly contrary 
to public order or security, or to good morals ; 

(3) pharmaceutical compositions or remedies of any kind, to the exclu- 
sion of processes and apparatuses serving to prepare them, said objects remain- 
ing subj ect to the special laws and regulations concerning the matter. 
Art. 26. The duration of patents shall be 15 years. Each patent shall be 

subject to the payment of an annual tax which is fixed as follows, to-wit: 

First annuity 25 francs ; 

Second annuity 50 francs ; 

Fourteenth annuity 350 francs ; 

Fifteenth annuity 375 francs. 

However, the inventor that makes proof of his poverty may, for the first 
three years, obtain the remission of the taxes referring to his patent. An order 
by Our Grand Vizir shall determine under what conditions the remission of 
taxes shall be applied for and granted. 

Chap. 2. 

Formalities Relative to the Delivery of Patents. 

Sec. 1. 

Applications for Patent. 

Art. 27. Whoever wishes to take out a patent of invention must file his 
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application in the Moroccan Office of Industrial Property at Rabat, or with the 
clerk of one of the tribunals of first instance of the French Zone of the 
Cherifian Empire in the department wherein he is domiciled. 

Foreigners or Moroccan subjects resident abroad must have a representa- 
tive domiciled within the French Zone, to whom all communications emanating 
from the Administration or third parties shall be made. 

The tribunals competent for all applications introduced t^ way of principal 
action and, in particular, for the actions provided for in the present Dahir 
shall be those whereof the representative is of the jurisdiction. 

The application addressed to the General Resident Commissioner of France 
to Morocco (Direction of Agriculture and Commerce, Service of Economic 
Studies) shall be accompanied by: 

(1) the receipt showing the payment of the first annuity;- 

(2) a power having signature not made before a public officer, without 
stamp or legislation, if the inventor is represented by an attorney; 

(3) a sealed ^envelope enclosing in duplicate: 

(o) a specification of the discovery, invention, or application forming 
the object of the patent applied for; 

(b) the designs that shall be necessary for the understanding of the 
specification ; 

(c) a summary of the papers filed. 

In exceptional cases, the patterns or models that shall be indispensible for 
the understanding of the specification are to be found under separate cover. 

Art. 28. The application shall indicate whether the invention has been or 
not already the object of applications for patent abroad, and whether a certi- 
ficate of guarantee has been delivered to it on the occasion of an exposition; ft 
shall mention, should such the case, the date of the original applications or 
of the certificate of guarantee. 

The application may permit of no restrictions, conditions, nor reserva- 
tions. 

It shall indicate a title comprehending the summary and precise designa- 
tion of the object of the inventiofi. 

The specification shall be limited to a single principal object with variants 
and accessories. 

It shall be written only in the French language. 

It shall not contain any denomination of weights or measures otherwise than 
by reference to the French metric system. 

All the papers shall be signed by the applicant or by his attorney, whose 
power shall remain annexed to the application. 

This power must mention the address of the applicant, which shall not be 
communicated to third parties without his authorization. 

Art. 20. No deposit shall be received except on the production of a receipt 
showing the payment of the first annuity. 

A proces-verhal, prepared without expense by the Chief Clerk of the Tribunal 
of first instance, and, at Rabat, by the Director of the Moroccan Office of In- 
dustrial Property, shall evidence each deposit by stating the day and the hour 
of the presentation of the papers. 

A duplicate of the said prods-verbal shall be transmitted to the depositor on 
pa3rment of the cost of the stamp. 

Art. 30. The duration of the patent runs from the moment of the- filing 
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prescribed by Art. 27. {To he continued.) From 33 La PropriUi Industrielle, 
3, Jan. 31, 1917.) 



Union of Soutb Africa. 

Designs. Regulations Under Patents, Designs, Trade Marks, and Copyright 

Act, 1916. Enacted Dec. 5, 1916. EfiFective Jan. 1, 1917. 
[No. 1543.] 

THE DESIGNS RULES, 1917. 

HIS EXCELLENCY THE GOVERNOR-GENERAL has, under the powers 
vested in him by section one hundred and ninety-two of Act No. 9 of 1916 (The 
Patents, Designs, Trade Marks, and Copyright Act, 1916),^ been pleased to make 
the regulations, and to prescribe the tariff, hereunder set forth: 

P|t£LIMINARY. 

1. These regulations (hereinafter referred to as "these rules") may be cited 
as the Designs Rules, 1917, and shall come into operation contemporaneously 
with the coming into operation of Chapter II of the Act. 

Interpretation. 

2. Unless the context otherwise requires — 

any expression to which a meaning has been assigned by any provision 

of the Act for the purposes thereof shall, when used in these rules, have 

the same meaning; 
"office" means the Designs Office established under the Act ; 
"The Act" means Act No. 9 of 1916; 
"agent" means an attorney or patent agent resident or carrying on business 

in the Union; 
"specimen" means an article of manufacture or a substance with the design 

applied to it; 
and in the interpretation of these rules the Interpretation Act, 1910 (Act No. 5 
of 1910), shall apply. 

Fees. 

3. The fees to be paid in pursuance of the Act shall be the fees specified in 
the First Schedule hereto. All such fees shall be payable in revenue stamps. 

Forms 

4. The forms herein referred to are the forms contained in the Second Sched- 
ule hereto, and such forms shall be used in all cases to which they are applicable 
and shall be modified as directed by the Registrar to meet other cases. 

Sets of Articles. 

5. "Set" means a number of articles of the same general character ordinarily 
on sale together, or intended to be used together, all bearing the same design 
with or without modifications not sufficient to alter the character or not sub- 
stantially affecting the identity thereof. 



* For text of which see 14 P. ft T. M. Rev., Patents, 263; Designs, 343; Trade Marks, 
300; Copyright, 370; and General and Supplementary Provisions, Patent, Designs, Trade 
Marks and Copyright, 310. 

Under proclamation No. 219, of Dec. 5, 1916, all the chapters were made to come into 
operation on Jan. 1, 1917; and under Notice No. 1541, of the same date, the Governor- 
General appointed Mr. Carl Wilhelm Thalman Biccard Juta as Register of Patents, Designs, 
Trade Marks, and Copyright for the Union. 
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Where there is any doubt whether given articles do or do not constitute a 
set, the doubt shall be determined by the Registrar. 

Cl^ASSIflCATlON OF GoOPS. •. 

6. For the purposes of the registration of designs and of these rules, goods 
are classified in the manner appearing in the Third Schedule hereto. 

If any doubt arises as to the class to which any particular description of 
gt)ods belongs, it shall be determined by the Registrar. 

Documents. 

7. Subject to any other directions that may be given by the Registrar, all ap- 
plications, notices, papers having representations affixed, and other documents re- 
quired by the Act or by these rules to be lodged shall be upon strong paper, and, 
except where otherwise required, on one side only, of a size of approximately 

• 13 inches by 8 inches, and- having on the left-hand part thereof a margin of ap- 
proximately two inches. 

8. A document lodged by a firm or partnership may be signed in the firm's name 
or for and on behalf of the firm or partnership by any one or more members 
thereof. A document lodged by a body corporate may be signed by a director or 
by the secretary or other principal officer of such body corporate. 

9. Any application, statement, notice, or other document authorized or required 
to be lodged or to be left, made, or given with or to any person under the Act 
or these rules may be sent through the post ; any document so sent shall be deemed 
to have been delivered at the time when the letter containing the same would be 
delivered in the ordinary course of post, and in proving such service or sending, 
it shall be sufficient to prove that the letter was properly addressed and put into the 
post. 

Address. 

10. Where any person is by the Act or these rules bound to furnish the Regis- 
trar with an address, the following provisions shall apply: 

The address given shall in all cases be as full as possible, for the purpose 
of exiabling any person easily to find the place of business of the person whose 
address is given. 

When a person does not reside in a town with streets, the Registrar may re- 
quire the address to include all indications which he .thinks necessary for such 
purpose as far as it can be attained. 

When an applicant resides in a town where there are streets, the address 
given shall include the name of the street and the number in the street or name of 
premises, if any. 

Agents. 

11. An application for registration and all other communications between an 
applicant and the Registrar, and between the registered proprietor of a design and 
the Registrar, may be made by or through an agent. 

In case any registered propriistdr of a design .shall appoint such an agent, 
service upon such agent of any document relating to such design shall be deemed 
to, be service upon tl^e person so appointing him, and all communicatioi^s directed 
to be made to such person in respect of such design..may be addressed tb such 
agent. 
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Appucation for Registration. 

12. An applicationfjfor registration of a design shall be signed by the applicant 
or by his agent. }' 

Except as regard| publications in Clauses 9 and 15, an application for regis- 
tration of a design shall be on Form Designs No. 1, or in the case of a set on Form 
Designs No. 2. An fLpplication for registration in Class 15 shall be on Form 
Designs No. 3. 

13. An application under section seventy-eight of the Act must also state the 
number and date of the copyright under the Provincial Designs Act. 

14. An application under section eighty (4) of the Act must be made within 
four months of the date of the first registration in any country outside the Union, 
and must also state the number and date of such registration. 

15. An application for registration of a lace design in Class 9 shall be on 
Form Designs No. 4, or in the case of a set on Form Designs No. 5. 

16. On or after receipt of an application the Registrar shall furnish the ap- 
plicant with an acknowledgment thereof. 

17. An application shall state the class in which the design is to be regis- 
tered, and where it is desired to register the same design in more than one class, 
a separate application shall be made in each class. In that case each application 
shall be numbered separately and shall be treated as a separate and distinct ap- 
plication. 

18. Every application shall state the article or articles to which the design 
is to be applied, and where the Registrar so requires, the applicant shall further 
state for what purpose the article to which the design is to be applied is used 
and the material or the predominating material of which the article is made. 

19. The applicant may, and shall if required by the Registrar in any case so to 
do, endorse on the application a brief statement of the novelty he claims for 
his design, and where representations are furnished shall endorse each with 
such statement, if any. 

20. There shall be furnished in connection with an application for the regis- 
tration of a design to be applied to a single article, four exactly similar drawings, 
photographs, tracings, or other representations of the design, or four specimens. 

21. There shall be furnished in connection with an application for the regis- 
tration of a design to be applied to a set, five exactly similar drawings, photographs, 
tracings, or other representations of the design, or five specimens. 

22. Each representation of the design, or set of designs, must be upon paper 
of the prescribed size and not on cardboard, and must appear on one side only of 
the paper. The figure or figures must be placed in an upright position on the 
sheet. When more figures than one are shown, these should, where possible, be on 
one and the same sheet, and each should be designated on the sheet (e. g.,. front 
view, side view). 

23. When drawings or tracings are furnished, they must be in ink, Nand if 
on tracing cloth or tracing paper must be mounted on papery of the prescribed 
size. 

24. When the design is to be applied to a set, each of the representations 
accompanying the application should show all the various arrangements in which 
it is proposed to apply the design to the articles included in the set. 

25. When the specimens- are not, in the Registrar's opinion, of a kind which 
can be conveniently pasted into books, representations shall be furnished for 
insertion: in the register and for oflScial purposes. > 
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26. Where words, letters, or numerals are not of the essence of the design 
they shall be removed from the representations or specimens. 

27. Each representation of a design which consists of a repeating surface 
pattern must show the complete pattern and a sufficient portion of the repeat in 
length and width, and ought not to be of less size than 7 inches by 5 inches. 

28. Where representations are supplied, the Registrar shall also be supplied, if 
in any case he so requires, with a specimen. 

29. The Registrar shall be furnished with more representations or more 
specimens of any design if he requires them. 

30. Where the names or representations of living persons appear on a design, 
fhe Registrar shall, if he so require, be furnished with consents from such persons 
before proceeding to register the design. In the case of persons recently dead 
the Registrar may call for consents from their legal representativ,es before proceed- 
ing with registration of a design on which their names or representations appear. 

Procedure on Receipt of Application. 

31. Upon receipt of an application for registration, the Registrar shall consider 
it, and if he thinks there is no objection to the design being regstered, he may 
accept it. 

32. If after consideration of the application any objections appear a state- 
ment of these objections shall be sent to the applicant in writing, and unless within 
one month the applicant applies for a hearing shall be deemed to have with- 
drawn his application. 

33. The decision of the Registrar at such hearing as aforesaid shall be com- 
municated to the applicant in writing, and if he objects to such decision he may, 
within one month, should he consider it necessary for the purpose of appeal, apply 
upon Form Designs No. 6 requiring the Registrar to state in writing the grounds 
of his decision and the materials used. by him in arriving at the same. 

34. Upon receipt of such form the Registrar shall send to the applicant such 
statement as aforesaid in writing and the date when such statement is sent shall 
be deemed to be the date of the Registrar's decision for the purpose of appeal; 
but if the applicant does not apply for the grounds of the Registrar's decision, 
appeal shall be lodged within one month from the date of the decision. 

N0N-C0MPI.ET10N. 

35. Where an application for registration of a design is not completed within 
twelve months from the date of the application by reason of default on the part 
of the applicant, the Registrar shall give notice to the applicant in writing of such 
non-completion, and if the applicant has an agent, shall send a duplicate of such 
notice to such agent. If after fourteen days from the date when such notice 
was sent, the application is not completed, the application shall be deemed to be 
abandoned, but the Registrar may with such notice, where the applicant lives at 
such distance from the office that he cannot reasonably be expected to do what is 
necessary within such fourteen days, give a further time after such fourteen dajrs 
for the completion of such application. 

Death of Appi^icant. 

36. In case of the death of any applicant for the registration of a design after 
the date of his application, and before the design applied for has been entered 
in the register, the Registrar may, on being satisfied of the afJplicant's death, enter 
in the register, in place of the name of such deceased applicant, the name, address, 
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and description of the person owning the design, on such ownership being proved 
to the satisfaction of the Registrar. 

Extension o^ Period of Copyright. 

37. At any time after the registration of , a design the period of copyright 
therein may be extended for a second period of five years if Form Designs No. 
7 be lodgM; but no period of copyright shall be extended unless an application 
for extension be lodged at least one week before the expiration of the original 
period of five years. Where a proprietor has more than one design copyright 
in which ceases at the same date, he may, in place of using a separate Form 
Designs No. 7 for each design, include all the designs in one form, stamped 
with the total amount of the prescribed fees for such designs and so modified 
as to meet the circumstances of the case. Form Designs No. 7 shall be endorsed 
with the name and address of the person lodging the same. 

38. On receipt of Form Designs No. 7 an entry of the extension of the period 
of copyright shall be made in the register, and the Registrar shall send to the 
registered proprietor at his registerd address or his address for service a notice that 
the period of copyright has been extended for a further period of five years. 

39. At any time not less than six months and not more than twelve months 
before the expiration of the second period of five years mentioned in sub-section 
(3) of section eighty-seven of the Act, application may be made to the Registrar 
for a further extension of the period of copyright by lodging Form Designs No. 8. 

40. If the Registrar grants the application, he shall send notice to the regis- 
tered proprietor, who shall, at least one week before the expiration of the second 
period of five years, pay the prescribed fee by lodging Form Designs No. 9. 

41. Form Designs No. 9 shall be endorsed with the name and address of the 
person lodging the same, and on receipt thereof an entry of the further extension 
of the period of copyright shall be made in the register, and a notice of such ex- 
tenson, as prescribed by Rule No. 38, shall be sent. 

42. Upon an extension of the period of copyright, the extension shall be ad- 
vertised in the Gazette, 

. Assignment, etc. 

43. Where a person becomes entitled as assignee, mortgagee, licensee, or other- 
wise to any interest, in the copyright of a design, he may, conjointly with the 
registered proprietor, apply on Form Designs No. 10 to have an entry of the 
fact made in the register, and on receipt of such /form the Registrar may make 
a note in the register of such interest. 

44. Where no such joint application is made, any person who has become 
entitled to an interest in the copyright of a design by assignment, mortgage, licence, 
or otherwise, may apply for the entry of his name in the register as proprietor of 
such interest in such copyright. The application shall be on Form Designs No. 
12, and such application shall contain the name, address, and description of the 
person claiming to be entitled (hereinafter called the claimant). 

45. Together with such application the claimant shall leave a case stating 
full particulars of the assignment, mortgage, licence, instrument, or other mode of 
transfer by virtue of which he claims to be entitled to be entered in the regis- 
ter, so as to show the manner in which, and the person or persons through whom, 
such interest has been acquired. 

46. Where the Registrar shall determine that the case sets out particulars 
such as entitle the claimant to be entered in the register, he may call upon the 
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' claimant to furnish an affidavit on Form Designs No. 13, verifying the several 
statements in the case and declaring that the particulars given comprise every ma- 
terial fa'ct and document affecting the matter. 

47. In any case, the Registrar may call on any person who desires his name 
to be entered in the register for such proof or additional proof of title as the 
Registrar may require for his satisfaction. 

48. When the Registrar is satisfied that the claimant is entitled to the entry 
of his name, he shall make a note in the register of such interest. 

49. Where the name of a person is entered on the register as mortgagee or li- 
censee, such person may, on lodging Form Designs No. 14, have a note entered in 
the register that he no longer claims to be mortgagee or licensee, as the case may 
be. 

Al^TERATlON OF AdDRESS. 

50. Every registered proprietor of a design who alters his address or his ad- 
dress for service, shall forthwith apply to the Registrar on Form Designs No. 15, 
and the Registrar shall alter the register accordingly. 

Correction of Clerical Errors. . 

51. Where an applicant desires to correct a clerical error in his application, he 
shall lodge a Form Designs No. 16. 

^52. Where the registered proprietor of a design desires to correct a clerical 
error under section one hundred an sixty-two (2) of the Act, he shall lodge a 
Forms Designs No. 16. 

Cancellations. 

53. Where the registered proprietor of a design desires to cancel his regis- 
tration either wholly or in respect of any particular goods in connection with which 
the design is registered, he shall lodge a Form Designs No. 17. 

54. Cancellation may also be effected by the liquidator where the registered 
proprietor is a company in liquidation, or in any other case where the request is 
made by a person whom the Registrar may decide to be entitled to act in the 
name of the registered proprietor. In such cases Form Designs No. 17 shall be 
lodged, modified as the Registrar directs. 

Discretionary Power. 

55. Before exercising any discretionary power given to the Registrar by the 
Act adversely to any person, the Registrar shall, if so required, hear the person who 
will be affected by the exercise of such power. 

56. An application for a hearing shall be made within one month from the 
date when the matter on which the Registrar is called on to exercise discretionary 
power has arisen. 

57. Upon receiving such application, the Registrar shall give the person apply- 
ing ten days' notice of a titne when he may be heard by himself or his agent. 

Within five days from the date when such notice would be delivered in the 
ordinary course of post, the person applying shall notify the Registrar whether or 
not he intends to be heard on the matter. 

58. The decision of the Registrar in the exerdse of any such discretionary 
power, as aforesaid, shall be notified' to the pierson affected. 

Searches. 

59. Where any person desires to obtain the information which he is entitled 
to obtain under section /ninety-two oi the Act, and can furnish the 'Eegistration 
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number of the design, he sK^ll lodge Form Designs No. 18, and the Registrar will 
thereafter furnish him with the information aforesaid. 

Where the applicant is unable to furnish the registration number of the 
design, he shall lodge Form Designs No. 19, together with such information as he 
is in possession of, and the Registrar will thereupon make such search in the 
class indicated as may be possible on the information supplied, and will furnish 
such information as can be afforded. 

60. The Registrar may, if Form Designs No. 20 be lodged, cause a search to 
be made among the registered designs and state whether, in his opinion, any design 
accompanying such form and to be applied to goods in any particular class is 
or is not identical with or an obvious imitation of any registered design applied to 
such goods of which the copyright is still existing. 

Office Closed to Public. 

61. The office shall not be* open to the public on the days following: 

(a) All days observed as public holidays; 

(b) days observed as days of public fast or thanksgiving; 

(c) days which may from time to time be notified by a placard posted in a 
conspicuous place at the office. 

Power to Pispense with Evidence. 

62. Where under these rules any person is required to do any act or thing, or 
to sign any document, or to make any declaration on behalf of himself or any 
body corporate, or any document or evidence is required to be produced to or left 
with the Registrar, or at the office, and it is shown to the satisfaction of the Regis- 
trar that from afty reasonable cause such person is unable to do such act or thing, 
or to sign such document, or make such declaration, or that such document or evi- 
dence cannot be produced or left as aforesaid, it shall be lawful for the Registrar, 
and upon the production of such other evidence and subject to such terms as he 
may think fit, to dispense with any such act or thing, document, declaration, or 
evidence. 

Amendments. 

63. Any document or drawing or other representation of a design may be 
amended, and any irregularity in procedure, which in the opinion of the Registrar 
may be obviated without detriment to the interests of any person, may be cor- 
rected, if the Registrar think fit, and on such terms as he may direct. 

Enlargement of Time. 

64. The time prescribed by these rules for doing any act, or taking any pro- 
ceeding thereunder, may be enlarged by the Registrar if he think fit, and upon 
such notice to other parties, and proceedings thereon, and upon such terms, as he 
may direct, and such enlargement may be granted though the time Has expired for 
doing such act or taking such proceeding. 

65. Whenever the last day fixed by the Act or by these rules for doing any 
thing shall fall on a day when the office is not open, which day shall be an 
excluded day for the purposes of the Act and these rules, it shall be lawful to do 
any such act or thing on the day next following such excluded day, or days if two 
or more of them occur consecutively. 

. ^ , .. . Certificate by. Registrar. 

66: Whfere a certificate is t'equired for the purpose of any legal proceeding, or 
other special purpose, As to any -entry, matter, or thing which 'the Registrar is 
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authorized by the Act or these rules to make or do, the Registrar may, on the 
lodging of a Form Designs No. 21, give such certificate, which shall also specify 
on the face of it the purpose for which it has been issued as aforesaid. 

Marking of Articles. 

67. Before delivery on sale of any article to which a registered design has 
been applied, the proprietor of such design shall cause each such article to be 
marked with the word rcgisT£r£d or with the abbreviation rcgd or with the ab- 
breviation RD, as he may choose, and also (except in the case of articles to which 
have been applied designs registered in Classes 9, 13, 14 and 15) with the number 
appearing on the certificate of registration. 

Register of Designs and Inspection op Registered Designs. 

68. When a design is accepted, there shall be entered in the register a repre- 
sentation or specimen of the design, the calling or description of the proprietor, 
the date of the application, and such other particulars as the Registrar may deem 
necessary. 

The period under section ninety-one of the Act during which a design shall 
not be open to inspection, except as provided in that section, shall be, as regards 
designs in Classes 13, 14, and 15, five years, and, as regards designs in other classes, 
two years from the date of the original registration thereof. 

Industrial and International Exhibitions. 

69. Any person desirous of exhibiting a design, or any article to which a 
design has been applied, at an industrial or international exhibition, which has 
been duly certified as such by the Minister, or of publishing a description of a 
design during the period of the holding of such an exhibition, shall give the 
Registrar notice, on Form Designs No. 22, of his intention to exhibit the design or 
article or to publish a description of the design, as the case may be. For the pur- 
pose of identifying the design in the event of an application to register the same 
being subsequently made, the person lodging Form Designs No. 22 shall supply 
a brief description of the nature thereof, accompanied by a sketch, drawing, or 
specimen, and shall supply such other information as the Registrar may in each case 
require. 

Appeals to the Court. 

70. When any person intends to appeal to the Court he shall, before doing so, 
apply to the Registrar for a hearing and may, if he considers it necessary, obtain 
the grounds of the Registrar's decision. Within one month from the date of such 
decision or from the date of the issue of the grounds thereof, if such have been 
issued, he shall, if he is advised to appeal to the Court, lodge a notice pf such 
his intention on Form Designs No. 23. 

71. Such notice shall also be accompanied by a statement in writing of the 
grounds of appeal, and of the appellant's case in support thereof. 

72. A copy of the notice and statement aforesaid shall also be forthwith sent 
by the appellant to the Registrar of the Court. 

?Z, The Court may thereupon give such directions (if any) as it may 
think fit with respect to parties and evidence, or otherwise, for the purpose of the 
hearing of the appeal by the Court. 

74. Seven days' notice, or such shorter notice as the Court may in any par- 
ticular case direct, of the time and place appointed for the hearing shall be given 
by the Registrar of the Court to the Registrar and to the appellant. 
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75. No appeal shall be entertained of which notice has not been given within 
one month from the date of the decision appealed against, or such further time 
as the Registrar may allow, except by special leave of the Court. 

Applications to and Orders of the Court. 

76. Four clear days* notice of every application to the Court under section 
eighty-six of the Act for rectification of the Register of Designs shall be given to 
the Registrar, 

77. Where an order has been made by the Court in any case under the Act, the 
person in whose favour such order has been made, or such one of them, if more 
than one, as the Registrar may direct, shall forthwith serve on the Registrar an 
office copy of such order, together with^Form Designs No. 24, if required. The 
register may, if necessary, thereupon be rectified or altered by the Registrar. 

78. Whenever an order is made by the Court under the Act, the Registrar may, 
if he thinks that the effect of such order should be made public, advertise a notice 
thereof in the Gasette at the expense of the person in whose favour such order 
has been made. 



Note: For lack of space the schedules and forms are omitted. 



United States. 

Industrial Property. Patent Office Procedure. Importance of Cooperation 
by Patent Attorneys. Official Communication of April 21, 1917. 

Under date of April 27, 1917, the American Patent Law Association has 
forwarded to us the following communication of the Commissioner of Patents: 
.American Patent Bar Association, 

Washington Loan & Trust Bldg. 

Washington, D. C. 
Gentlemen : 

It is .of the utmost importance that the work of this Office be brought up-to- 
date. All inventors who are undertaking to do anything to assist in meeting the 
situation which the country faces find themselves handicapped by delay in having 
their inventions passed upon. Appeals have been made to Congress to assist by 
an increase of force but without avail. Every effort is being made in the Office 
to speed up the examination of cases. 

The only thing that remains to be done is to appeal to the profession. Solicitors 
of patents can aid us in two ways — ^first by careful and thorough work, and 
secondly by replying promptly to Office actions so that the Examiners may take 
tip the amendments while the applications are still fresh in their minds. 

Will you not urge upon your members as a patriotic duty that they respond 
to this appeal. 

Respectfully. 

(Signed^ Thomas Ewing, 
April 21, 1917. Commissioner. 
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United States Practice. 

Patents. 

Commissioner's Decision. 
Ex PARTE Kramer. 
Decided May 2, 1917. 

1. Appucations Signed by Attorney — Patent Granted Only on Application 

Signed by Inventor, if Living. 

When application as filed was signed by an attorney and accepted under war 
conditions prior to act of August 17, 1916, under practice outlined in the Com- 
missioner's letter of September 15, 1914, (O. G., 223, p. 1007,) Held that the 
patent, under section 4888, Revised Statutes, can be granted only on an applica- 
tion executed by the inventor, if living. 

2. Same— Practice. 

The practice instituted to meet the emergency arising out of the European 
war (Commissioner's letter, supra) was not recommended to the profession 
and would not have been instituted if the act of August 17, 1916, had been 
passed at an early date. 

On petition. 

Pump. 

Mr. Albert G. Davis for the applicant. 

EwiNG, Commissioner: 

This application as filed was signed and sworn to by Albert G. Davis as attor- 
ney for the applicant, who is a subject of the German Empire, residing at Char- 
lottenburg, Germany. It was accepted pursuant to a practice instituted in Septem- 
ber, 1914, and explained in a letter published in the Scientific American of Sep- 
tember 26, 1914, (p. 246), as follows, (copy taken from the Commissioner's Annual 
Report for the year 1915, p. 28) : 

I am accepting two applications filed by you as attorneys today, wherein 
the inventor's name to the petition and specification is signed by you as 
attorneys and the oath is made by a member of your firm. The time for 
filing these applications expires under the convention tomorrow. Therefore, 
in filing these applications in the form in which you have presented them, you 
are doing all that you can to save your client's rights, and in permitting 
them to be filled and giving them a serial number, and date of filing of today, 
I am doing all I can with the same end in view. If this should not prove to 
be effective the loss must be attributed to the troubled conditions of Europe 
and not laid at your door or that of the Office. 

It will be necessary before patents are granted that applications be 
filed, executed by the inventor himself, as provided in section 4888. Whether 
the applications to be filed can be tied to tlie applications which you are filing 
today under the provisions of section 4887 is, of course, a matter which only 
a court of last resort can determine. Bx parte Tropenas (90 O. G., 749) 
to the contrary notwithstanding, I think it a possible construction of section 
4887 that its requirements may be satisfied by the filing of applications ex- 
ecuted by an attorney. 

I hope, however, in case there are a number of applications executed by 
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attorneys that Congress may be induced to validate patents granted or to be 
granted upon proceedings indics^ted above. 
Since this practice was instituted, and on the 17th day of August, 1916, Con- 
gress passed an act, which for convenience is gopied in full, as follows : 

An act to extend temporarily the time for filing Applications and fees 
and taking action in the United States Patent Office in favor of nations 
granting reciprocal rights to United States citizens. 

Be it enacted by the Senate and House of Representatives of the United 
States of America in Congress assembled. That any applicant for Letters 
Patent or for the registration of any trade mark, print or label, being within 
the provisions of this act, if unable on account of the existing and con- 
tinuing state of war to file any application or pay any official fee or take 
any required action within the period now limited by law, shall be granted 
an extension of nine months* beyond the expiration of said period. 

Sec. 2. That the provisions of this act shall be limited to citizens or 
subjects of countries which extend substantially similar privleges to the 
citizens of the United States, and no extension shall be granted under this 
act to the citizens or subjects of any country while said country is at war 
with the United States. 

Sec. 3. That this act shall be operative to relieve from default under 
existing law occurring since August first, nineteen hundred and fourteen, and 
before the first day of January, nineteen hundred and eighteen, and .all ap- 
plications and Letters Patent and registrations in the filing or prosecution 
whereof default has occurred for which this act grants relief shall have 
the same force and effect as if said default had not occurred. 
Approved August 17, 1916. 
The Examiner on June 16, 1915, advised the applicant that the claims were 
allowable, but required formal papers signed by the inventor. This action was re- 
peated on June 3, 1916. On April 16, 1917, the applicant wrote to the Office as fol- 
lows : 

Hon. Commissioner of Patents: 

Sir: The official action of June 3, 1916, is received. 

As will appear from the affidavit of Alexander F. Macdonald attached, 
efforts have been made to get the formal papers and assignment executed by 
the a<i)plicant but without success to the present date. As soon as the papers 
are received from Mr. Kramer and the American consulate they will be 
filed in the Patent Office as requested. It is requested that action be tempo- 
rarily suspended herein. 

Respectfully submitted. 

(Signed) Ai^bert G. Davis, 

Attorney for Kramer. 

The Examiner on April 20, 1917, wrote as follows : 

This application has been considered in view of applicant's letter to the 
office filed Apr. 17, 1917. 

The proper response to the previous Office action, if it is desired to 
save the application from abandonment, is a petition to the Commissioner 
either to be relieved of the requirement of filing formal papers or to have 
the time extended within which such formal papers may be filed. Petition 
should be made before June 3, 1917. Or, if the application becomes aban- 
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doned, petition may be made to the Commissioner to revive the application, in 
either case for reasons stated in the affidavit filed Apr. 17, 1917. 
This petition was then filed, praying — 

First — To relieve the said Kramer of the requirement to file formal pa- 
pers herein executed by him, and to formally allow the application and cause 
a patent to issue upon the payment of the final Government fee, or 

Second — To relieve the General Electric Company of the requirement 
to file formal papers herein executed by the said Kramer, and to formally 
allow the application and cause a patent to issue upon the payment of the 
final Government fee, or 

Third — To suspend further action on this case for a reasonable time 
after peace has been declared to enable the General Electric Company to 
establish communication with said Kramer and have the formal papers 
executed and returned, or 

Fourth — To grant such other relief in the premises as may be deemed 
wise or expedient to protect the interests of the General Electric Company 
as owner of the invention and any patent to issue thereon. 
I think it clear that the application required by section 4888, Revised Statutes, 
to be filed before a patent can be granted must be executed by the inventor, if Jiv- 
ing, and therefore the first and second prayers of the petition must be denied. 

As to the third and fourth prayers, if the application becomes abandoned by 
reason gi circumstances beyond the control of the applicant or his assignee the right 
remains to revive the application under section 4894, Revised Statutes, upon proper 
showing. 

The period of twenty-one months allowed by the act of August 17, 1916, has 
expired. Whether this act is to be taken as indicating the legislative intent respect- 
ing the relief to be granted to foreign applicants, and therefore as an implied dis- 
approval of a practice which would permit the filing of formal applications more 
than twenty-one months after the filing of a foreign application where an applica- 
tion executed by an attorney has been filed within one year of the filing of the 
foreign application, has not yet come up for decision and is not presented by this 
petition. The point is therefore not passed upon. 

It will be understood, however, that the practice instituted to meet the emerg- 
ency arising out of the European war was not recommended to the profession 
and that it would not have been instituted if the act of August 17, 1916, had been 
passed at an early date. 

The petition is denied. (238 OjSicial Gazette, 986.) 



Patents. 

Supreme Court of the United States, 

Straus et al. v. Victor Tai^king Machine Company. 

Decided April 9, 1917. 

Patents — License Notice Attempting to Control Price Invalid. 

Plaintiff, a manufacturer of sound-reproducing machines embodsring various 
features covered by patents of which it was the owner, adopted a form of con- 
tract which is called a "license contract" and a form of notice called a "license 
notice." The notice was attached to each machine and licensed the machine for use 
only with certain materials made by plaintiff, granted to distributers the right to use 



Digitized by VjOOQ IC 



UNITED STATES PRACTICE 249 

the machine for demonstrating purposes only and a rignt to assign a like right to 
the public or to regularly-licensed dealers at the dealers' regular discount royalty, 
and provided that the dealers might convey the license only when a certain royalty 
had been paid. It also provided that the title to the machine should remain in 
plaintiff, with right of repossession upon breach of the conditions by paying to the 
user the amotint paid by him less five per cent for each year the machine was used, 
and that violation of the conditions or removal of the notice was an infringement 
of the patent. Defendant, being a member of the general unlicensed public and 
having no contract relations with plaintiff, secured from plaintiff's wholesale and 
retail agents some of the machines and sold them, and threatened to sell others, at 
prices less than the price fixed in the notice. Held that the "license notice" is 
merely a disguised attempt to control the price of the machines after they had been 
sold and paid for and that it is invalid under the doctrine announced in Adams v. 
Burke (17 Wall., 453) and Bauer v. O'Donnell, (229 U. S., 1). 

CERTIORARI to the Circuit Court of Appeals for the Second Circuit. 

Mr, Edward D. Wise and Mr, Walter C. Noyes for the petitioners. 
Mr, Frederick A, Blount and Mr, Hector T, Penton for the respondents. 

Mr. Justice Clarke delivered the opinion of the Court. 

It will contribute to brevity to designate the parties to this proceeding as 
they were in the trial court — the respondent as plaintiff and the petitioners as 
defendants. 

The plaintiff in its bill alleges: that it is. a corporation of New Jersey; that 
for many years it has been manufacturing sound-reproducing machines embodying 
various features covered by patents of which it is the owner, and that, for the 
purpose of marketing these machines to the best advantage, about August 1st, 1913, 
it adopted a form of contract which it calls a "license contract" and a form of no- 
tice called a "license notice," under which it alleges all of its machines have, since 
that date been furnished to dealers and to the public. 

This "license notice" which is attached to each machine and is set out in 
full in the bill, declares that the machine to which it is attached is manufactured 
under patents, is licensed for the term of the patent under which it is licensed hav- 
ing the longest time to run and may be used only with sound-records, sound- 
boxes and needles manufactured by the plaintiff; that only the right to use the 
machine "for demonstrating purposes" is granted to "distributers" (wholesale 
dealers), but that these "distributers" may assign a like right "to the public" or to 
"regularly licensed Victor dealers" (retailers) "at the dealer's regular discount 
royalty ;" that the "dealers" may convey the "license to use the machine" only when 
a "ro3ralty" of not less than two hundred dollars shall have been paid, and upon the 
''consideration" that all of the conditions of the "license" shall have been observed ; 
that the title to the machine shall remain in the plaintiff, which shall have the 
right to repossess it upon breach of any of the conditions of the notice, by paying 
to the user the amount paid by him less five per cent for each year that the ma- 
chine has been used. The notice in terms reserves the right to the plaintiff 
to inspect, test and repair the machine at all times and to instruct the user in its 
use, "but it assumes no obligation to do so;" it provides that "any excessive use 
or violation of the conditions shall be an infringement of plaintiff's patent," and 
that any erasure or removal of the notice will be considered as a violation of the 
license. Finally, it provides that at the expiration of the patent "under which it is 
licensed" having the longest time to run the machine shall become the property of 



Digitized by VjOOQ IC 



^50 UNITED STATES PRACTICE 

the licensee provided all the conditions recited in the notice shall have been com- 
plied with and the acceptance of the machine is declared to be "an acceptance 
of these conditions." 

The contract between the plaintiff and its dealers is not set out in full in the 
brll but it is alleged that since August 1st, 1913, the plaintiff has had with each 
of its 7,000 licensed dealers a written contract in which all the terms of the 
"license notice" are in substance repeated and in addition it is alleged that each 
dealer "if he has signed the assent thereto" is authorized to dispose of any ma- 
chines received from "the plaintiff directly or through a paramount distributing 
dealer," but subject to all of the conditions expressed in the "license notice." It is 
alleged that this contract contains the provisions that — 

a breach of any of the conditions on the part of a distributer will render him 
liable, not only for an infringement of the patent but to an action on the 
contract or other proper remedy. 

As to the defendants the bill alleges that they conduct a large mercantile busi- 
ness in New York city; that with full -knowledge of the terms of the contract, 
as described, between the plaintiff and its distributers, and of the "license notice" 
attached to each machine, the defendants "being members of the general unlicensed 
public," and having no contract relation with the plaintiff or with any of its 
licensed distributers or licensed dealers,' induced "covertly and on various pretences," 
one or more of plaintiff's licensed distributers or dealers to violate his or their 
contracts with the plaintiff, providing that no machines should be delivered to any 
unlicensed member of the general public until "the full license price" stated in 
the "license notice" affixed to each machine was paid, and thereby obtained posses- 
sion of a large number of such machines at much less than the prices stated in 
the "license notice;" that under the terms of the said license agreement and notice, 
they have no title to the same, and that they have sold large numbers thereof to 
the 'public and are proposing and threatening to dispose of the remainder of 
those which they have acquired to "the unlicensed general public," at much less 
than the price stated in the notice affixed to each machine. 

The prayer is for an injunction restraining the defendants from selling any 
of the machines, possession of which they have acquired, from other and further 
violation of plaintiff's rights under its Letters Patent and for the usual accounting 
and for damages. 

The district court regarded the transaction described- in the "license notice" 
as in substance a sale which exhausted the interest of the plaintiff in the machine, 
except as to the right to have it used with records and needles as provided for 
therein, and this right not being involved. in this case it dismissed the bill. (222 
Fed., 524.) 

On appeal, the circuit court of appeals affirmed this judgment and remanded 
the case, but with instructions to allow the plaintiff to amend its bill "if it be so 
advised.". (225 Fed. 535.) 

The bill was thereafter so amended as to allege that the de-fendants had in 
their possession a large number of machines which they had obtained from plain- 
tiff's distributers and dealers at much less in each case than the price stated in the 
"license notice," and that they were proposing to dispose of these machines to the 
"unlicensed general public" at less than the prices stated in the "license notice" 
in disregard of plaintiff's rights. 

Again the district court, on the same ground as before, sustained a motion to 
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dismiss the bill, but the circut court of appeals reversed this holding (230 Fed., 
449) and the case is here for review on certiorari. 

The abstract of the bill which we have given, makes it plain; that whatever 
rights the plaintiff has against the defendants must be derived from the "license 
notice" attached to each machine, for no contract rights existed between thepi, 
the defendants being only "members of the unlicensed general public;" and that 
the sole act of infringement charged against the defendants is that they ex- 
ceeded the terms of the license notice by obtaining machines from the plaintiff's 
wholesale or retail agents and by selling them at less than the price fixed by 
the plaintiff. 

It is apparent from the foregoing statement that we are called upon to deter- 
mine whether the system adopted by the plaintiff was selected as a means 
of securing to the owner of the patent that exclusive right to use its invention 
which is granted through the patent law, or whether, under color of such a purpose, 
it is a device unlawfully resorted to in an effort to profitably extend the scope of its 
patent at the expense of the general public. Is it the fact, as is claimed, that this 
"license notice" of the 'plaintiff is a means or agency designed in candor and good 
faith to enable the plaintiff to make only that full reasonable and exclusive use of 
its invention which is contemplated by the patent law or is it a disguised attempt 
to control the prices of its machines after they have been sold and paid for? 

First of all it is plainly apparent that this plan of marketing adopted by thi 
plaintiff is, in substance, the one dealt with by this Court in Dr. Miles Medical 
Co. V. Park & Sons Co. (220 U. S., 373)' and in Bauer v. O'Donnell, (229 U. S., 1 ; 
191 O. G., 1068), adroitly modified on the one hand to take advantage, if possible, 
of distinctions suggested by these decisions, and on the other hand to evade cer- 
tain supposed effects of them. , 

If we look through the words and forms, with which the plaintiff has most 
elaborately enveloped its purpose, to the substance and realities" of the transaction 
contemplated we shall discover several notable and significant features. First, while 
as if looking to the future, the notice, in terms, imposes various restrictions as to 
title and as to the "use" of the machines by plaintiff's agents, wholesale and retail, 
and by the "unlicensed members of the public," for itself, the plaintiff makes sure, 
that the future shall have no risks, for it requires that all that it asks or expects 
at any time to receive for each machine must be paid in full before it parts with 
the possession of it. 

Second, while in terms the "use" of each machine is restricted and forfeiture 
for failure to strictly comply with the many conditions and requirements of the 
notice is provided for, this system, elaborate to the extent of confusion, fails utterly 
to provide for entering any evidence of a qualified title in any public office or in 
any public record, and no r-equirement is found in it for reporting by users or 
licensees, who may remove from . one place to another taking the machine with 
them, as would very certainly be required if the plaintiff intended to enforce the 
rights so elaborately asserted in this notice; — if the system were really a genuine 
provision designed to protect through many years to come the restricted right to 
"use" and the seemingly qualified title which it purports to grant to dealers and to 
the public, from being exceeded or departed from. 

Third. The fact that under this system "at different times" "large numbers" 
of machines, as is alleged in the plaintiffs bill, have been "covertly" sold to the 
defendants by the plaintiff's wholesale and retail agents at less than the price fixed 
for them, is persuasive evidence that the transaction is not what it purports on its 
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face to be. If it were a reasonably guarded plan, really intended to keep the plain- 
tiff in touch with each* of its machines until the expiration of the patent of latest 
date, for the purpose of insisting upon its being used in the manner provided for 
in the "license notice" the plaintiff's prompt and sufficient remedy for such an 
invasion of its right as is claimed in this case would be found in its sales depart- 
ment or rather in its "license" department, and not in the courts. That the plaintiff 
comes into court with a bill to enjoin the defendants from reselling machines 
secretly sold to them in large numbers by the plaintiff's agents indicates very 
clearly that at least imtil the exigency out of which this case grew, arose, the 
scheme was regarded' by the plaintiff itself and by its agents simply as one for 
maintaining prices by holding a patent infringement suit in terrorem over the 
ignorant and the timid. 

And finally, while the notice permits the use of the machines, which have 
been fully paid for, by the "unlicensed members of the general public," sig- 
nificantlly called in the bill "the ultimate users," until "the expiration of the pat- 
ent having the longest term to run" (which, under the copy of the notice set out 
in the bill, would be July 22d, 1930) it provides that if the licensee shall not have 
failed to observe the conditions of the license, and the Victor Company shall not 
have previously taken possession of the machine, as in the notice provided, then, 
perhaps sixteen years or more after he has paid for it and in all probability long 
after it has been worn out or become obsolete and worthless "it shall become the 
property of the licensee." 

It thus becomes clear that this "license notice" is not intended as a security 
for any further pa3rment upon the machine, for the full price, called a "royalty," 
was paid before the plaintiff parted with the possession of it; that it is not to be 
used as a basis for ti;acing and keeping the plaintiff informed as to the condition 
or use of the machine, for no report of any character is required from the "ulti- 
mate user" after he has paid the stipulated price; that, notwithstanding its ap- 
parently studied avoidance of the use of the word "sale" and its frequent refer- 
ence to the word "use," the most obvious requirements for securing a bona fide 
enforcement of the restrictions of the notice as to "use" are omitted; and that, 
even by its own terms, the title to the machines ultimately vests in the "ultimate 
users," without further pa3rment or action on their part, .except patiently waiting 
for patents to expire on inventions, which, so far as this notice shows, may or may 
not be incorporated in the machine. There remains for this "license notice" so far 
as we can discover, the function only, of fixing- and maintaining the price of plain- 
tiff's machines to its agents and to the public, and this we cannot doubt is the 
purpose for which it really was designed. 

Courts would be perversely blind if they' failed to look through such an at- 
tempt as this "license notice" is thus plainly to sell property for a full price, and yet 
to place restraints upon its further alienation, such as have been hateful to the law 
from Lord Coke's day to ours, because obnoxious to the public interest. The 
scheme of distribution is not a system designed to secure to the plaintiff and to the 
public a reasonable use of its machines, within the grant of the patent laws, but 
is in substance and in fact a mere price-fixing enterprise, which, if given effect, 
would work great and widespread injustice to innocent purchasers, for it must be 
recognized that not one purchaser in many would read such a notice, and that not 
one in a much greater number, if he did read it, could understand its involved 
and intricate phraseology, which bears many evidences of being framed to con- 
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ceal rather than to make clear its real meaning and purpose. It would be a per- 
version of terms to call the transaction intended to be embodied in this system of 
marketing plaintiff's machines a "license to use the invention." (Bauer v. O'Donnell, 
229 U. S., 1, 16.) 

Convinced as we are that the purpose and effect of this "license notice" of plain- 
tiff, considered as a part of its scheme for marketing its product, is not to secure 
to the plaintiff any use of its machines, and as is contemplated by the patent 
statutes, but that its real and poorly-concealed purpose is to restrict the price of 
them, after the plaintiff had been paid for them and after they have passed 
into the possession of dealers and of the public, we conclude that it falls within 
the principles of Adams v. Burke (17 Wall, 453, 456) and of Bauer v. O'Donnell, 
(229 U. S., 1 ;) that it is, therefore, invalid, and that the district court properly held 
that the bill muSt fail for want of equity. 

It results that the decree of the circuit court of appeals will be reversed 
and that of the district court affirmed. 

Reversed. (238 Official Gazette, 316.) 



International Union. 

Official Journals. Contenti for February. 
La Propri£t£ Industrielle. 

OFFICIAL PART. Domeitic Legiilation: A Measure Taken by Reason 
OS THE Present State of War. Germany. I. Notice relative to the decree of 
July 1, 1915, concerning the rights of subjects of enemy countries in industrial 
property matters (No. 5679, of Jan. 25, 1917). — II. Notice prohibiting the pro- 
ceeding tQ publication of certain patents of invention and Gebrauchsmuster (No 
5702, of Feb. 8, 1917). — Austria. I. Notice concerning the exceptional provisions 
taken in favor of subjects of Denmark on the subject of Union priority delays 
(No. 39, of Jan. 31, 1917). — II. Notice concerning the exceptional provisions 
taken in favor of citizens of Mexico on the subject of Union priority delays 
(No. 40, of Jan. 31, 1917).— United States. Letter of the Commissioner of 
Patents to the Director of the International Bureau for the Protection of 
Industrial Property at Berne (Jan. 12, 1917).-— B. Ordinary Legislation. Mor- 
Rocco. Decree relative to the protection of industrial property (June 23, 1916) 
(Continuation), 

UNOFFICIAL PART. General Observationi. Resume of the principal pro- 
visions taken by reason of the present state of war by the different countries in 
industrial property matters (first supplement). 

Statistics: Great Britain. Industrial property in 1915 (continuation and 
end) . 

Bibliography: Periodicals. 



STATEMENT OF THE OWNERSHIP, MANAGEMENT, CIRCULATION, 
ETC., REQUIRED BY THE ACT OF CONGRESS OF AUGUST 24, 1912, of 
Patent and Trade Mark Review, published monthly at New York, N. Y., for 
April 1, 1917. 
State of New York, ) 
County of New York. \ ^^ ' 

Before me, a Notary Public, in and for the state and county aforesaid, per- 
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sonally apeared Wm. Wallace White, who, having been duly sworn according to 
law, deposes and says that he is the Editor of the Patent and Trade Mark 
Review, and that the following is, to the best of his knowledge and belief, a 
true statement of the ownership, management (and if a daily paper, the circu- 
lation), etc., of the aforesaid publication for the date shown in the above 
caption, required by the Act of August 24, 1912, embodied in section 443, 
Postal Laws and Regulations, printed on the reverse of this form, to wit. 

1. That the names and addresses of the publisher, editor, managing editor, and 
business managers are: 

Publisher, Wm. Wallace White, 233 Broadway, New York City; 
Editor, Wm. Wallace White, 233 Broadway, New York City; 
Managing Editor, None; 
Business Managers, None. 

2. That the owners are: (Give names and addresses of individual owners, or, 
if a corporation, give its name and the names and addresses of stockholders own- 
ing or holding 1 per cent or more of the total amount of stock.) Wm. Wallace 
White. • 

3. That the known bondholders, mortgagees, and other security holders ownr 
ing or holding 1 per cent or more of total -amount of bonds, mortgages, or other 
securities are: (If there are none, so state.) None. 

4. That the two paragraphs next above, giving the names of the owners, 
stockholders, and security holders, if any, contain hot only the list of stockholders 
and security holders as they appear upon the books of the company but also, in 
cases where the stockholders or security holder appears upon the books of the 
company as trustee or in any other fiduciary relation, the name of the person or 
corporation for whom such trustee is acting, is given, also that the said two para- 
graphs contain statements embracing affiant's full knowledge and belief as to the 
circumstances and conditions under which stockholders and security holders who 
do not appear upon the books of the company as trustees, hold stock and secur- 
ities in a capacity other than that of a bona fide owner ; and this affiant has no 
reason to believe that any other person, association, or corporation has any in- 
terest direct or indirect in the said stock, bonds, or other securties than as so 
stated by him. 

5. That the average number of copies of each issue of this publication sold 
or distributed, through the mails or otherwise, to paid subscribers during the six 

months preceding the date shown above is (This information is required 

from daily publications only.) 

(Signed) Wm. Wai,i,ace White, 
(Signature of Editor, Publisher.) 
Sworn to and subscribed before me this 
22d day of March, 1917. 

(Signed) John C. Sanders, 

(My commission expires March 30, 1917.) 
Notary Public, Bronx County. 
* Bronx County, No. 4; Register's No. 726. 

Certificate filed in New York County. 

New York Clerk's No. 127; Register's No. 7160. 
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Adjudicated Patents. 

No. 837,276. Romans. Knife adjusting device in slug trimming mechanism 
for linotype machines. Held not infringed. 229 F. R., 168. 

No. 848,338. Bedell. Means for disconnecting the ejector slide in linotype 
machines. Held not infringed. 229 F. R., 168. 

No. 878,821. Bedell. Gear wheel for actuating the second keyboard roll in 
linotype machines from the first. Held void for lack of invention. 229 F. R., 
168. 

No. 888,402. Homans. Magazine gate for matrix locking device for linotype 
machines. Held not infringed. 229 F. R., 168. 

No. 924,840. Schmidt. Improvement in pipe couplings. Held (claims 1 and 
3) void for lack of utility. 229 F. R., 157. 

No. 925,843. Rogers. Mold disk support for linotype machines. Construed 
and held not infringed. 229 F. R., 168. 

No. 619,441. Rogers. Vise jaw mechanism for linotype machines. Held 
(claims 1 and 2) not infringed and (claim 4) void as too broad. 229 F. R., 407. 

No. 717,781. Muehleisen. Relating to magazine channels for linot3rpe ma- 
chines. Held (claims 2 and 3) not infringed. 229 F. R., 407. 

No. 739,896. Dodge. Mold support for linotype machines. Held not^ in- 
fringed. 229 F. R., 407. 

No. 759,501. Cooney and Totten. Magazine gate for linotype machines. Held 
void as too broad. 229 F. R., 407. 

No. 787,821. Bedell. Gear wheel for actuating the second keyboard roll in 
linotype machines from the first. Held void for lack of invention. 229 F. R., 407. 

No. 795,059. Ottofy. Street flushing machine. Held infringed. 229 F. R., 
421. 

No. 797,412. Dodge. Magazine supporting frame in linot3rpe machines. 
Held not infringed. 229 F. R., 407. 

No. 797,436. Kennedy. Keyboard lock for linotype machines, conceding its 
validity, if narrowly construed. Held not infringed. 229 F. R., 407. 

No. 799,662. Nathan. Covering for automobile tires. Held void for lack 
of invention. 229 F. R., 424. 

No. 826,593. Morehouse. Vise jaw mechanism for linotype machines. Held 
not infringed. 229 t. R., 407. 

No. 830,436. Homans. Magazine supporting frame for linot3rpe m^ines, 
as limited by the prior art. Held not infringed. 229 F. R., 407. 

No. 840,522. Stotts. Spring cushion. Construed, and as limited by the 
prior art, held not infringed. 229 F. R., 398. 

No. 848,338. Bedell. Means for disconnecting the ejector slide in linotype 
machines. 229 F. R.. 407. ' , 

No. 880,402. Honians. Magazine gate on matrix lock device for linotype 
machines. Held not infringed. -229 F. R., 407. 

No., 925,843. Rogers. Mold disk support for linotype machines. Held not 
infringed. 229 F. R., 407. ' 

No. 971,245. Brewer and Cheshire. Feeder for printing presses. Held not 
anticipated, yalid, and infringed. 229 F. R., 415. 

No. 1,070,080. Thompson. Electric car lighting system. Held not anticipated, 
valid and, infringed. ,229 F. R„ 429, 

No. 13,125 (Original No. 921,494). Witzel., Wire mattress. Held not in- 
fringed. 229 F: R., 426. ^ ^ 
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No. 618,065. Dicks. Safety attachment for presses. Held not infringed. 229 
F. R., 573. 

No. 635,280. Giristensen. Combined air ptimp and electric motor. Held 
not anticipated, valid, and infringed. 229 F. R., 564. 

No. 654,125. Beall. Pivot axle cultivator. Held (claims 12 and 13) void 
for lack of invention in view of the prior art. 229 F. R., 575. 

No. 693,643. Emerick. Draft rigging for cars. Held not anticipated, valid 
and infringed. 229 F. R., 730. 

No. 745,157. Coleman. Means for operating motor vehicles. Held not an- 
ticipated, valid and infringed. 229 F. R., 719. 

No. 747,963. Gammons. Machine for sewing sweatbands into hats. Held 
not anticipated, valid and infringed. 229 F. R., 726. 

No. 842,827. Coleman. Means for operating motor vehicles. Held not 
anticipated, valid and infringed. 229 F. R., 719. 

No. 877,610. Epstein and Epstein. Skirt or petticoat Construed and hdd 
(claims 3 and 4) not infringed. 229 F. R., 756. 

No. 1,012,984. Carper. Bottling machines. Held valid and infringed. 229 
F. R., 748. 

No. 1,120,596. (harper. Bottling machines. Held valid and infringed. 229 
F. R., 748. 
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Germany. 

Industrial Property. Applicationi. Convention. Priority. American Holders. 
^Status ai Concerns War Measures. Notice No. 5843 of May 5, 1917. 

(Translation.) 

Notice concerning the prolongation of terms of priority to the United States 

OF America, 

By virtue of § 1, paragraph 2, of the Decree of the Federal Council of May 7, 
1915, concerning the extension of the terms of priority provided for by Art. 4 of 
the revised Convention of Paris, June 2, 1911, for the Protection of Industrial 
Property (Reichsgesetzblatt, p. 272), it is thereby declared that in the United States 
of America the terms of priority, insofar as they have not expired prior to August 
1, 1914, or will not expire after December 31, 1917, are prolonged in favor of sub- 
jects of countries that grant substantially the same rights to United States citizens, 
even also in favor of German subjects, for a period of nine months. However, 
this prolongation is granted only when the applicant, by reason of the state of 
war, has been prevented from observing the term, and it does not apply if and 
so long as the state of war exists between the country to which the applicant is a 
subject and the United States of America. 

Berlin, May 5, 1917. 

(Signed) Dr. Heuferich, 
Vice Chancellor of the Empire. 

(Translation from 33 La Propriete Industrielle, 57.) 



Patents. Trade Marks. American Holders. Abrogation of Certain Facilities, 
"War Measures". Notice No. 5844 of May 6, 1917. 

(Translation.) 

Notice concerning the abrogation of certain temporary facilities accorded to 
THE United States of America in patent and trade mark matters. 
The Notice of October 21, 1914 (Reichsgesetzhlatt, p. 450). is abrogated inso- 
far as it declares that German subjects enjoy, in the United States, facilities 
analagous to those provided for by the Decree of the Federal Council, September 
10, 1914, concerning temporary facilities granted in the domain of patents, Ge- 
brauchstnuster, and trade marks (Reichsgesetzhlatt, p. 403). 

Berlin, May 6, 1917. (Signed) Dr. HelFFERICh, 

Vice Chancellor of the Empire. 



NeTT Zealand. 

Patents. Marking. Use of Word "Patent" on Unpatented Merchandise. 

Decision. 

In the Magistrate's Court, Holden at Wellington. 

Before Mr. L. G. Reid, S. M. The 17th November, 1916. 

In the Matter of a Prosecution for the Illegal Use of the Word "Patent." 

Application for Patent; Provisional Specification only lodged; Sale of Article 

marked "Patent"; Patents, Designs, and Trade Marks Act, 1911, 



Digitized by VjOOQ IC 



260 NEW ZEALAND—ITALY 

This was a prosecution by the police against Frank Fenby under Section 
128 of the Patents, Designs, and Trade^. Marks Act, 1911*, for that during 
August, 1916, at WelHngton, he did falsely represent that a wooden bedstead- 
joint sold by him was patented in New Zealand. 

Defendant was convicted and ordered to pay costs amounting to 7s. (From 
6 New Zealand Patent Office Journal, 163, of May 3, 1917.) 

♦ For Section 128, sec 10 P. & T. M. Rev., 3779. 



Trade Marks. Marking. Use of Word "Reg." with Unregistered Trade Mark. 

Decision. 

In the Magistrate's Court, Holden at Hastings. 

Before Mr. S. E. McCarthy, S. M. The 27th October, 1915. 

In the Matter of the Prosecution for the Illegal Use of the Word "Reg." 

Trade Mark; Non-registration; Use of Label with the Word "Reg." thereon; 

Exposing Goods for Sale so Labelled; Patents, Designs, and Trade Marks Act, 

1911. 

This was a prosecution by the police against Carl Vogtherr under Section 
128 of the Patents, Designs, and Trade Marks Act, 1911,* for that he did expose 
goods for sale with a label having the word "Reg." thereon in reference to a trade 
mark when the trade mark was not so registered. 

Defendant was convicted and discharged. (From 6 New Zealand Patent 
Office Journal, 164, of May 3, 1917.) 



♦ For Section 128, see 10 P. & T. M. Rev., 3779. 



Italy. 

Patents. Trade Marks. Monopolies. Alien Enemies. "War Measures." 

Reciprocal Extension of Convention Terms to Neutral and Allied Nations. 

Decree of March 22, 1917. 

(^Translation.) 

Adverse Decisions in Interference. 

Patent No. 1,164,734. 

On April 27, 1917, a decision was rendered that Donald McDermid was not 
the first inventor of the subject-matter of the invention covered by the single 
claim of his Patent No. 1,164,734, subject, "Electroplating-generators," and no 
appeal having been taken within the time allowed such decision has become final. 

In consideration of the law of May 22, 1916, No. 671, conferring extraordinary 
powers on the Royal Government for the duration of the war; 

In view of laws of October 30, 1859 No. 3731, on industrial monopolies and 
No. 4577 of August 30, 1868, concerning trade-marks and other patents; 

In view of the law of April 6, 1913, No. 285, sanctioning the agreement of the 
League for the Protection of Industrial Rights at Washington; 

In consideration of the necessity of disciplining the industrial -property rights 
of subjects of enemy countries so that the same may not impede the use of in- 
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ventions in the interest of the national defense or of whomsoever the nation's 
industry shall have need of service; 

In consideration, moreover, of the opportune measure of extending the time- 
limit within which persons belonging to allied or neutral nations, conferring 
equal privileges to Italians, may request industrial monopoly, grants in the King- 
dom of Italy, returning in possession of the priority of applications presented 
for the first time in one of the said nations; 

Approved by the Council of Ministers, and at the instance of the Minister of 
Industry, Conlmerce, and Labor, in concert with the Minister of Foreign Affairs, 
of War, and of the Navy ; 

We have decreed and hereby decree as follows: 

Article 1. For the duration of the war the validity for private industrial rights 
belonging to enemy subjects, firms, or corporations, located in enemy countries, 
of inventions regarding war material or which may be used for military purposes, 
is canceled. 

The Ministers of War and Navy shall have the right to use such inventions 
or concede to others the privilege of using the same for furnishing the Army or 
Navy. 

The present ruling is to take effect regarding every enemy country, covering 
the period since the declaration of war. 

Art. 2. If reasons of public welfare necessitate the actual use of inventions 
within the country which are protected as monopoly grants in favor of enemy 
subjects, firms, or companies, located in enemy countries, such privilege may be 
granted for the use of those inventions during the war, even without the consent 
of the holder of the patent, to whomsoever shall request the same. 

The license to use such inventions during the war shall be granted by the 
Minister of Industry, Commerce, and Labor, upon the approval of the committee 
which examines all recourse pertaining to industrial rights. This grant may be 
subject to special conditions and to the deposit of a certain sum of money in the 
Government Treasury. 

Art. 3. If a trade-mark registered in the name of an enemy subject, firm, or 
company, shall have become the common designation of the products it serves to 
distinguish, the use of the trade-mark may be granted upon application, during 
the war, to Italian manufacturers of those same articles. 

The license to use these trade-marks shall be granted by decree of the Minister 
of Industry, Commerce, and Labor, in the same manner and on the conditions set 
forth in the preceding article. 

Art. 4. No recourse either administrative or judicial is admissible against the 
rulings as per preceding articles. 

Art. 5. The time-limits of priority, as established by article 4 of the League's 
Convention at Paris, approved at Washington, which had not expired on May 
24, 1915, are suspended for the. entire duration of the war and until three years 
after the publishment of peace, in favor of persons belonging to these allied or 
neutral nations belonging to the Union, which may have granted the same benefit 
to Italians. 

(Signed) Tomaso Di Savoia. 

Given at Rome, March 22, 1917. (From 238 Official Gazette, 1642.— original 
l.ublication in Gazzetta Ufficiale, April 10, 1917.) 
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Portuguese Colonies. 

Patents. Rules. Decree No. 269, of January 10, 1914.* 

(Translation.) 

(Extract from the Regulation of April 21, 1904, modified by Art. 1 of Decree No. 

44 of June 16, 1913.) 

Art. 1. In the interpretation of this Regulation, the words used have the same 
meaning as those of the text of the Law of May 21, 1896, and of the Decree of 
December 17, 1903, and the phrase Ultraniar Portugues signifies the oversea prov- 
inces, the autonomous District of Timor, and the territories under the administra- 
ton of the Mozambique and Nyassa Companies. 

Art. 2. The protection granted to inventions within the home country, and adja- 
cent islands by the letter of the Law of May 21, 1896, shall be extended to the 
Ultramar Portugues subject to the conditions of the Decree of December 17, 1906, 
and of this Regulation. 

Art. 4. The protection in the Ultramar Portugues of inventions, as well as 
modifications and improvements in inventions already patented, shall be granted 
only when it has been granted within the home country and the adjacent islands. 

§ 1. Applications for protection of inventions or of modifications or alterations 
in inventions already patented shall only be allowed when they shall have been 
presented within the term of two years counted from the date of publication in 
the Diario do Governo of the order that grants the respective patents or certifi- 
cates of addition for the country and adjacent islands. 

§ 2. Petitions for extension of the life of patents in the Ultratnar Portugues 
shall be presented along with those for the same extension in the home country 
and adjacent islands. 

Art. 5. When protection in the Ultramar Portugues is not applied for accord- 
ing to the terms of this Regulation and within the term indicated in § 1 of Art. 4, 
the owner of the invention shall lose the right to that protection. 

Art. 6. Grants of protection in the Ultramar Portugues, referring to inven- 
tions, shall be regulated by the terms and by the dates of the concessions made in 
the home country and adjacent islands. 

Art. 10. Petition for registration of an extension of patent to the Ultramar 
Portugues J or for the extension of the life of a patent, shall be made in an appli- 
cation drawn up in Portuguese — 'Model A or B, — and accompanied by the follow- 
ing documents : 

(a) Receipt for the amount of the respective fee having been deposited with 
the General Receiver of Deposits and Provident Institutions: 

(b) Patent deed; 

(c) Ample power in favor of whoever presents the petition, if this be not 
effected by the owner of the patent deed, or by an official patent and trade mark 
agent. 

§ 1. The petition shall be signed by the owner of the patent, or by his legal 
representative or by an official patent and trade mark agent in the name of the 
owner. 

§2. Signatures to powers of attorney whereof this article treats shall be duly 
acknowledged by Notary commissioned in Lisbon, or by Portuguese Consular 



• For Introduction see 12 P. & T. M. Rev., 202, and Editor's Note, p. 206. 
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Agents abroad, and those of these latter by the Ministry of Foreign Relations. 

§3. If a petition be presented by an official patent and trade mark agent, 
the documents that shall accompany the application are those mentioned in para- 
graphs (a) and (b) ; the signatures of these agents do not stand in need of being 
acknowledged. 

Art. 11. The petition for registration of an assignment or transfer of a 
patent, or for authorization to work a patent, shall be made in an application — 
Model D — wherein shall be indicated: 

(a) The name, surname, calling and domicile of the assignor and assignee; 

{b) The numbef, date, and title of the patent; 

(c) The nature and date of the document that legalizes the transfer or 
authorization ; 

i^rf)The rights assigned. 

Sole Section. This application shall be accompanied by the patent deed, 
by the document that legalizes the assignment or the authorization to work the 
patetit, by th^ ample power in favor of him that presents the petition, if. this be 
not done by the owner of the invention,, and by the receif)t for the deposit with the 
General Receiver of Deposits and Provident Institutions of the amount of the 
corresponding fee. 

Art. 12. In the same application there may not be solicited niore than one 
registration for an extension to the Ultram<ir Portugues oi a patent, of an addi- 
tion, of an extension of life of a patent, of an assignment, or of an authorization 
to work the patent. 

Art. 13. Petitions for registration of extensions of patent to the Ultramar 
Portugues shall be made for the period yet remaining for which they are granted 
in the home country and adjacent islands. 

Art. 14. The fees relative to the protection of inventions in the Ultramar 
Portugues are: (see Decree of June 30, 1911*). 

Registration of assignment of patent 3$22. 

Registration of license to work the invention, 3$22. 
. The table for the payment of these fees to the General Receiver of Deposits 
i\nd Provident institutions shall be in printed form furnished by the Bureau o» 
Industrial Property. 

§ 1. Those interested shall have to present their applications and documents 
under the conditions indicated in the stamp tax law and regulation. 

§2. The emoluments to be paid for <;ertificates are 0$60 for each page, even 
if incomplete, except the' first which shall be 0$70, as it includes the recital of 
No. 42 of the stamp- tax. (See Decree of June 16, 1911*). 

§ 3. The fees to be paid for authentic copies of the specifications of inventions 
and of designs are: 

1. For each page of 25 lines, with 30 letters per line, 0$54; 

2. For drawings whatever bp stipulated for each particular case. (Translated 
from Didrio do Geverno, Jan. 10, 1914.) 



♦ For translation of this Decree see 12 P. & T. M. Rev., 103. 

Note: For lack of space, the forms referred to are omitted. 
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Portuguese Colonies. . 

Trade Marks. Riiles. Decree No. 269« of January 10». 1914. 

• (Translation.) 

(Extract from the Regulation of April 21, 1904, modified by Art. 1 of Decree 
No. 44 of July 16, 1913.) 

Art. 1. In the interpretation of this . Regulation, the terms used have the 
same meaning as those of the text of the Law of May 21, 1896, and of the Decree 
of December 17, 1903, and the phrase Ultramar P or tugues signifies the oversea 
pi-ovinces, the autonomous District of Timor and the territories under the adr 
ministration of the Mozambique and Nyassa Companies. 

Art. 21b. The protection granted to industrial and commercial marks in the 
home country and adjacent islands by the letter of the Law of May 21, 1896, shall 
be extended to the Ultramar Portugues, under the conditions of the Decree of 
December 17, 1903, and of this Regulation. 

Art. 28. The protection of marks in the Ultramar Portugues shall . only be 
granted when it has been granted in the home country and the adjacent islands. . 

Sole Section. Applications for renewal of protection of marks shall be pre- 
sented along with appHcations for the renewal of registration for the home country 
and the adjacent islands. 

Art. 30. Grants of protection of marks in the Ultramar Portugues shall be 
made separately for each province, district, or territory mentioned in Art. 1, and 
shall be regulated by the terms and by the dates of the registrations granted for 
the home country and the adjacent islands. .r 

Art. 34. Application for registration of protection of a mark in any province, 
district, or territory mentioned in Art. 1 shall be made on a form of application 
written in Portuguese, Model E, and shall be accompanied by. the following docu- 
ments : 

(a) The title of registration made in the home country and the adjacent 
islands and as many certificates of this registration as there may be provinces, dis- 
tricts, and territories wherein protection is desired; 

(b) Receipt of the amount of the corresponding tax having been paid into 
the General Receiver of Deposits and Provident Institutions; 

(c) As many clichis for the typographical, reproduction of the marks as there 
may be provinces, districts, and territories wherein protection is desired ; 

({/) Ample power in favor of whoever presents the petition, when this is 
not done by the proprietor of the mark or by an official patent-and trade mark 
agent in the name of that proprietor. 

§ 1. Applications shall be signed by the proprietors of the m^arks or by their 
legal representatives. 

§2. The signatures of powers of attorney shall be duly acknowledged by 
Notaries PubHc commissioned at Lisbon, or by the Portuguese Consular Agents 
abroad, and those of these latter by the Ministry of Foreign Affairs. 

§3. If the petitions be presented by official patent and trade mark agents, 
the documents that shall accompany these applications are those referred to in 
paragraphs (a), (b), and (c). 

§4. The clichis, whereof paragraph (c) treats, may be of wood, zinc, or of 
any other substance suitable for printing with ordinary printing type. The clichis 
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shall have none of their surface measurements less than 15 mm.» nor greater than 
100 mm., and their thickness shall be 24 mm. 

Art. 35. The first application for certificate of registration shall be ac^ 
companied by a clichS for the typographical reproduction of the mark. 

Art. 36. The application for registration of assignment or transfer of a mark 
shall be made on application form, Model F, wherein shall be specified : 

(a) The name, surname, profession, and domicile of the assignor and of the 
assignee; 

(b) Number and class of the mark; 

(c) Nature and date of the document that legalizes the assignment. 

Sole Section. There as applicable to renewals of protection, the provision, 
tion of the mark, by the document that legalizes the assignment, by the ample 
power of attorney in favor of him that presents the application, when this is not 
done by the proprietor of the mark, and by the receipt of the deposit, with the 
General Receiver of Deposits and Provident Institutions, of the corresponding fee. 

Art. 37. In the same application there shall not be made application for the 
registration of more than one mark, for more than one province, district, or 
territory mentioned in Art 1, nor registration of more than one assignment or 
for more than one class of goods. 

Art. 38. Petitions for registration of protection in the Ultramar Portugues 
shall be made for the term that is yet to run of the registration in the home country 
and the adjacent islands. 

Art. 39. Applications for renewal of protection of marks in the Ultramar 
Portugues shall be accompanied by the receipt of the deposit, with the General 
Receiver of Deposits and Provident Institutions, of the corresponding fee. 

Sole Section. There as applicable to renewals of protection, the provision, 
with reference to powers of attorney, that is prescribed in paragraph (d) of 
Art. 34, and § 1 and §2 of the same article. 

Art. 47. The fees with regard to the protection of marks in the Ultramar 
Portugues shall be as follows: 

Protection of one mark in each province, district, or territory, 2$68. 

Registration of assignment for each province, district, or territory, 2$68. 

Registration of renewal of registry, for each province, district, or territory, 
2$68. 

Certificate of registration, 1$C8. 

The tables for the payment of these fees to the General Receiver of Deposits 
and Provident Institutions shall be in printed form furnished by the Bureau of 
Industrial Property. 

§1. The parties interested shall be obliged to present their applications and 
documents under the conditions indicated in the law and regulation concerning 
stamp taxes. 

§ 2. The emoluments to be paid for certificates shall be, for each page, even if 
incompletCj 0$60, with the exception of the first, which amounts to 0$70, as it 
includes the recital of No. 42 of the Stamp Tax (See Decree of June 16, 1911*). 
(Translated from Diario do Governo, Jan. 10, 1914.) 



^ For translation of this Decree see 12 P. & T. M. Rev., 103. 



Note: For lack of space the forms referred to are omitted. 
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^ Portugral. 

Designs. Models. Rules. Decree No. 269 of January 10» 1914.* 

(Translation.) 
, B. Industrial Designs and Models. 

(Extract from the Law of May 21, 1896.) 

Art. 158. Designs, figures, engravings, prints, pictures, and any arrangement 
or disposition of lines and colors susceptible of being printed, painted, woven, 
embroidered, engraved, and impressed on the surface of manufactured objects in 
a distinctive manner shall be considered as industrial designs. 

Sole Section. Engravings, pictures, enamellings, embroidery, photographs, and 
any designs, when they have a purely artistic character, and are not to be con- 
sidered as mere accessories of industrial products, are to be excepted. 

Art. 159. Molds, forms, objects in relief and forms that represent the industrial 
products or which are susceptible of being applied to the same products shall be 
considered as industrial models. 

Sole Section. Statuary, ceramics, pottery and sculptures of an artistic character 
shall be excepted. 

Art. 160. Typographic matrices, obtained by any process, shall be considered 
as designs. 

Art. 161. The same object may be deposited for the designs that embellish it 
and for the model in which it consists. 

Sole Section. There is no obligation for a new deposit in the amplication or 
reduction to scale of designs or models in which ownership is held. 

Art. 171. For each class of different objects a new deposit is necessary. 

Sole Section. Diffei'ences of color and differences of material in which designs 
are executed or in which models are manufactured do not call for new deposits. 

Art. \72. The ownership of a design or model refers only to those objects 
indicated in the certificate of deposit. 

Art. 173. The ownership of designs and models deposited is guaranteed for 
five years, the guarantee being susceptible of being renewed for periods of five 
years, on petition of the party interested before the expiry of the term, and pays a 
hew fee of 1$61 (See Decree of June 30, 191 If), increased 0$54 for as many times 
as there be renewals made. v 

Art. 174. The title of deposit only for new designs and models shall be 
granted and maintained, or for those that, not being entirely new, shall realize 
new combinations of old or known elements or dispositions of elements already 
used, different from those habitually used and more or less common, but which 
present a general distinctive aspect. 

Art. 181. Designs and models that shall hot be considered proper for deposit, 
are to be returned to the parties interested who shall reclaim them whenever 
possible. 

(Extract from the Regulation of March 28. 1895.^ 

Art. 207. Designs for filing shall be of the dimensions that shall be indicated 



* For Introduction, see 12 P. & T. M. Rev., 202, also Editor's note, p. 206. 
t For text of this Decree see 12 p. & T. M. Rev., 103. 
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by the Bureau of Industrial Property. They may be reductions or copies, executed 
in one or more colors or enlargements. v 

Art. 208. Designs shall be, as a rule, executed on paper; the objects on which 
they are applied may, however, be presented, s.uch as materials, metallic plates, 
etc., provided that they may be easily filed away, classified, guarded and consulted. 

Art. 209. Models may be the objects themselves, when their dimensions do 
not interfere with their filing, reduction to scale or photographing. (Note: Photo- 
graphs shall be by permanent process,) of the same objects. 

Art. 210. Whenever it appears convenient to the depositor, several photographs 
of the same model may be sent, taken from different points, in order to show 
what is its form. 

Art. 211. Characters, type, type matrices of any kind, stereopticon plates on 
cardboard, metal or metallic sheets, engravings on wood or on any other material, 
intended for typographic impression, letters, numerals, musical notes or other 
signs, symbols, monograms, emblems, borders, fillets, etc., shall be considered as 
designs. 

Art. 212. Designs, as well as photographs and models, of an artistic character, 
are not to be considered as industrial designs or models, unless when they are to 
be reproduced mechanically or by processes that permit of their easy multiplica- 
tion and so that they lose the individual characteristic of works of art. 

Sole Section. The Director General of Commerce and Industry may refuse 
deposit to designs or models that he may judge lacking in these conditions, on 
decision of the Engineer in Chief of the Bureau of Industrial Property, from 
his decision there being appeal to the Minister of Public Industry. 

Art. 213. Copies of objects of nature and of public monuments may not con- 
stitute industrial property, although the respective designs or models be de- 
posited, unless they be combined, divided, embellished, or modified in a way that 
gives them a particular and distinctive character. 

Art. 214. When the owner so desires, two like objects may be deposited, one 
for its design and the other for its model. 

Art. 215. The enlargement or reduction of the design or model to scale, which 
may only be made by its owner, shall not be considered as a new design or 
model, an4 in consequence is privileged as an original design or model. 

Art. 216. Differences of color and differences of material, in which designs 
or models are executed, shall not imply different deposits, unless the objects pass 
from one class to the other. 

Art. 225. A person, firm, or association that. desires to make a deposit of a 
design or model shall deliver or remit to the Bureau of Industrial by registered 
letter : 

1. An application written in the Portuguese language, according to Mode^ F. 
or in French, with equivalent expressions, declaring in what the novelty of his 
(or its) design or model consists; . 

2 Four facsimilies of the industrial design, and two copies or four photo- 
graphs of the model that it is desired to deposit; 

3 payment of the fee of 1$08, increased by 0$50 for expenses of cor- 
respondence, and 0$54 for each page written in the French language (see Decree of 
June 30, 1911*), for each model or design; 

4. A document wherein is proven the assignment of the rights of the author, 
when the applicant be not such. 



•For translation of this Decree sec 12 P. & T. M. Rev., 103. 
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Art. 226. In the same application the deposit of more than one design or 
model may be applied for, or even the deposit of the same design or model in 
different classes, provided that the fees correspond to the deposits to be effected 
and to the classes wherein the designs or models are entered. 

Art. 241. A person, firm, or association that desires to continue his (or its) 
ownership of the design or model previously deposited, shall deliver or send to 
the Bureau of Industrial Property by registered letter: 

1. An application according to Model JJ, under the same conditions of appli- 
cation for deposit, wherein he shall mention the numbers, general and class, of the 
deposit made, and the date of first deposit; 

2 payment of the fee, of 1$61 for the first renewal, 2$15 for the 

second, and thus successively, increased by 0$54 for each renewal (see Decree of 
June 30, 1911*). 

Art. 243. Modifications in designs or models are permitted to owners of these 
designs or models deposited, when petitioned for by them or with their authoriza- 
tion, but there is required the payment of fee as if they were new designs or 
models. 

Art. 244. For transfer of ownership of a deposit, the party interested or his 
attorney shall make application for this transfer on a form according to Model LL, 
by presenting a document wherein he proves the assignment of rights and paying 
the amount of the transfer fee, which shall be 0$54 (see Decree of June 30, 
1911*) for deposit. 

Art. 245. Transfer by way of legitimate succession shall be by application 
according to Model NN, accompanied by a document wherein the right to this 
ownership is shown, without payment of fee. 

(Extract from Decree of March 16, 1905.) 

Art. 24. A presentation of an application that is not made by its owner, shall 
be accompanied by a power of attorney. 

Section 1. Patent and trade mark agents are excused from presenting powers 
of attorney unless it be for an act that involves desistence of rights. The Bureau 
of Industrial Property may, howevfer, require of them that they give evidence of 
their qualifications as attorneys. 

Section 2. Powers of attorney shall be legalized in the following form:. 

(a) The powers of individuals resident within the home country, the ad- 
jacent islands and in the colonies shall have the signature acknowledged by a 
notary of the locality, and the signature of this latter by a notary in Lisbon ; 

(&) That of individuals resident abroad shall have the signature acknowledged 
by the Portuguese Consular Agent and the signature of this latter legalized by the 
Ministry of Foreign Relations. 

(c) Documents of a foreign administration charged with the service of 
Industrial Property, relative to acts of its competency, need not be legalized, 
when the presentation is made for an administrative act. The Bureau of Industrial 
Property may, however, require an authentic version of these documents in the 
Portuguese or French language. (From Didrio do Goveno, Jan. 10, 1914). 



♦ For translation see 12 P. ft T. M. Rev., 103. 



For lack of space the classification and certain models mentioned above are 
omitted. 
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Morocco (Frencli Zone). 

Patents. Law. Decree of June 23, 1916.* 

(Translation.) 

Sec. 2. 

Delivery of Patents. 

Art. 31. Immediately after the entry of the applications, and within five 
days from the date of the deposit, the registration clerks shall transmit the papers, 
in the sealed envelope delivered by the inventor, to the Moroccan Office of In- 
dustrial Property, at Rabat, accompanying same with a procds-verbal of the deposit, 
receipt showing payment of the fee, and, if there be such, the power mentioned 
in Art. 28. 

On the arrival of' the papers at the Moroccan Office of Industrial Property, 
they shall be opened, for registration of the application and issue of patents, in 
the order of reception of the said application. 

Art. 32. Patent whereof appHcations have been regularly made shall be 
delivered, without prior examination at the risks and perils of the applicants, and 
without guaranty, either of authenticity, novelty, or merit of the invention, or 
the fidelity or exactitude of the specification. 

A residential order evidencing the regularity of the application, and to which 
the original of the specification and of the drawings mentioned in Art 27 is 
joined, constitutes the patent of invention. 

A duplicate of this order shall be sent without expense to the applicant along 
with a printed copy of the specification and dr.awings. 

Every subsequent copy requested by the patentee or his assigns shall occasion 
the payment of a fee of 25 francs for patents and 20 francs for certificates of 
addition. 

Whoever, having deposited an application for patent or for certificate of 
addition, wishes to obtain, before publication, an official copy of the papers annexed 
to his application, shall pay the same fees. 

The expenses for drawings, if there be such, shall in every case be at the 
charge of the applicant. 

Art. 33. Request may be made in the application that there be delay in the 
delivery of the patent; in this case the delivery shall not be made until one year 
after the date of the deposit of the application, but the applicant remains free, 
within this term, to call for the immediate delivery of his patent. 

If it be a question of an invention concerning explosives and engines of war, 
the applicant may, on depositing his application, request a special examination of 
this application by the competent authorities; there being no response within a 
delay of six months, the applicant may avail himself of his invention at his 
pleasure and in conformity with the Dahir of April 14, 1914, providing regulations 
for the manufacture of explosives. 

The postponement of delivery shall be refused when it appears from the 
application, under the conditions provided in Art. 28, Par. 1, that a certificate of 
guaranty has been delivered or that patents have been applied for abroad for the 
same invention. 



• Continuation from 15 P. ft T. M. Rev. 232-237. 
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The postponement of delivery presupposes express renunciation, by the patentee, 
of the benefits of all rights of priority. 

Art. 34. Every application in which the other prescriptions of Arts. 27 and 
28 have not been observed, shall be returned, if there be occasion therefor, to the 
inventor with request to furnish new, regular papers within the term of one 
month, a ternv that may be extended in case of justified necessity on application 
of the applicant or his attorney. Theapplication thus corrected within the said 
term shall retain the date of the original deposit. 

In case the applicant does not furnish regular papers within the term notified, 
the application for patent shall be rejected. 

Applications relative to inventions or discoveries not susceptible of being 
patented according to the terms of Art. 25, and those that concern several in- 
ventions, shall be submitted to the Technical Commission of the Moroccan Office 
of Industrial Property, at Rabat, before which the parties interested shall be sum- 
moned to furnish, verbally or in writing, the explanations that they may deem 
expedient. The conclusions of this Commission shall be notified to the parties 
interested before any residential decision. 

When they tend to the rejection or modification of the application, or when 
they acknowledge the complexity of the specifications, those interested may appeal 
to the resident Commissioner General, within the term of three months counting 
from their notification, by addressing to him a memoir containing the reasons 
invoked by them in opposing these conclusions. The resident Commissioner 
General shall give decision, after fresh consideration by the Commission, before 
which the interested parties shall be summoned to furnish their written or verbal 
explanations. 

The residential order is without appeal. 

If it be . recognized as result of this procedure that a specification is not 
limited to a single invention, the applicant shall be instructed to confine his applica- 
tion to a single principal object or to present as many specifications as there are 
of different inventions. The new papers furnished shall be considered as of the 
same date as the original application; they shall be accompanied — the matter being 
settled — by the receipts evidencing the payment of the fees representing the first 
annuities pertaining to each of the inventions. 

No application for patent of invention or of certificate of addition shall be 
rejected as irregular unless the above mentioned procedure shall have been 
followed. 

Before delivery, every application for patent or for certificate of addition 
may be withdrawn by its author. The papers deposited shall be returned. How- 
ever, whoever, by virtue of the provisions of Art. 45, above, shall have applied, 
prior to delivery for an official copy of the papers deposited in support of his 
application, may not withdraw this latter. 

Art. 35. In case of withdrawal or rejection of an application for patent, the 
first annuity (25 francs) shall be retained by the Treasury. 

Art. 36. The Moroccan Office of Industrial Property, at Rabat, shall publish 
a roll of all patents deHvered. 

Art. 37. The patent term shall not be extended except by a Dahir (decree). 

Sec. 3. 
Certificates of Addition. 
Art. 38. The patentee or his assigns, have during the whole term of the patent. 
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the right to make changes, improvements, or additions in the invention, by ful- 
iilling the formalities determined by Arts. 21 and 28 for the filing of an application. 

These changes, improvements, or additions shall be evidenced by certificates 
delivered in the same form as the principal patent, and, therefore, counting from 
the respective dates of the applications and their delivery, they shall be of like 
effect as the said principal patent. 

Every application for certificate of addition shall occasion the payment of a 
fee of 20 francs. 

Certificates of addition taken out by one of the assigns shall be to the advantage 
of all the others. 

Art. 39. Every patentee that wishes to take out a principal patent, instead of a 
certificate of addition, for a change, improvement, or addition, shall fulfill the 
formalities prescribed by Arts. 21 and 28, and pay the fee mentioned in Art. 26. 

Art. 40. Certificates of addition shall expire with the patent to which they are 
annexed. Nevertheless, in cases in which this patent shall be void for want of 
novelty, the certificates of addition' shall not be subjected to this nullity if the im- 
provements that are the object thereof constitute an invention. 

When a patent is declared void for want of novelty, by a decision become 
definitive as regards the patentee, this latter has the power, on continuation of the 
payment of the annuities in the same name as that of the certificates that he in- 
tends to maintain, to keep alive the corresponding certificates of addition until the 
expiration of the normal duration of the patent. 

It is permissible for him, however, on payment of the taxes mentioned in Art. 
26, to group the certificates of addition having a relation between each other by 
combining them into one, for which only the fees in above Par. 2 shall be 
then required. 

Art. 41. Whoever has taken out a patent for a discovery, invention, or applica- 
tion having relation to the object of another patent, shall have no right to exploit 
the invention already patented, and, reciprocally, the owner of the original patent 
may not exploit the invention, object of the new patent, except by agreement with 
those interested. 

Sec. 4. 
Transfer and Assignment of Patents. 

Art. 42. Every patentee may assign, in whole or in part, with or without con- 
sideration, or pledge the ownership of his patent or the right to exploit it. 

Every assignment of patent or concession of right o«f exploitation or of pledge 
^hall, on pain of nullity, be made in writing. It must be recorded, on request of 
the assignee, within a term of three months counting from its date in a Register 
provided at the Moroccan Office of Industrial Property. 

Every assignment or grant of right not recorded shall be void as to third 
parties. 

The same formalities shall be required, under the same sanction, when the 
patent becomes the object of a conveyance to a corporation. 

The above provided inscription shall indicate the names and addresses of the 
persons to whom the whole or a part of the rights adhering to the patent are 
granted or given in pledge, as well as the number, date, and title of the patent 
and the duration of the concession, and whether it is less than that of the patent. 

Inscriptions relative to patents given in pledge shall be cancelled on the pro»- 
duction either of a judgment in last instance or become of force as a res ad judicata, 
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or of an authentic instrument of consent to cancellation given by the creditor or 
his assignee in justification of his rights. 

If the authoritative deed of giving in pledge is under private signature, or if, 
being authentic, it has been accepted as to the patent, it shall be comniunicated to 
the Moroccan Office of Industrial Property, which shall indicate thereon the 
total or partial cancellation as soon as it shall have been effected. 

The same assignments shall be recorded in the Register provided in conformity 
with the second paragraph of the present article. 

The Moroccan Office of Industrial Property shall be required to deliver to all 
those that so require a copy of the inscriptions entered in the before cited Register, 
as also the state of the inscriptions applying to patents given in pledge or a 
certificate that none exists, on payment of a special fee, fixed by an order of 
Our Grand Vizir, and received by the Moroccan Office of Industrial Property. 

Art. 43. All transfers of ownership, concessions of right of exploitation or of 
pledge, and cancellations effected as to each patent, shall be specified in the list 
published in accordance with Art. 36. 

Any creditor of a patentee, by virtue of authentic or private titles, or, in 
default, with the authorization of the judge of the domicile of his debtor or of 
that of the representative chosen by this latter, if he is a foreigner or resident 
abroad, may proceed to the sequestration of the patent. 

The creditor shall indicate, to this effect, to the Director of the Moroccan. 
Office of Industrial Property, his opposition as to any inscription of assignment 
of right to third parties as regards the said patent. 

This opposition shall be notified by the creditor to the debtor distrained upon, 
v/ith summons in validity and public award of the patent, the whole according to 
the forms and conditions provided by Art. 320 and following of the Dahir con- 
cerning civil procedure, save those that have confession of judgment. 
, If the seizure is held valid, the Tribunal shall designate a registration clerk 
who shall proceed to the adjudication of the patent, in default of agreement 
between the parties. 

The party to whom the patent is awarded shall, on penalty of avoidance, pro- 
ceed to the inscription of the procds-verbal of the proceedings in adjudication 
within the term of three months. 

Counting from the receipt of the opposition by the Moroccan Office of In- 
dustrial Property, the acts of assignment or of grant of rights relative to the 
distrained patent shall continue to be inscribed, to be, however, officially cancelled 
at the time of the inscription of the proces-verbal of the procedure of award pro- 
vided for in the preceding paragraph, with the exception, however, of those hav- 
ing certain date prior to the seizure, and the inscription of which has been applied 
for within the term of three months as provided for by Art. 42. 

Art. 44. Assignees of patents and those that have acquired from a patentee 
or from his assigns the authority to exploit the discovery or invention, shall avail 
themselves, in full liberty, or the certificates of addition that are subsequently 
delivered to the patentee or to his assigns. Reciprocally, the patentee or his 
assigns shall profit by the certificates of addition that shall be subsequently 
delivered to the assignees. 

All those that have right to profit by certificates of addition may secure a 
copy thereof from the Moroccan Office of Industrial Property on payment of 
fee of 20 francs. 
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Notification and Publication of Patent Specification and Dratvings. 

Art. 45. The specifications, drawings, specimens, or models annexed to pat- 
vents and to certificates of addition delivered shall be deposited and preserved at 
the Moroccan Office of Industrial Property, where, after the publication pre- 
scribed by the following article, a printed copy of the specification or of the draw- 
ings is transmitted, without expense, on any request. 

The same applies to specimens and models and the annexed documents. 

Any person may obtain, on payment of a fee of 25 francs, for patents in force, 
and 20 francs, for certificates of addition, an official copy of the said specifica- 
tions. The cost^ for th^ drawing, if there be such, are at the expense of the 
applicant. 

Art. 46. The specifications and drawings of all patents of invention and 
certificate of addition shall be published in extenso in separate copies in the order 
of their delivery. 

Art. 47. The specifications and drawings published in pursuance of the pre- 
ceding article, and the lists, shall be deposited at the Moroccan Office of Industrial 
Property, in the archives of the Tribunals of First instance. 

Art. 48. The documents mentioned in the preceding article shall likewise be 
deposited in all the Chambers of Commerce. 

Chap. 2. 

Rights of Foreigners. 

Art. 49. Foreigners may secure patents of invention in Morocco. 

Art. 50. The formalities and conditions determined by the present Dahir shall 
be applicable to patents applied for or delivered in pursuance of the preceding 
article;. 

Art. 51. The author of an invention or of a discovery already paterited abroad 
may obtain a patent in Morocco; the patent is independent of patents obtained 
for the same invention in other countries. 

The rights resulting therefrom shall be those indicated in the first and second 
headings of the present Dahir. 

Chap. 4. 

Nullification and Forfeiture and Actions Relating Thereto. 

Sec. 1. 

Nullifications and Forfeitures. 

Art. 52. Patents delivered in the following cases are void, to wit : 

1. If the discovery, invention, or application is not new; 

2. If the discovery, invention, or application is not, according to the terms 
of Art. 25, susceptible of being patented, or if it is contrary to law, without 
prejudice to the penalties that might be incurred by the manufacture or introduc- 
tion of the prohibited object; 

3. If the patents concern purely theoretical or scientific principles, methods, 
systems, and discoveries whereof the industrial application has not been indicated; 

4. If the designation under which the patent has been applied for fraudulently 
indicates an object other than the real object of the invention; 

5. If the specification joined to the patent is insufficient for the execution of 
the invention or if it does not indicate, in a complete and faithful manner, the 
real expedients of the inventor. , 
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Likewise, certificates of alteration, improvement, or addition are null and of 
no effect unless they concern the principal patent. 

Art. 53. Any discovery, invention or application is not considered new which, 
in Morocco or abroad, has received, prior to the deposit, and under reservation of 
exceptions resulting from legal provisions concerning international expositions and 
agreements, a publicity sufficient for enabling it to be executed. 

Art. 54. The following shall be deprived of their rights: 

1. The patentee that has not paid his annual tax before the commencement 
of each of the years of duration of the patent. 

The party interested has, however, a delay of three months at most to validly 
effect the payment of his annuity; but he must pay, in addition, a supplementary 
tax of 10 francs within the same term. 

In exceptional cases annual taxes may be returned to inventors that renounce 
depositing their applications, or in case of payment in repetition. 

2. The patentee that has introduced into Morocco objects manufactured in 
foreign countries and similar to those that are guaranteed by his patent. 

Nevertheless, the introduction, by the patentee, of objects manufactured in 
one of the countries of the International Union for the Protection of Industrial 
Property shall not entail forfeiture. 

Moreover, the resident Commissioner General may authorize the introduc- 
tion of: 

1. Models of machines; 

2. Articles manufactured abroad intended for public expositions or experi- 
ments made with the assent of Our Government; 

3 (a). The patentee that has not worked his discovery or invention either 
in Morocco or in one of the countries of the International Union within a term 
of three years counting from the day of the deposit of his application, or that 
has ceased to work it for three successive years, unless in the one case or the 
other he justifies the causes of his inaction. Particularly shall he establish hav- 
ing made, to industries susceptible of being interested in the patent, direct offecs 
to sell his patent to them or to grant them licenses, and that he has not made an 
unreasonable refusal as to applications for license made under reasonable condi- 
tions ; 

(b) The patentee that, subsequent to the expiration of the delay of three 
years counting from the date of the application for patent, has not worked his 
discovery in Morocco or in France, in a measure superior to his importations, 
unless, within a term that shall be granted him by the Tribunal charged with the 
action for forfeiture, he shall justify that he is exploiting his invention within 
the territory of the French Zone of the Cherifian Empire at least to the extent 
above prescribed. 

These provisions are applicable to patents in force in the countries of the 
International Union, without the patentees being called to account, through the 
application of paragraph (ft), for reason of the insufficiency of their exploita- 
tion before the coming into effect of the said provisions. 

The patentee that, at the time of the deposit of his application, has for- 
gotten to mention^ perchance, the date of the letters patent that has been delivered 
10 him, shall be deprived of the right of claiming the term of priority provided 
for by the present Dahir or by the Dahirs to come concerning expositions. 
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Skc. 2. . 
Actions for Nullification and Forfeiture. 

Art. 55. Action for nullification and action for forfeiture may be brought 
"by any person and any one having interest. 

These actions, as well as all disputes relative to ownership of patents, shall 
be brought before the civil tribunals of first instance. 

Art. 56. If the application is brought at the same time against the owner of 
the patent and against one or several partial assignees, it is brought before the 
tribunal of the domicile of the owner of the patent or of his representative. 

Art. 57. The matter shall be weighed and judged in the form prescribed by 
Arts. 145 and following of the Dahir concerning civil procedure. It shall be 
communicated to the Procureur Commissaire of the Government. 

Art. 58. In every instance tending to the nullification or forfeiture of a 
patent pronounced, the Public Minister may intervene and take steps for having 
the absolute nullification or forfeiture of the patent pronounced. 

He may even start direct proceedings by principal action to have nullification 
pronounced, in the cases provided for in Nos. 2, 4 and 5 of Art. 52, or forfeiture, 
in the case provided for in No. 3 of Art. 54. 

Art. 59. In the cases provided for by Art. 58, all the assigns of the patent 
whose titles have been registered in the Moroccan Office of Industrial Property 
agreeable to Art. 43 shall be included. 

Art. 60. When absolute nullification or forfeiture of a patent has been pro- 
nounced by a judgment or order having acquirefd the force of a res ad judicata, 
notice thereof shall be given to the Public Minister at the Moroccan Office of 
Industrial Property, and the nullification or forfeiture shall be published in the 
form determined by Art. 46 for the publication of patents. 

Chap. 5. 

Special Provisions. 

Art. 61. Resolutions of Our Grand Vizir shall determine the conditions under 
which the manner of making payment of annuities and the delivery of papers 
in proof of payment shall be made; the deposit or transmission of the applica- 
tions thereto annexed; the delivery of patents and the rejection of applications; 
the publication of the lists ; the registration of assignments of ownership ; con- 
cessions of rights of exploitation or of pledges and cancellations; the notification 
of patents; the sale of printed copies; the amount and conditions in payments of 
fees, other than those fixed by Arts. 26, 32, 34, 38, 40 and 45, which shall be col- 
lected by the Moroccan Office of Industrial Property, and all measures necessary 
for the application of the present Dahir (From 33 La Propriety, Industrielle, 18, 37.) 
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Morocco (Frencb Zone). 

Designs. Models. Law. Decree of June 23, 1916.* 

r (Translation.) 

HEADING IV. 

Chap. 1. 

General Provisions. 

Art. 62. Every creator of a design or model and his successors have the ex- 
clusive right to exploit, sell, or havp sold this design or model, under the condi- 
tions provided by the present Dahir, without prejudice to the rights that they 
shall have according to other legal provisions, and particularly of the Dahir for 
the Protection of Literary and Artistic Productions. 

The words "design or model" include models known as "utility models." 

Art. 63. The present Dahir is applicable to any new design, to any new 
plastic form, to any industrial object that is differentiated from its like kinds, 
either by a distinct and recognizable configuration conferring on it a character of 
novelty, or by one or several exterior effects givjng it a new and individual 
appearace. 

But. if the same 'design may be considered simultaneously as a new design or 
model and as a patentable invention, and if the constitutive elements of the novelty 
of the design or model are inseparable from those of the invention, the said 
object shall.be protected by the provisions contained in the third heading of the 
present Dahir*, concerned with patents of invention. 

Art. 64. Designs or models regularly deposited shall alone enjoy the benefits 
of the present Dahir. 

The ownership of a design or mcdel belongs to him that has created, or to 
his assigns; but the first depositor of the said design or model is presumed, until 
proof to the contrary, to be the creator. 

Publicity given to a design or model, prior to its deposit, by offering for sale 
or by any other means, does not entail forfeiture either of the right of owner- 
ship or of the special protection granted by the present bahir. 

Art. 65. Resolutions of Our Grand Vizir, special to certain industries, shall 
prescribe the measures necessary to permit industries to make proof of their prior 
use of a design or model, particularly by the keeping of private registers sub- 
mitted to administrative stamp. 

Chap. 2. 

Deposit. Formalities. Publicity. Term. Fees. 

Art. 66. The deposit shall be effected, under pain of nullification, at the same 
places and by reason of the same requirements of domicile as those indicated in 
Art. 27 for patents of Invention.* 



* This section relating to designs and models (complete) is a continuation of the law of 
which the part relating to patents was published in 15 P. & T. M. Rev., 232-237, and else- 
where in present issue. 

'See 15 P. & T. M. Rev., 235. 

The declaration of each deposit shall be recorded in a register with the date^ 
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the hour of deposit, and the serial number; a certificate of deposit shall be 
delivered to the depositor. 

The deposit requires, under pain of nullification, two identical examples of a 
specimen or reproduction of the object claimed, with explicative legend, if the 
depositor deems it necessary, the whole contained in a hermetically sealed box 
whereon is affixed the seal and signature of the depositor, as well as the seal and 
vise of the Secretary's Office of the Moroccan Office of Industrial Property, in 
such a way that it shall be impossible to open it without breaking these certifica- 
tions. 

The same deposit may comprise from 1 to 100 designs or models, which shall 
be numbered from the first to the last. Designs or models not numbered or bear- 
ing repeated numbers, or above 100, shall not be considered as validly deposited in 
view of the present Dahir. 

Art. 67. The box deposited may remain at the Office of the Secretary of the 
Moroccan Office of Industrial Property or with the records, for a period of five 
years, at the maximum; so long as it shall be left there, the deposit of the objects 
that it encloses remains secret. 

The depositor or his assigns may always, from the beginning as well as during 
the course of the above mentioned period, apply for publicity of the deposit, either 
with regard to all the objects contained within the box, or solely with regard to 
one or several from Jtmong them. 

The depositor or his assigns, when they wish to make opposition to the de- 
posit by third parties, shall be obHged to apply for the opening of the sealed box, 
to extract therefrom the object or objects regarding which they intend to bring 
judicial action, and apply for publicity of the deposit with regard to the said 
objects. . ^ 

When publicity of the deposit of a design or model shall be applied for by the 
depositor or his assigns, the box deposited shall be addressed to, the Moroccan 
Office of Industrial Property, which shall proceed to the opening of the said box, 
extract the two examples of the design or model, make certain of the identity 
of these two examples, have one of them reproduced by photographic process, 
v/^hich shall be intended for transmission to the courts, if such be the case, while 
the other shall remain at the office where it shall be communicated under the con- 
ditions determined by the resolution provicled for in the following article: 

The other objects contained in the box, and for which publicity is not required, 
shall be again sealed with certification on the flap. 

A proof of the reproduction of the design or model made public, with a copy 
of the legend and explanations necessary to complete the said reproduction, shall 
be placed at the disposition of the public in the Moroccan Office. 

Proofs, likewise bearing copy of the explicative mentions and of the declara- 
tion of the deposit, shall be delivered, on payment of a fee, to the depositor, who 
shall make application based thereon, or to his assigns, as well as to any party 
engaged in a legal dispute relative to the design or model. 

Art. 68. The total duration of protection, granted by the present Dahir to 
the design or model deposited, shall be, under reservation and conditions hereafter 
indicated, 50 years counting from the date of the deposit. 

At the expiration of the period of five years, during which the deposit may 
remain in the Office of the Secretary or in the archives, the box enclosing 
' tinder seal the objects, for whose deposit publicity has not been requested before 
this term, shall be returned to the depositor on application. 
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If he wishes to maintain his deposit, either with regard to all the objects 
contained in the box, or only with regard to one or several of them, the depositor 
shall, prior to the expiration of the above mentioned five years, make application 
for the maintenance of this deposit, either with the publicity provided for in 
paragraph 4 of Art. 67, or secretly, for each one of the said objects. 

The sealed box shall be addressed to the Moroccan Office, which shall proceed 
• to its opening and extract therefrom the objects for which the maintenance of 
dep.osit has been demanded; it shall give to each of these, for which application 
has been made, the publicity provided for in paragraphs 4 and 6 of Art. 67, place 
in a sealed envelope with certification on the flap the two examples of each one 
of those for which maintenance of secrecy has been requested, and leave. the other 
objects in the box closed and sealed anew as is provided for in paragraph 5 of 
Art. 67, in anticipation of the restitution that may be claimed by virtue of para- 
graph 2 of the present article. 

The deposit thus maintained at the Moroccan Office, either with publicity or 
secret, shall expire 25 years after the date of its registration in the. office of the 
Secretary or in the archives if, prior to the expiration of the said delay, the 
depositor has not applied for an extension for a new period of 25 years. 

At the beginning of this new period, the deposit maintained under the secret 
form, at the Moroccan Office, shall receive, through the offices of this latter, the 
publicity provided for in paragraphs 4 and 6 of Art. 67, if it has not already been 
applied for during the course of the second period. 

Art. 69. At the moment when the deposits are being effected, there shall be 
paid into the office of the Secretary or to the clerk of the Tribunal of First Instance 
a fee of 3.95 irancs for deposit, plus 5 centimes for the object deposited. 

When, either during the course or at the end of the first period, the publicity 
of the deposit shall be applied for, there shall be paid a fee of 30 francs for each 
of the objects that, on the application of the depositor, shall be extracted from 
the sealed box, and kept, with publicity, by the Moroccan Office, in conformity with 
provisions of Art. 67; the fee is 5, francs for each one o.f the objects that the 
Office, on application of the depositor, keeps on deposit under secret form. 

The extension of a deposit, at the expiration of the first twenty-five years, is 
subject to the payment of a new fee the amount of which is 50 franc? for each 
of the objects that remains protected, if the deposit has been made public; and VS 
francs, if it has thus far remained secret. 

Art. 70. When the publicity of a deposit or its maintenance with or without 
publicity has not been applied for prior to the prescribed term of five years, and 
when, on the expiration of this, delay, the sealed box has not been reclaimed, the 
seals shall be opened and the objects .contained within |he box shall be forwarded 
to the establishments that shall have been designated to this effect by resolution 
of Our Grand Vizir. 

Objects for which no extension shall have ^een requested after 25 ye^rs shall 
likewise be forwarded to said establishments; after 50 years those whereof the 
deposit has been extended. ,. . , . 

Objects that the above mentioned establishments shall have judged worthy of 
being preserved shall be exposed or communicated to the public; upon each of 
them shall be mentioned the name, surname, quality, and domicile of the depositor 
and the date of the deposit. Signs shall , indicate to the public that these in- 
structions are given to those interested in order to invite them and aicj them to 
investigate whether the exclusive right of reproducing certain of these pbjects 
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that constitute designs or sculptures, in the technical sense of these words, is yet 
guaranteed by the Dahir for the protection of Literary and Artistic Productions. 

Art. 71. A resolution of Our Grand Vizir shall specify the material, the 
dimensions, the weight, the means of closing the box to be deposited, the form of 
the declaration,- the conditions of opening and of publicity of the deposit, the con- 
ditions under which restitution to the depositor shall be made, the transmission 
of the copy intended for the Courts, and its return to the Moroccan office. 

The fees provided for by the present law, with the exception of the fee pro- 
vided by the first paragraph of Art. 69, shall be collected by the Moroccan Office 
for the service of the said office. (Translated from 33 La Propriite Indus- 
trielle, 39.) 



United States. 

Patents. Fees and Taxes in Germany. Payments Permitted. Proclamation 

of May 24, 1917. 

By the President of the United States of America. 

A Proclamation 

Whereas: The laws of the German Empire provide that letters patent granted 
or issued to citizens of other countries shall lapse unless certain taxes, annuities 
or other fees are paid within stated periods; 

And Whereas: The interests of the citizens of the United States in such letters 
patent are of great value, so that it is important that such payments should be 
made in order to preserve their rights; 

Now, Therefore, I, Woodrow Wilson, President of the United States of 
America, by virtue of the powers vested in me as. such, hereby declare and pro- 
claim that citizens of the- United States owning letters patent granted or issued 
by the Gcritian Empire are hereby authorized and permitted to make payment of 
any tax, annuity or fee which may be i:equired by the laws of the German Empire 
for the preservation of- their rights in such letters patent. 

In Witness Whereof, I have hereunto set my hand and caused the seal of the 
United States., to be affixed. 

Done at the City of Washington, this 24th day of May, in the year of our 
Lord Nineteen Hundred and Seventeen and of the Independence of the United 
States, One Hundred and Forty-First. 

(Seal) (Signed) Woodrow Wilson. 

By the President: 

(Signed) Robert Lansing, , - 

Secretary of State. 



Industrial. Property. Trading with the Enemy. Proposed Legislation. 

H. R. 4704. 

•In the; House of Representatives. 

May 25, 1917. . . 

Mr. Adamson introduced the following bilt;- which was referred to the Committee 
on Interstate and Foreign Commerce and ordered to be printed. 
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A BILL 
To define, regulate, and punish trading with the enemy, and for other purposes. 

Be it, enacted by the Senate and House of Representatives of the United. 
States of America in Congress assembled, That this Act shall be known as the 
"Trading with the enemy Act." 

Sec. 2. That the word "enemy," as used herein, shall be deemed to mean — 

(a) Any individual, partnership, or other body of individuals, of any nation- 
ality, resident within the territory (including that occupied by the military and 
raval forces) of any nation with which the United States is at war, or resident 
outside the United States and doing business within such territory, and any cor- 
poration incorporated within such territory of any nation with which the United 
States is at war or incorporated within any country other than the United States 
and doing business within such territory.. 

(b) The government of any nation with which the United States is at war, 
or any political or municipal subdivision thereof, or any officer, official, agent, or 
agency thereof. 

(c) Such other individuals, or body of individuals, as majr be natives, citizens, 
or subjects of any nation with which the United States is at war, wherever resi- 
dent or wherever doing business, as the President, if he shall find the safety of 
the United States or the successflil prosecution of the war shall so require, may, 
by proclamation, include within the term "enemy.**- 

The words "ally of enemy," as used herein, shall be deemed to mean — 

(a) Any individual, partnership, or other body of individuals of any nation- 
ality, resident within the territory (including that occupied by the military and 
naval forces) of any nation which is an ally of a nation with which the United 
States is at war, or resident outside the United States and doing business within 
such territory, and any corporation incorporated within such territory of such 
ally nation, or incorporated within any country other than the United States and 
doing business within such territory. 

(b) The government of any nation which is an ally of a nation with which 
the United States is at war, or any political or municipal subdivision of such ally 
nation, or any officer, official, agent, or agency thereof. 

(c) Such other individuals, or body of individuals, as may be natives, citizens, 
or subjects of any nation which is an ally of a nation with which the United 
States is at war, wherever resident or wherever doing business, as the President, 
if he shall find the safety of the United States or the successful prosecution of 
the war shall so require, may, by proclamation, include within the term "ally of 
enemy." 

The word "person," as used herein, shall be deemed to mean an individual, 
partnership, association, company, or other unincorporated body of individuals, 
or corporation. 

The words "United States," as used herein, shall be deemed to mean all land 
and water, continental or insular, in any way within the jurisdiction of the 
United States or occupied by the military or naval forces thereof. 

The words "the beginning of the war," as used herein, shall be deemed to 
mean midnight of the day on which Congress has declared or shall declare war 
or the existence of a state of war. 

The words "end of the war," as used herein, shall be deemed to mean the date 
of exchange of ratifications of the treaty of peace, unless the -President shall, by 
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proclamation, declare a prior date, in which case the date so proclaimed shall be 
deemed to be the "end of the war" within the meaning of this Act: 
The. words ''to trade," as used herein, shall be deemed to mean — 

(a) Pay, satisfy, compromise, or give security for the payment or satisfaction 
of any debt or obligation. 

(b) Draw, accept, pay, present for acceptance or payment, or indorse any 
negotiable instrument or chose in action. 

(c) Enter into, carry on, ^ complete, or perform any contract, agreement, or 
obligation. 

(d) Trade in, deal with, exchange, transmit,- transfer, assign, or otherwise 
dispose of, or receive any form of property. 

(e) To have any form of business or commercial communication or inter- 
course with. 

Sec. 3. That it shall be unlawful for any person in the United States, except 
with the license of the Secretary of Commerce, which may be issued under such 
rules and regulations as he shall prescribe, with the approval of the President — 

(a) To trade, or attempt to trade, with an enemy, or for, or on account of, 
or on behalf .of , or for. the benefit of, an enemy, either directly or indirectly, with 
knowledge or reasonable cause to believe that the person with whom such trade 
is conducted, or attempted to be conducted, is an enemy. 

(b) To trade, or attempt to trade, with an ally of enemy, or for, or on 
account of, or on behalf of, or for the benefit of, an ally of enemy, either directly 
or indirectly, with knowledge or reasonable cause to believe that the person with 
whom such trade is conducted, or attempted to be conducted, is an ally of enemy. 

(c) To transport, or attempt to transport, an enemy, from or into the United 
States, with knowledge or reasonable cause to believe that the person transported, 
or attempted to be transported, is an enemy. ^ 

(d) To transport, or attempt to transport, an ally of enemy, from oi; into 
the United States, with knowledge or reasonable cause to believe that the person 
transported, or attempted to be transported, is an ally of enemy. 

(e) To transmit, or take, or attempt to transmit or take, out of the Unite'd 
States, in any manner, any letter, document, or other writing, addressed to or 
intended to be delivered or communicated to an enemy with knowledge or rea- 
sonable cause to believe that the intended recipient is an enemy. 

(/) To transmit or take, or attempt to transmit or take, out of the United 
States, in any manner, any letter, document, or other writing addressed to or 
mtended to be delivered or communicated to an ally of enemy, with knowledge or 
reasonable cause to believe that the intended recipient is an ally of enemy. 

Sec. 4. That no enemy, or ally of enemy, and no partnership of which he is 
a member or was member at the beginning of* the war, shall for any purpose 
assume or use any name other than that by which such enemy or partnership 
was ordinarily known at the beginning of the war, except under license from the 
Secretary of Commerce. 

Sec. 5. That the President, if he shall find it compatible with the safety of 
the United States and with the successful prosecution of the war, may, by procla- 
mation, suspend the provisions of this Act so far as they apply to an ally of 
enemy; and the Secretary of Commerce may, under direction of the President, 
grant licenses hereunder, special or general, to any person or class of persons, if 
he shall be of opinion that such grant, shall be compatible with the safety of the 
United States and with the successful prosecution ^f the war, and he may, with 
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the approval of the President, make such rules and regulations not inconsistent 
with law as may be necessary and proper to carry out the provisions of this Act. 

Sec. 6. That the Secretary of Commerce, with approval bf the President, is 
authorised to appoint, prescribe the duties of, and fix the salary (not to exceed 
$5,000) of an official to be known as the alien property custodian, who shall be 
empowered to receive all money and property in the United States due or belong- 
ing to any enemy, or ally of enemy, which may be paid, conveyed, transferred, 
assigned, or delivered to said custodian under the provisions of this Act; and to 
hold, administer and account for the same under the general direction of the 
Secretary of Commerce and as provided in this Act. The alien property custodian 
shall give such bond or bonds, and in such form and amount, and with such 
security as the Secretary of Commerce, with approval of the President, shall 
prescribe. The Secretary of Commerce may further employ in the District of 
Columbia and elsewhere and fix the compensation of such clerks, investigators, 
accountants, and other employees as he may find necessary for the due administra- 
tion of the provisions of this Act; and he may in his discretion accept the vol- 
untary services of individuals therefor. 

Sec. 7. (a) That every corporation incorporated within the United States, 
and every unincorporated association, or company, or trustee, or trustees writhin 
the United States issuing shares or certificates representing beneficial interests 
shall, under such rules and regulations as the Secretary of Commerce, with ap- 
proval of the President, shall prescribe and, within thirty days after the passage 
of this Act, transmit to the alien jproperty custodian a full list, duly sworn to, of 
every officer, director, or stockholder who is an enemy or ally of enemy together 
with the amount of stock or shares owned by each such officer, director, or 
stockholder, or in which he has any interest. 

Any person in the United States holding or having custody or control of any 
property, beneficial or otherwise, alone or jointly with another or others, for or 
on behalf of an enemy or ally of enemy, and any person in the United States 
indebted in any way to an enemy or ally of enemy shall, under such rules and 
regulations as the Secretary of Commerce, with approval of the President, shall 
prescribe, and within thirty days after the passage of this Act, or within thirty 
days after such property shall come within his custody or control, or after such 
debt shall become due, report the fact to the alien property custodian by written 
statement under oath, ccmtaining such particulars as said custodian shall require. 

(b) If any property, money, or other property so held or so owned shall have 
been, after the beginning of the war, conveyed, transferred, assigned, delivered, or 
paid to, for the acc6unt or benefit of, or in trust for an enemy with knowledge or 
with reasonable cause to believe that such was the nature of the transaction, such 
assignrtient, conveyance, transfer, delivery, or payment shall be void. 

(c) If the Secretary of Commerce, by direction of the President shall so 
require, any money or other property herein referred to shall be conveyed, 
transferred, assigned, delivered, or paid over to the alien property custodian, under 
such rules and regulations as the Secretary of Commerce shall prescribe. And 
if not so required, any person not an enemy, or ally of enemy, who owes to an 
enemy, or ally of enemy, any money or other property, or td whom any obligation 
or form of liability is presented for payment, may at his option, pay, convey, 
transfer, assign, or deliver to the alien property custodian said money or other 
property so due, under. such rules and regulatioils as the Secretary of Commerce, 
with approval of the President, shall prescribe. " 
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Sec. 8. That any person, not an enemy, or ally of enemy, holding a mortgage 
or pledge on property of an enemy, or ally of enemy, may, after default dispose 
of such property, under such rules and regulations and aften such notice as the 
Secretary of Commerce, with approval of the President, shall prescribe; and such 
notice shall have in all respects the same force and effect as if duly served upon 
the enemy, or ally of enemy, personally. 

Sec. 9. That any person, not an enemy, or ally of enemy, claiming any interest, 
right, or title in any money or other property which may havfe been conveyed, 
transferred, assigned, delivered, or paid to the alien property custodian hereunder, 
and -held by him or by the Treasurer of the United States, or to whom any debt 
may be owing from an enemy, or ally of enemy, whose property or any part 
thereof shall have been conveyed, transferred, assigned, delivered, or paid to the 
alien property custodian hereunder, and held by him or by the Treasurer of the 
United States, may file with the said custodian a statement or notice of his claim 
under oath and in such form and containing such particulars as the said custodian 
shall require; and, if said person so filing notice shall, within three months after 
the end of the war, institute a suit in equity in the District Court of the United 
States for the district in which such claimant resides, or, if a corporation, where 
it has its principal place of business (to which such suit the alien property cus- 
todian or the Treasurer of the United States, as the case mtiy be, shall be made 
a party defendant), to establish the interest, right, title, or debt so claimed, then 
the money or other property of the enemy, or ally of enemy, against whoiii such 
interest, right, or title is asserted, or debt claimed, shall be retained in the 
■custody of the alien property custodian or in the Treasury of the United States, as 
provided in this Act, and until any final judgment Or decree which shall be 
entered in favor of the claimant shall be fully satisfied by payment or conveyance, 
transfer, or assignment by the defendant or by the alien property custodian or 
Treasurer of the United States on order of the court,' or until final judgment or 
<lecree shall be entered against, the claimant, or suit otherwise terminated. 

Except as herein provided, the money or other property conveyed, transferred, 
assigned, delivered, or paid to the alien-property custodian shall not be liable to 
lien, attachment, garnishment, trustee process, or execution, or subject to any 
order or decree of any court. 

This section shall not apply, however, to money paid to the alien-property 
custodian under section ten hereof. 

Sec. 10. That nothing contained in this Act shall be held to make unlawful 
any of the following Acts: 

(a) An enemy, or ally of enemy, may file in the United States an application 
for letters patent, or for registration of trJide-mark, print, or label, and may pay 
any fees therefor in accordance with and" as required by the provisions of existing 
law. Any such enemy, or ally of enemy, who is unable during War, or within 
six months thereafter, on account of conditions arising out of war, to file any 
such application, or to pay any official fee, or to take any action required by law 
within the prescribed period, shall be ^Tznttd an extension of nine months be- 
yond the expiration of said period, provided the nation of which the said applicant 
is a citizen, subject, or corporation shall extend substantially similar privileges 
to citizens and corporations of the United States. * 

(b) Any citizen of the United States, or any corporation organized within 
the United States; may pay to an enemy or ally of enemy any tax annuity or 
fee which may be required by the laws of such enemy or ally of enemy nation 
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in relation to patents and trad,e marks, prints, and labels; and any such citizen or 
corporation may. file an application for Jetters patent or for registration of trade 
tnark, print, or label in the country of an enemy, or of an ^.lly of enemy, after 
first submitting such application to the Secretary of Commerce and receiving 
license so to file. » . 

(c) Any citizen 'of the United States or any corporation organized within the 
United States who desires to manufacture, or cause to be manufactured, or to carry 
on, or cause to be carried on, a process under, any patent owned by an enemy or 
ally of enemy, may apply to the Federal Trade Commission for a license ; and said 
commission is hereby authorized to grant such a license, nonexclusive or exclusive 
as it shall deem best, provided it shall be of opinion that such grant is for the 
public welfare, and that the . applicant is able and intends in good faith to 
manufacture, or cause to be manufactured, the machine, manufacture, or compo- 
sition of matter, or to carry on, or cause to be carried on, the process. ' The 
Federal Trade Commission may prescribe the conditions of this license and the 
rules and regulations under which it may be granted and the fee which shall 
be charged therefor, not exceeding. $100, and not exceeding one per centum of the 
fund deposited as hereinafter provided. 

(d) The license shall file with the Federal Trade Commission a full state- 
ment of the extent of the use and enjoyment of the license, in such form and at 
such stated periods (at least annually) as the commission may prescribe; and 
the licensee shall pay at such times as may b,e required to the alien property cus- 
todian (or to such other officer as the President shall direct) five per centum of 
the gross sums received by the licensee from the sale of said inventions, or the 
amount of five per centum of the value of the use of such inventions to the 
licensee as established by the Federal Trade Commission ; and sums, so paid shall 
be deposited by said alien property custodian (or by such other officer as the 
President shall direct) forthwith in the Treasury of the United States as a trust 
fund for the said licensee and for the owner of the said patent, as hereinafter 
provided, to be paid from the Treasury upon order of the court, as provided in 
subdivision (f) of this section, or upon the direction of the alien property cus- 
todian, or such other officer as the President ^hall direct. 

(e) Unless surrendered or terminated as provided in this Act, any license 
granted hereunder shall continue during the term fixed in the, license or in the 
absence of any such limitation during the term .of the patent under which it is 
granted. Upon violation by the licensee of any of the provisions of this Act, 
or of the conditions of the license, the Federal Trade Commission may, after 
due notice and hearing, cancel any license granted by it. 

(/) The owner of any. patent under which a license is granted hereunder may, 
at any time within one year after the end of the war, file a bill in equity against 
the licensee in the district court of the United States for the district in which 
the said licensee resides, or, if a corporation, in which it has its principal place 
of business (to which suit the Treasurer of the United ,St?ites shall be made a 
party), for recovery from the said Ucensee for all use and enjoyment of the said 
patented invention : Provided, however, That whenever suit is brought, as above, 
notice shall be filed with the alien property custodian (or with such other 
officer as the President shall direct) within thirty days after date of entry of 
suit. The court on due proceedings had shall adjudge and , decree to the said 
owner payment of a reasonable royalty. The amount of said judgment and 
decree, when final, shall be paid on order of the court to the owner of the patent 
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from the five per centurti fund deposited by the licensee, so far as such deposit 
Avill satisfy said judgment and decree; and the said payment shall be in full or 
partial satisfaction of said jiiidgment and decree, as the fact may appear; and 
if, after payment of all such judgments and decrees, there shall remain any 
balance of said deposit, such balance shall be repaid to the licensee on order of 
the alien property custodian (or such other officer as the President shall direct). 
If not suit is brought within one year after the end of the war, or no notice is 
filed as above required, then the licensee shall not be liable to make any further 
-deposits, and all funds deposited by him shall be repaid to him on order of the 
alien property custodian (or such other officer as the President shall direct). 
Upon entry of suit and notice filed as above required, or upon repayment of funds 
as above provided, the liability of the licensee to make further reports to the 
Federal Trade Commission shall cease. 

If suit is brought as above provided, the court may, at any time, terminate 
the license, and may, in such event, issue an injunction to restrain the licensee 
from further infringement, or the court, in case the licensee, prior to suit, shall 
have made investment of capital based on possession of the license, may continue 
the license for such period and upon such terms and with such royalties as it shall 
find to be just and reasonable. 

(g) Any enemy, or ally of enemy may institute and prosecute suits in equity 
against any person other than a licensee under this Act to enjoin infringement 
of letters patent in the United States owned by said enemy or ally of enemy, in 
the same manner and to the extent that he would be entitled so to do if the United 
States was not at war. 

(h) Except as provided in this section, nothing in this Act shall be construed 
to authorize the prosecution or maintenance of any suit or action at law or in 
equity by an enemy or ally of enemy in any court within the United States. 
All powers of attorney heretofore or hereinafter granted by an enemy or ally of 
enemy to any person within the United States, in so far as they may be requisite 
to the performance of acts authorized in this section, shall be valid, but otherwise 
such powers of attorney are declared void. 

Sec. 11. That all moneys (including checks and drafts payable on demand) 
paid to or received by the alien property custodian pursuant to this Act shall be 
deposited forthwith in the Treasury of the United States, and may be invested 
and reinvested by the Secretary of the Treasury in United States bonds or United 
States certificates of indebtedness under such rules and regulations as the Sec- 
retary of the Treasury, with approval of the President, shall prescribe for such 
deposit, investment, and sale of securities; and as soon after the end of the war 
as the Secretary of the Treasury shall deem practicable, such securities shall be 
sold and the proceeds deposited in the Treasury. 

All other property of an enemy, or ally of enemy, conveyed, transferred, 
assigned, delivered, or paid to the alien property custodian hereunder shall be 
safely held and administered by him except as hereinafter provided) ; and the 
Secretary of Commerce is authorized to designate as a depositary, or depositaries, 
of property of an enemy (under such rules and regulations as he may prescribe), 
any such bank, or banks, or trust company, or trust companies, located and doing 
business in the United States as may be recommended by the Secretary of the 
Treasury. The alien property custodian may deposit with such designated de- 
positary or depositaries, or with the Secretary of the Treasury, any stocks, bonds, 
notes, time drafts, time bills of exchange, or other securities, or property (except 
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money or checks or drafts payable on demand which are required to be deposited 
with the Secretary of the Treasury) and such depositary or depositaries shall be 
authorized and empowered to collect any dividends or interest or income that may 
become due and any maturing obligations held for the account of such custodian. 
Any moneys collected on said account shall be paid and deposited forthwith by 
said depositary or by the custodian into the Treasury of the United States as here- 
inbefore provided. 

The Secretary of Commerce shall require all such designated depositaries to 
execute and file bonds sufficient in his judgment to protect property on deposit, 
such bonds to be conditioned as he may direct. 

The alien property custodian shall have power to sell any tangible personal 
property transferred, assigned, or delivered to him hereunder (not including, how- 
ever, bonds, stocks, or choses in action) which, in his opinion, is Jikely to be 
perishable, and he shall deposit the proceeds thereof forthwith in the Treasury of 
the United States, as hereinbefore provided. 

After the end of the war any claim of any enemy or of an ally of enemy 
to any money or other property received and held by the alien property custodian 
or deposited in the United States Treasury, shall be settled as Congress shall 
direct: Provided, however, That on order of the court, as set forth in sections 
nine and ten hereof, the alien property custodian or the Treasurer of the United 
States, as the case may be, shall convey, transfer, assign, and pay to the person 
in whose behalf final judgment or decree shall be entered any property of an 
enemy or ally of enemy held by said custodian or by said Treasurer, so far as 
may be necessary to comply with said order of the court: And provided further. 
That the Treasurer of the United States, on order of the alien property custodian 
(or such other officer as the President shall direct), shall, as provided in section 
ten hereof, repay to the licensee any funds deposited by said licensee. 

Sec. 12. That in addition to the facts required by sections forty-one hundred 
and ninety-seven, forty-one hundred and ninety-eight, and forty-two hundred of 
the Revised Statutes, as amended by the Act of , nineteen hundred and 

seventeen, to be set out in the master's and shipper's manifests before clearance 
will be issued to vessels bound to foreign ports, the master or person in charge 
of any vessel, before departure of such vessel from port, shall deliver to the 
collector of customs of the district wherein such vessel is located a statement 
duly verified by oath that the cargo is not shipped or to be delivered in violation 
of this Act; and the owners, shippers, or consignors of the cargo of such vessel 
shall in like manner deliver to the collector like statement under oath as to the 
cargo or the parts thereof laden or shipped by them, respectively, which statement 
shall contain also the names and addresses of the actual consignees of the cargo, 
or if the shipment is made to a bank or other broker, factor, or agent, the names 
and addresses of the persons who are the actual consignees on whose account the 
shipment is made. The master or person in control of the vessel shall, on reaching 
port of destination of any of the cargo, deliver a copy of the manifest to the 
American consular officer of the district in which the cargo is unladen. 

Sec. 13. That whenever there is reasonable cause to believe that the additional 
statements under oath required by the preceding section are false or that any 
vessel, domestic or foreign, is about to carry out of the United States any 
property to or for the account or benefit of an enemy, or ally of enemy, or any 
property or person whose export, taking out, or transport will be in violation of 
law, the collector of customs for the district in which such vessel is located is 
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hereby authorized and empowered, subject to review by the Secretary of the 
Treasury, to refuse clearance to any such vessel, domestic or foreign for which 
clearance is required by law, and by formal notice served upon jthe owners, master, 
or person or persons in command or charge of any domestic vessel for which 
clearance is not required by law, to forbid the departure of such vessel from the 
port, and it shall thereupon be unlawful for such vessel to depart. 

Sec. 14. That the sum of $250,000 is hereby appropriated, out of any money in 
the Treasury of the United States not otherwise appropriated to be used in the 
discretion of the Secretary of Commerce for the purpose of carrying out the 
provisions of this Act during the fiscal year ending June thirtieth, nineteen hun- 
dred and eighteen, and for the payment of salaries of all persons employed under 
this Act, together with the necessary expenses for transportation, subsistence, 
rental of quarters in the District of Columbia, books of reference, periodicals, 
stationery, miscellaneous supplies, printing to be done at the Government Printing 
Office, and all other necessary expenses not included in the foregoing. 

Sec. 15. That whoever shall violate this Act or the provisions of any license, 
rule, or regulation issued thereunder shall be fined not more than $10,000, or, if 
a natural person, imprisoned for not more than ten years, or both, and the officer, 
director, or agent of any corporation who knowingly participates in such violation 
shall be punished by a like fine, imprisonment, or both, and any property, funds, 
securities, papers, or other articles or documents, or any vessel, together with her 
tackle, apparel furniture, and equipment, concerned in such violation shall be for- 
feited to the United States. 

Sec. 16. That the district courts of the United States are hereby given juris- 
diction to make* and enter all such rules as to notice and otherwise, and all such 
orders and decrees, and to issue such process as may be necessary and proper in 
the premises to enforce the provisions of this Act, with a right of appeal from 
the final order or decree of such court as provided in sections one hundred and 
twenty-eight and two hundred and thirty-eight of the Act of March third, nineteen 
hundred and eleven, entitled "An Act to Codify, revise, and aitiend the laws re- 
lating to the judiciary." 

Sec. 17. That the several courts of first instance in the Philippine Islands and 
the district court of the Canal Zone shall have jurisdiction of offenses under this 
Act committed within their respective districts, and concurrent jurisdiction with 
the district courts of the United States of offenses under this Act committed upon 
the high seas and of conspiracies to commit such offenses as defined by section 
thirty-seven of the Act entitled "An Act to codify, revise, and amend the penal 
laws of the United States," approved March fourth, nineteen hundred and nine, 
and the provisions of said section for the purpose of this Act are hereby extended 
to the Philippine Islands and to the Canal Zone. 

Sec. 18. That if any clause, sentence, paragraph, or part of this Act shall for 
any reason be adjudged by any court of competent jurisdiction to be invalid, such 
judgment shall not affect, impair, or invalidate the remainder of this Act, but shall 
be confined in its operation to the clause, sentence, paragraph, or part thereof 
directly involved in the controversy in which such judgment shall have been 
rendered. 
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Italy. . 

Patents. Trade Marks. Monopolies. Alien Enemies. "War Measures." 
Decree of March 22, 1917. Correction. 

Attention is called to the fact that the subheading and first paragraph should 
be omitted from the translation of the Italian Decree of March 22, 1917, appearing 
in the June issue of the Review at page 260, the same having been included 
through an inadvertance. 



Italy. 

Patents. Foreign Holders. ''War Measures." Decrees of September 24, 1914, 
and January 3, 1915. Made Laws by Law No. 97, of January 7, 1917. 

(Translation.) 

Law of January 7, 1917, No. 97, Converting into Laws the Royal Decrees ot 
September 24, 1914, Nta. 1034, and January 3, 1915, No. 3*, Concerning the 
Extension of the Terms fixeh by th^Law of October 30, 1859, No. 3731, 
Concerning Industrial Patents. 

Tomaso di Savoia Duca di Genova, Lieutenant General of His Majesty 
Vittorio Emannele III tby the Grace of God and the Will of the Nation King of 
Italy. 

The Senate and the Chamber of Deputies have approved; 

By virtue of the authority to Us delegated; 

We have sanctioned, and proclaim the following: 

Sole Article 

The Royal Decrees of September 24, 1914, No. 1034, and January 3, 1915, No. 3*, 
concerning the extension of the terms established by the law of October 30, 1859, 
No. 3731, concerning industrial patents, are converted into laws. 

We order that the present under seal of the State be inserted in the Collection 
of Laws and Decrees of the Kingdom of Italy commanding those concerned to 
observe it and cause it to be observed as a law of the State. 
Given at Rome, the seventh day of January, 1917.t 

(Signed) Tomaso di Savoia, 

De Nava, 
Witness : Minister. 

Sacchi, 
Custodian of the Seal. 
'(From 15 Bollettino della Proprietd ntelletuaale, Fasc. 21-24, p. 110.) 



♦ For translation of Decree of January 3, 1915, sec 13 P. ft T. M. Rev., 169. 
t Published in the Gaseetta ufficiale del Regno, No. 24, of January 30, 1917. 
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Morocco (Frencli Zone). 

Trade Marks. Commercial Names. Unfair Trade. Law. Decree of Juae 
23, 1916.* Eflfective January 1, 1917.t 

(Translation.) 

Decree Relative to the Protection of Industrial Phoiierty. 

HEADING V. 

Marks of Manufacture and of Commerce. 

Chap. 1. 

General. 

Art. 72. A mark of manufacture or commerce is facultative. 

However, ordinances of Our Grand Vizir may exceptionally declare such 
obligatory for products that they shall determine. 

Art. 73. Names under a distinctive form, denominations, imprints, stamps, 
seals, vignettes, reliefs, letters, ciphers, envelopes, indications of origin, and any 
other signs serving to distinguish the products of a factory or an industry, an 
agricultural, timber, or extractive exploitation, or the objects of commerce, shall 
be considered marks of manufacture or commerce. 

Art. 74. Regularly constituted associations or syndicates may have a collective 
mark of manufacture or commerce which their members shall be permitted to 
affix upon the products of their industry or of their agricultural, timber, or ex- 
tractive exploitation, and upon objects of their commerce. 

Art. 75. The national Moroccan, French, or foreign decorations, any emblems 
of the same appearance, images or words contrary to public order or to good 
morals, may not form part of a mark nor be admitted to deposit. 

Art. 76. The use of public arms, insignia, or decorations that shall not have 
been authorized by the competent authorities, or the employment of the official 
signs or stamps of control or guarantee. adopted in Morocco or in any country form- 
ing part of the International Union, may be considered as contrary to public order 
in the sense of Art. 74, 

However, marks that contain the reproduction of public arms, decorations, or 
insignia, with the authorization of the competent authorities, shall not be considered 
£^s contrary to public order. 

A mark may*not be considered as contrary to public order for the sole reason 

that it is not in agreement with some provision of the trade mark legislation in the 

country of origin, save the case in which this provision itself concerns public order. 

Art. 77. The nature of the product or object for which the mark is intended 

may in no case operate against the deposit and the validity of this n^ark. 

Art. 78. Every mark of manufacture or of commerce regularly registered 
abroad in a country forming part of the International Union, will be admitted 
to deposit and protected without variation in the French Zone of the Cherifian 
Empire. 

However, the following may be invalidated : 



* This part, for Trade Marks, is a continuation of the same decree of which translation 
appears in the preceding issues of the Review — Patents, pp. 232 and 269, and Designs^ p. 276. 

t According to an Official Communication the entry into force was deferred until March 
1, 1917. 
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1. Marks that are of a nature to infringe upon the rights acquired by third 
parties in the French Zone of the Cherifian Empire; 

2. Marks destitute of any distinctive character, or composed exclusively of 
signs or indications capable of serving in commerce to designate the land, quality, 
quantity, destination, value, place of origin of the products, or the time of pro- 
duction, or become common in current language or in the ordinary and usual 
aistoms of trade in the French Zone of the Cherifian Empire. In the estimation 
of the distinctive character of a mark, account shall be taken of all circumstances 
ot fact, particularly of the duration of use of the mark ; 

3. Marks that are contrary to morals or to public order. 

Art. 79. The country in which the depositor has his principal establishment 
shall be considered the country of origin. 

If this principal establishment is not situated in one of the countries of the 
International Union, that to which the depositor belongs shall be considered as 
the country of origin. 

Chap. 2. 
Deposit. Priority of Use. Term. Formalities. Fees. 

Art. 80. No one may claim the exclusive ownership of a mark unless he has 
effected the deposit with the Moroccan Office of Industrial Property according to 
the conditions determined by the following articles. 

Art. 81. In default of the deposit of a mark, the priority of use of this mark 
may be established only by literal proof, that is to say, by printed matter or con- 
temporary documents concerning the facts of use that they tend to establish. 

Art. 82. When a regularly deposited distinctive sign has been employed publicly 
and continuously in Morocco or abroad for at least five years without any rec- 
ognized action resulting, the exclusive ownership of this sign may no longer be 
contested, by right of priority of use, against the first depositor, unless it is 
established that at the time of the deposit the depositor could not be ignorant of 
the mark of the first user. 

A third party that proves, in accordance with the conditions indicated in the 
present article, the prior and continuous use, as a mark, of the distinctive sign 
30 deposited, may continue this use for ten years counting from the notification 
to be made to him of the deposit by the depositor. This right of use may be 
tiansf erred along with the capital of the business. 

He is authorized, in order to safeguard this possession, to bring action, should 
there be occasion, for unfair or illegal competition. 

Art. 83. The deposit shall be effective for twenty years only. 

The ownership of the mark may always be preserved for a new term, of 
twenty years by virtue of a new deposit, which shall be renewable indefinitely. 

In case of assignment of the establishment or even simply of the mark, with 
or without its good will, the transfer of the mark must be effected according to 
the terms that shall be determined by the regulatory order provided for l)y, Ai:^,,<84 
of the present Dahir. This transfer may be renewed for a term of twenty. ^y^.rs. 

Art. 84. In default of the effective use of the mark in Morocco or abroad, and 
when the author of the deposit does not justify the reasons of non-use, the avoid- 
ance of the deposit may be pronounced at the request of the Public Minister or of 
any party interested. 

Art. 85. The deposit comprises: 

1. an application addressed to the Resident Commissioner General of France 
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in Morocco (Direction of Agriculture and Commerce, Service of Economic 
Studies) ; *' ' ■'" 

2. two facsimiles of the design of the mark; 

3. the cliche' '^oi litis mark ; 

4. for marks already registered abroad and which are the subject of Art. 
78, above, a regular certificate of registration in the country of origin delivered 
by the competent authority. 

Art. 86. The deposit and transfer of marks shall be made for each class of 
products or objects for which the said marks are intended, on pa3mient of the 
fees intended to satisfy the expenses occasioned by the application of the present 
Dahir. 

The regulatory order provided for by Art. 87, following, shall determine the 
amount and the conditions of payment of these fees that are to be collected by 
the Office of the Secretary of the Moroccan Office of Industrial Property for the 
service of the said Office. 

Art. 87. An order of Our Grand Vizir shall determine the measures necessary 
for the execution of the present Dahir and particularly : the formalities to be ful- 
filled for the deposit, transfer, and publicity of marks of manufacture and com- 
merce ; the conditions concerning the delivery to those interested of the deed prov- 
ing the deposit effected by them; the procedure to be followed for the rejection 
of applications for the deposit of illegal marks that shall be pronounced by 
residential order; the amount of the fees appertaining to the deposit and transfer 
of marks, their mode of collection and the conditions of delivery to the depositors 
of the receipts for payments. 

HEADING VI. 

Commercial Names 

Art. 88. Commercial names shall be protected, whether they form part of a 
mark of manufacture or of commerce, or not. 

Furthermore, the provisions of Our Dahir constituting the Code of Commerce, 
as concerns the inscription in the Register of Commerce of names and firms 
relating either to individuals or to commercial associations, is in no wise derogated. 

HEADING VII. 

Unfair Trade. 

Art.' 89. Unfair trade consists in : 

1. infractions of the provisions of the present Dahir, when the acts alleged 
are lacking in one of the elements susceptible of subjecting them to the penalties 
that are the subject of Heading X, following; 

2. acts comprised in Art. 84 of Our Dahir constituting the Code of Obligations 
and Contracts. 

Art. 90. This enumeration is not limitative, and the courts shall have 
peremptory jurisdiction over facts that shall be brought before them as sus- 
ceptible of constituting unfair trade. 

The principles presented in Arts. 77 to 106 of Our Dahir constituting the 
Code of Obligations and Contracts is in no wise derogated. 

Art, 91. Acts of unfair trade may only result in an action for cessation from 
the acts that constitute it and indemnity. (Continuation of law in following 
article.) 
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Morocco. 

Industrial Property. Temporary Protection. Law. Decree of June 23, 1916.* 

EflFective January 1, 1917.t 

Chap. 2. 

HEADING VIII. 

Protection in Expositions and Industrial Recompenses. 

Chap. 1. 

Temporary Protection. Object and Extent. 

Art. 92. A temporary protection shall be granted to patentable inventions, 
utility models, industrial designs and models, as w«ll as to marks of manufacture 
or of commerce, for products that shall be regularly entered in official or 
officially recognized foreign international expositions. 

Art. 93. This protection, whose duration is fixed at twelve months, counting 
from the official opening of the exposition, will have the effect of maintaining for 
exhibitors or their assigns, subject to the following conditions, the right to claim 
during this term the protection of which their discoveries, designs, models, or 
marks may legally be susceptible. 

Art. 94. The duration of the temporary protection shall not be extended, nor 
that of the delays provided for by Art. 4 of the International Convention of 
Paris of March 20, 1883, revised at Brussels on December 14, 1900, and at Wash- 
ington on June 2, 1911, nor of those fixed by Arts. 12 and following of the 
present Dahir. 

Art. 95. Exhibitors that shall desire to avail themselves of the temporary 
protection shall have delivered to themselves, by the authority charged with 
officially representing Morocco at the exposition, a certificate of guarantee which 
shall show that the object for which protection is applied for is really ex- 
hibited. 

The application for the said certificate shall be made during the course of the 
exposition and, at latest, within the first three months from the opening of the 
exposition; it shall be accompanied by an exact description of the object to be 
guaranteed, and, should there be required, of the. drawings of said object. 

Applications shall be entered in a special register = which shall be forwarded 
along with the said applications and the accompanying papers to the Resident 
Commissioner General of France in Morocco (Direction of Agriculture and 
Commerce; Service of Economic Studies), immediately on the official closing of 
the exposition, and communicated without expense on request through the services 
of the Moroccan Office of Industrial Property. 

Art. 96. An order of Our Grand Vizir will .determine, on the occasion of each 
exposition presenting the characteristics noted in Art. 92, the measures necessary 
for the application of the preceding article. (Continuation of law in following 
article.) 

Art. 97. The same protection shall be granted to patentable inventions, utility 
models, designs and models, as well as to marks of manufacture and of commerce 
for products that shall be regularly entered at expositions organized in Morocco 
with the authorization of the Administration or under its patronage. 

Art. 98. An order of Our Grand Vizir will determine the measures necessary 
for the application of the preceding article. (Continuation of law in following 
article.) 
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Moroooo. 

Trade Marks. Recompenses. Law. Decree of June 23, 1916.* Effective 

January 1, 1917.t 

Industrial Recompenses. Use and Guarantee, 

Art. 99. Recompenses, the subject of the present chapter, comprise prizes, 
medals, mentions, deeds or attestations of whatever nature concerning superiority 
or approval that has been : 

1. obtained in expositions or organized competitions, patronized or authorized 
by the Government of Our Cherifian Empire; 

2. obtained abroad in expositions or organized competitions, patronized or 
organized by a foreign Government; 

3. awarded in Morocco by established bodies, public establishments, Moroccan 
or foreign associations or societies. 

Industrial or commercial use of these recompenses may be made only and 
after the fulfillment of the formalities hereafter prescribed. 

Art. 100. The industrial or commercial use of the recompenses enumerated in 
Art. 99 is allowable only after registration at the Moroccan Office of Industrial 
Property of the official list of awards, either at the request of the authority that 
has organized the exposition or the competition, or of the holder of one of these 
recompenses included in the said list, or of the diploma, certificate or their certified 
copies corresponding to the petition of the holder interested. 

The registration allows of inscription by the Moroccan Office on the diploma, 
certificate, or their copies, of the date of the deposit and of a serial number. 
Mention of the registration is entered in a special register. 

Every application for the registration of a list of awards must be accompanied 
by two facsimiles of these awards ; one of them shall be returned to the authority 
that has organized the exposition or the competition, or to the party interested, 
provided with the mentions specified in the preceding paragraph; the other shall 
be preserved in the archives of the Moroccan Office. 

Registration is legal as to recompenses awarded in expositions or competitions 
organized, patronized, or authorized by Our Government or by a foreign Gov- 
ernment. 

In any other case the registration shall be effected only after investigation by 
the Moroccan Office. 

Registered recompenses shall be published in the Bulletin Officiel of the 
Protectorate. 

Diplomatic conventions concluded with countries that have instituted a pro- 
cedure for registration may excuse recompenses obtained and previously registered 
in these countries from registration in Morocco on condition that the same dis- 
pensation from registration be accorded to the holders of recompenses awarded 
and registered in Morocco, and that there be an exchange of documents in 
evidence of the registration. 

Art. 101. Recompenses, the subject of the present chapter, shall be awarded 
by personal or individual title or by collective title. 

When the recompense has been awarded by personal or individual title, in- 
dustrial or commercial use may be made thereof, either by the group interested, 
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or by each of the members of this group, on condition of expressly mentioning, 
and in characters as legible as those of the recompense itself, the collectivity that 
has obtained it. 

Industrial or commercial use may be made of a recompense attributed to 
an industrial or commercial enterprise only by the proprietor of this enterprise 
or by his assigns. 

Industrial or commercial use may be made of a recompense attributed by title 
of collaborator only on condition, by the holder, of indicating that it is a collab- 
orator's recompense, and of mentioning the name of the enterprise to which he 
was affiliated when he obtained it. The proprietor of the enterprise may likewise 
make use thereof only on condition of indicating that it is a matter of a collabor- 
ator's recompense. 

When a recompense has been awarded in viejv of a determined product, the 
industrial or commercial use thereof may be assigned at the same time as the 
product. 

Every assignment or transfer of commercial capital or of a product including 
the recompenses attributed to the prior owners must be declared at the Moroccan 
Office of Industrial Property; in default of this declaration, the successor may not 
make legal use of the recompenses attributed to his predecessor or predecessors 
and regularly registered. 

Art. 102. The industrial or commercial use of a recompense carries the obliga- 
tion of indicating the nature of the recompense, the title, either of the exposition 
or competition at which it was obtained, or of the established body, public 
establishment, association or society, that has awarded it, and the date on which 
it was granted. 

The simple mention in continuation of the statement of a recompense of the 
name of a city, regime or country, and the date of the exposition or competition, 
is reserved exclusively for expositions or competitions organized, patronized or 
authorized by the Government of Our Cherifian Empire or by a foreign Gov- 
ernment. 

Art. 103. The registers in which mention is made of the registration of lists 
of awards, diplomas or certificates, and declarations of assignment or transfer of 
commercial capital oi* of products, shall be open freely to the public, as well as, 
the case occurring, the titles deposited. 

Any interested party has the right to have delivered to himself a list of said 
registrations and of said declarations and a copy of the titles deposited. 

Art. 104. An order of Our Grand Vizir will determine the formalities and 
conditions of the registration of lists of awards,, diplomas and certificates, declara- 
tions of assignment or of transfer of commercial capital or of a product, pro- 
vided for in Art. 101, of the delivery of the lists and copies noted in paragraph 2 
of Art. 103, as well as all measures necessary for the application of the provisions 
contained in the present chapter. 

It shall, in addition, fix the fees to be collected by the Moroccan Office of 
Industrial Property for the service of this Office, by reason of the registration of 
lists of awards, diplomas and certificates, the declarations noted in Art. 101, and 
the delivery of the lists or copies provided for in Art. 103. The public adminis- 
trations shall be exempt from the payment of the said fees. 

Art. 105. The provisions of the present chapter shall be applicable to rec- 
ompenses attributed prior to the coming into effect of the present Dahir, but no 
registration shall be imposed on holders or their assigns for the recompenses noted 
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in paragraphs numbered 1 and 2 of Art. 99. The administrations interested are 
alone bound to have the lists of awards of said recompenses registered at the 
Moroccan Office of Industrial Property. 

As concerns the recompenses noted in paragraph numbered' 3 of Art. 99, the 
holders or their assigns shall not be obliged to proceed to the registration of 
diplomas or certificates; however, in case of assignment or of transmission of 
capital effected subsequent to the coming into effect of the present Dahir, the 
parties interested that shall wish to make an industrial or commercial use of the 
said recompenses shall have them registered in conformity with the provisions of 
Art. 100, and effect the declaration provided for in the final paragraph of Art. 101. 
(Continuation of law in following article,) 



Moroc'co (French Zone). 

Industrial Property. Office. Registers. Law. Decree of June 23, 1916.^^ 

HEADING IX. 
Concerning the Moroccan Office and the Industrial Property Registers. 
Art. 106. The Moroccan Office of Industrial Property, instituted by Art. 9 
of the present Dahir, shall be located at Rabat, and shall be devoted to the 
service of economic studies and information, attached to the Direction of Agri- 
culture, Commerce, and Colonization of the Cherifian Empire, by Dahir of August 
28, 1915 (Bulletin Officiel No. 149, of August 30, 1915. . 
Art. 107. The office shall comprise: 

1. a section directly open to the public; 

2. a section of patents of invention; 

3. and a section of designs and models, marks of manufacture and of com- 
merce, and industrial recompenses. 

It shall keep the registers of industrial property necessary for the execution 
of the present Dahir. 

It shall assure the publicity provided for in the present Dahir in the Bulletin 
Officiel of the Protectorate. 

Art. 108. The section directly open to the public shall be charged with: 

1. the Bureau for the reception of applications for patents of invention and 
certificates of addition; 

2. the delivery of certificates of guarantee; 

3. the Bureau of registration . of changes in patents of invention, inscriptions 
of privilege, in case of assignment or pledge of capital; 

4. communications of patents of invention, designs and models, marks of 
manufacture and of commerce, certificates of guarantee Jn expositions and indus- 
trial recompenses; 

5. the service of research and the special funds of the Office. 
Art. 109. The section of patents of invention has as attributes: 

1. the study of questions relative to the application of the laws concerning 
patents of invention, the delivery of certificates of guarantee in national and inter- 
national expositions, and international conventions concerning patents of inven- 
tion ; 

2. the examination and the delivery of patents of invention and certificates of 
addition, and the keeping of the registers concerning them ; 
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3. the preparation of the integral publication of patents and certificates of 
addition ; 

4. the preparation of the part of the Bulletin Officiel concerning them; 

5. the- arrangement of the tables of patents of invention and certificates of 
addition; and 

6. the secretaryship and the service of procis-verbaux of the Technical Com- 
mission instituted by Art. 112, following. 

Art. 110. The section of designs and models, marks of manufacture and of 
commerce, expositions and industrial recompenses has as attributes: 

1. the study of questions relative to the application of the laws concerning 
designs and models, marks of manufacture and of commerce, and industrial 
recompenses ; 

2. the relations with the International Bureau at Berne for the international 
registration of marks of manufacture and of commerce; 

3. the keeping of the registers of industrial property and the preparation of 
the part of the Bulletin Officiel relative to its attributes. 

Art. 111. The Chief of the Service of Economic Studies and Information shall 
look after the direction of the Moroccan Office of Industrial Property. 

Art. 112. The said Chief of the service shall be assisted by a Technical Com- 
mission named for four years by residential order. 

It shall comprise: 

the Director of Commerce and Agriculture, President; 

the Chief of the Service of Economic Studies ; 

the Chief of the Service of Legislative Studies ; 

a professor occupying a chair concerned with industrial and commercial 
legislation ; 

a jurist; 

a member of each of the Chambers of Commerce of the French Zone of the 
Cherifian Empire; and 

two well known natives of the country. 

The Commission shall make use of a Secretary chosen from among the per- 
sonnel of the Office. 

Art. 113. It shall be consulted: 

1. upon questions relative to the procedure of the Office; it shall give its 
advice on these questions; 

2. on the days and hours of the opening to the public of the offices of con- 
sultation for patents of invention, designs and models, marks of manufacture 
and of commerce, and industrial recompenses; 

3. on the method of publication of patents of invention and certificates of 
designs and models, marks and recompenses, and with regard to the prices to be 
fixed for the copies placed on sale; 

4. and on all questions that shall be submitted to it by the Office. 

It shall prepare annually, during the month of October, a Report concerning 
the operation of the Office, to be submitted to the Resident Commissioner General. 
It shall meet at the call of its President. 
Art. 114. Orders of Our Grand Vizir shall determine: 

1. the number, form, and constitution of the registers of industrial property; 

2. the manner and conditions as to the printing of patents and certificates, as 
well as of publications in the Bulletin Officiel of the Protectorate ; 

3. the regulation of the details necessary for the execution of the provisions 
concerning the operation of the Office. (Continuation of law in following article,) 
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Morocco (French Zone). 

Industrial Property. Infractions and Penalties. Procedure and Competence. 
^i, , .. , .If^yf:^^. JXa^rte of June 23, 1917.* 

V, -v'.T'^'f- ' HEADING. 
Infractions and Penai^ties. Procedure and Competence. 
Chap. 1. 
Infractions ami Penalties. 
■ , • SecI... .. 

Patents of Invention. 
Art. 115. Every wrong knowingly attempted against the rights of the patentee 
either by the manufacture of the products or by the use of means forming the 
gbject of his patent shall constitute the crime of infringement 

Good faith cannot result from the alleged ignorance of a regularly published 
patent. 

This crime shall be punished by a fine of from 100 to 2,000 francs. 
Art. 116. Accomplices in the crime of infringing and particularly those that 
have knowingly received, sold or exposed for sale, or introduced in the territory 
of the French Zone of the Cherifian Empire one or several infringed objects shall 
be punished with the same penalties as the infringers. 

Art. 117. In case of repetition of the offense, there shall be pronounced, in addi- 
tion to the fine provided for by Arts. 40 and 41, imprisonment for from three 
months to two years. 

There is repetition of the offense when there has been rendered against the 
s^ccused a first condenmation for one of the crimes provided for by the present law 
within the five years preceding. 

Imprisonment for from three months to two years may also be pronounced, if 
tjie infringer is a worker or an employe that has worked in the shops or in the 
establishment of the patentee, or if the infringer, haveing associated himself with 
a worker or an employe of the patentee, has had knowledge through this letter of 
the processes described in the patent. 

In this last case, the worker or the employe may be prosecuted as an accom- 
plice. 

Sec. 2. 

Designs and Models. 

Art. 118. Every wrong knowingly attempted against the rights guaranteed by 
the present Dahir shall be punished by a fine of from 25 to 2,000 francs. In case of 
a repetition of the offense, or if the offender is a person that has worked for the 
party injured, imprisonment of from one to six months shall be pronounced in 
addition. There is repetition when a former condemnation has been pronounced 
against the accused during the five years preceding for one of the crimes 
provided for by the present law.. The guilty parties may, in addition, be deprived 
for a period that shall not exceed five years of the right of election and of 
eligibility for the tribunals and chambers of commerce, as well as for Councils 
of Arbitration (Conseils kie Prud'homnves). 

Art. 119. Facts prior to the deposit shall occasion no action based ^on the 
present law. Facts subsequent to the deposit, but prior to its publication, may 
occasion no action, even civilly, except at the burden of the injured party proving 
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the bad faith of the accused. No penal or civil action may be brought, by virtue 
of the ^ame article, before the deposit has been made public. When the facts are 
subsequent to the publicity of the deposit, their authors may plead exception of 
their good faith, but on condition of submitting proof thereof. 

Sec. 3. 
Marks of Manufacture and of Commerce. 
Art. 120. A fine of from 50 to 3,000 francs and imprisonment of from three 
months to three years, or either of these two penalties, shall be inflicted on those: 

1. that knowingly have counterfeited a mark or made use of a mark without 
the authorization of the party interested, even with the addition of the words 
"fo/^on, recette, imitation, imiti, genre, etc.", or any other indication adapted to 
deceive the buyer; 

2. that have fraudulently affixed upon their products or the objects of their 
trade a mark belonging to others; 

3. that have knowingly sold or placed on sale one or several products bearing 
a counterfeit or fraudulently affixed mark; 

4. that have delivered a product other than the one that was demanded from 
them under a deposited mark. 

Art. 121. They shall be punished with a fine of from 50 to 2,000 francs and 
imprisonment for from one month to one year, or only one of these two penalties ; 

1. that, without counterfeiting a mark, have inade a fraudulent imitation 
thereof of a nature to deceive the buyer, or have made use of a mark fraudulently 
imitated ; 

2. that have made use of a mark bearing features adapted to deceive the 
buyer as to the nature of the product; 

3. that have knowingly sold or placed on sale one or several products bearing 
a fraudulently imitated mark or bearing indications adapted to deceive the buyer 
a<; to the nature of the product. 

Art. 122. They shall be punished with a fine of from 50 to 1,000 francs and 
imprisonment of from fifteen days to six months, or only one of these two 
penalties : 

1. that have not affixed upon their products a mark declared obligatory; 

2. that have sold or placed on sale one or several products not bearing the 
mark declared obligatory for this class of products; 

3. that have contravened the provisions of the decrees rendered in execution 
of Art. 1 of the present law; 

4. that have caused the signs prohibited by paragraph 5 of Art. 1 to figure in 
their marks, deposited or not. 

Art. 123. The penalties prescribed in Arts. 7, 8 and 9 may be doubled in case 
of repetition of the offense. There is repetition when, during the five years 
preceding, a condemnation for one of the crimes provided for by the present 
law has been pronounced against the accused. 

Sec. 4. 

Commercial Names. 

Art. 124. Any usurpation or any fraudulent use of a commercial name shall 
bo punished with the same penalties as those provided for in Art. 120, preceding: 
(trade marks). 
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Sec. 5. 

Industrial Recompenses. 

Art. 125. Punishment by a fine of from 50 to 6,000 francs and imprisonment 
for from three months to two years, or only one of these two pcnahies, shall be 
pronounced against : 

1. those that, without right' and fraudulently, shall have attributed to 
themselves the recompenses mentioned in the present law, or shall have attributed 
to themselves imaginary recompenses, by apposition on their products, signs, an- 
nouncements, prospectuses, letters, commercial papers, containers, or on any 
Other matter ; 

2. those that, under the same conditions, shall have affixed them to objects 
other than those for which they have been obtained; 

3. those that, under the same conditions, shall have availed themselves thereof 
with juries of expositions or competitions; 

4. those that, by any artifice whatsoever, captious mention or figurative sign, 
reproducing more or less exactly the conventional aspect of a medal, shall have 
attempted to induce the public to believe that they have obtained a recompense 
that, in fact, has not been attributed to them ; 

5. those that shall have made industrial or commercial use of recompenses 
other than those provided for in Art. 1 of the present law; 

6. those that shall have availed themselves unduly on the occasion of an ex- 
position or of a competition, in circulars, prospectuses, posters, diplomas, certifi- 
cates, lists of awards, or in any other manner, of the authorization or of the 
patronage of a Minister or any other authority or public administration without 
having previously obtained it, or that shall have had appear on their documents 
titles, devices, vignettes, arms, armorial bearings, or any other signs or mentions 
of a nature to induce to a belief as to this authorization or this patronage. 

Art. 126. Punishment by a fine of from 50 to 3,000 francs shall be inflicted on: 

1. those that shall have made industrial or commercial use of a recompense 
without fulfilling the conditions prescribed by Arts. 2, 3, and 4 ; 

2. those that shall have presented to the magistrates or functionaries qualified 
to this effect, a diploma or certificate relative to a recompense, as provided for in 
Art. 4 of the present law, for having the signatures thereof legalized, without hav- 
ing justified the prior registration at the National Office of Industrial Property of 
either the diploma or certificate, or the list of awards mentioning the said recom- 
pense. 

Sec. 7. 

Accessory Penalties and General Provisions. 

(Art. 463 of the Penal Code) 

Art. 128. Confiscation to the profit of the injured party, of the objects or 
products injuring the rights guaranteed by the present Dahir, as well as the in- 
struments and utensils that have served or been intended for their manufacture, 
shall be pronounced by the court, even in case of acquittal. 

Art. 129. The court shall order the destruction, in every case, of the marks, 
mentions, indications, effigies, or representations recognized as contrary to the 
dispositions of the present Dahir. 

In whatever concerns obligatory marks, the tribunal shall prescribe that they 
be apposed upon the products that are subject thereto, and it shall be empowered 
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to pronounce the confiscation of the products if the accused has incurred, during 
the five years preceding, a condemnation for any of the crimes provided for by 
the first two paragraphs of Art. 120. 

Art. 130. Tho»e found guilty may, furthermore, be deprived of the right of 
becoming members of chambers of commerce, local or central committees of 
economic studies, any consulting chamber, or any elective assembly capable of 
being substituted for these organizations. The term of this interdiction shall 
last not longer than ten years. 

The court may • order the posting of the judgment in places that it shall 
determine, and its insertion in whole or in exfcerpt in journals that it shall 
designate, all this at the expense of the guilty party. 

Art. 131. Art. 463 of the Penal Code shall be applicable to crimes de- 
nounced and punished by the present law. 

Art. 132. Damages may be adjudged to the injured parties by the court hav- 
ing jurisdiction, even in case of acquittal from the penal point of view. 

Chap. 2. 
Procedure and Competence 

Art. 133. Any party injured may, by virtue of an order of the President of 
the Tribunal of First Instance in the jurisdiction wherein the procedure must be 
effected, proceed to detailed designation and description, with or without con- 
fiscation, of the objects and products, instruments and utensils. 

Art. 134. The order shall be granted on simple request and on presentation 
of the title invoked by the petitioner; it shall contain the designation of the 
Secretaryship of the Tribunal of First Instance or of the Tribunal of Peace 
charged with the procedure and, should occasion arise, the name of an expert to 
aid the agent of the Secretaryship in his description. 

Art. 135. When there is occasion for confiscation, the said order may impose 
a bond on the petitioner which he is required to deposit before proceeding thereto. 

The bond shall always be imposed on foreigners. French citizens shall not 
be considered as foreigners. 

Art. 136. Proofs and confiscations shall be made in conformity with the pre- 
scriptions of Arts. 217 and 218, and 309 to 314, of Our Dahir concerning Civil 
Procedure. 

With the custodian there shall be left a copy of: 

1. the petition and of the order authorizing the procedure ; 

2. the deed evidencing the deposit of the bond, if there be such; and 

3. the objects described or seized, all this on penalty of invalidity. 

Art. 137. In the case provided for by No. 4 of Art. 120 (delivery of a product 
other than the one that has been applied for under a deposited mark), the agent of 
the Secretaryship is not required to show the order until after the deHvery of the 
product other than the one for which request was made, and, if the order 
authorizes several proofs of substitution, only after the last delivery. 

Art. 138. In default by the petitioner of bringing suit either civilly or penally 
within a term of fifteen days — in addition to one day for each 50,000 metres of 
distance between the place in which the objects described or seized are found and 
the domicile of the party to be prosecuted, or of his special representative — the 
description or seizure is of no legal effect, without prejudice to damages. 

Art. 139. Public action may be brought by the public Minister only on com- 
plaint of the injured party. 

Summons delivered in civil cases shall take the place of a complaint. 
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The prosecution once begun, the withdrawal of the private party remains 
without effect on the action. 

Art. 140. Civil or penal action shall be lodged before the Tribunals of First 
Instance of the domicile of the party prosecuted or. that of his special repre- 
sentative, and, on default (of domicile), before the Tribunal of First Instance of 
the place in which the objects or products complained of have been found. 

The Tribunals shall rule on all exceptions that shall be raised either as to the 
nullity or expiry of the title invoked or any other question relative to the owner- 
ship or use of the said title. 

Art. 141. In case a modification as to the deposits, declarations, and inscrip- 
tions provided for by the present Dahir results, mention of this modification in 
the registers of the Moroccan Office of Industrial Property shall be ordered by a 
special decree of the judgment or the order evidencing this modification. For 
this purpose, an extract from the judgment or from the order in definitive form 
shall be forwarded to the Moroccan Office of Industrial Property through the cares 
of the Secretaryship of the Archives ,of the Tribunal or of the Court. 

The expenses of the extract to be forwarded, as well as the mention ordered, 
shall be added as accessories to the costs of the case, and borne by the party that 
shall haVe been condemned to the said costs. 

HEADING XI. 
The Coming into Force of the Dahir. 

Art. 142. The present Dahir shall become of effect on January 1, 1917*. 

Done at Rabat Chaabane 21, 1334 (June 23, 1916). 

Examined for promulgation and placing in execution: 

Rabat, June 26, 1916. 

(Signed) Lyautey, 
Resident Commissioner General. 

(Translated from 33 La Proprieti Industrielle, 46, 60.) 



* According to an Official Communication the entry into force of this Dahir was deferred 
until March 1, 1917. 



Nigreria.* 

Trade Marks.t Law. Ordinance No. 20, of December 31, 1914. 

An Ordinance to Consoi^idate and Amend the Law Rei^ating to Trade Marks. 

Enactment. 
Be it enacted by the Governor of the Colony and Protectorate of Nigeria, 
with the advice and consent of the Legislative Council so far as the provisions 
hereof relate to the Colony, as follows: — 

Short Title and Application. 

1. This Ordinance may be cited as the Trade Marks Ordinance, 1914, and 
shall apply to the Colony and Protectorate. 

Definitions. 
Interpretation. 

2. Definitions: — 

"Mark" includes a device, brand, heading, label, ticket, name, signature, word, 
letter, numeral, or any combination thereof. 



* For notice of amalgamation of Northern and Southern Nigeria see 12 P. ft T. M. Rev. 352. 
t For corresponding Patent I^aw see 15 P. ft T. M. Rev., 140. 
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"Trade Mark" means a mark used or proposed to be used upon or in con- 
nexion with goods for the purposes of indicating that they are the goods of the 
proprietor of such trade mark by virtue of manufacture, selection, certification, 
dealing with, or offering for sale. 

"Registrable Trade Mark" means a trade mark which is capable of registra- 
tion under the provisions of this Ordinance. 

"Registered Trade Mark" means a trade mark which is actually on the 
register. 

"Prescribed" means, in relation to proceedings before the Court, prescribed 
by Rules of Court; and, in other cases, prescribed by this Ordinance or any 
Regulations made thereunder. 

"Registrar" means such officer as the Governor shall appoint to be the 
Registrar of Trade Marks and until such appointment is made means the 
Comptroller of Customs. 

"Court" means the Supreme Court of Nigeria. 

"Goods" means anything which is the subject of trade, manufacture, or 
merchandise. 

"Northern Provinces" means that portion of the Protectorate which, on the 
31st day of December, 1913, was included in the Protectorate of Northern 
Nigeria. 

Register of Trade Marks. 

3. There shall be kept at the Registrar's Office a book called the register of 
trade marks, wherein shall be entered all registered trade marks with the names 
and addresses of their proprietors, the dates on which applications were made for 
their registration, as hereinafter provided, notifications of assignments, and of 
transmissions of trade marks, and such other matter as may be from time to time 
prescribed. 

No Trust to Be Entered on Register. 

4. There shall not be entered in the register kept under this Ordinance any 
notice of any trust expressed, implied or constructive, nor shall any such notice 
be receivable by the Registrar. 

Incorporation of Existing Register and Classification. 

5. The register of trade marks existing at the date of the commencement of 
this Ordinance shall be incorporated with and form part of the register. Subject 
t6. the provisions of sections 43 and 48, the validity of the original entry of any 
trade mark upon the registers so incorporated shall be determined in accordance 
with the Ordinances in force at the date of such entry, and such trade mark shall 
retain its original date, but subject to the provisions of section 7, for all other 
purposes it shall be deemed to be a trade mark registered under this Ordinance. 

All trade marks registered under the classification of goods as provided in 
the Schedule to the Trade Marks Ordinance, 1910, shall be deemed to be 
registered under the corresponding classification of goods as provided in the 
regulations under this Ordinance. 

Saving for Marks Already Registered unkier Trade Marks Proclamation, 1900. 

6. (1) Nothing herein contained shall affect the validity of any act done or 
any right or obligation acquired or incurred under or by virtue of the provisions 
of the Trade Marks Proclamation, 1900, enacted by the High Commissioner of the 
Protectorate of Southern Nigeria, or of any Proclamation enacted amending the 
same, or of any rules made thereunder. 
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Transfer to Register Create Under this Ordinance. 
(2) All trade marks duly registered under the said Trade Marks Proclama- 
tion, 1900, shall, three months before the expiration of the first period of registra- 
tion, be transferred to the register kept under the provisions of this Ordinance, 
and shall thereupon, subject to the provisions of section 7, be subject to the pro- 
visions of this Ordinance in all respects as though they had been originally reg- 
istered thereunder. 

Rights in Respect of a Trade Mark Registered Before the Commencement of the 

Ordinance not to Extend to Northern Provinces Unless Extended in 

Accordance with the Provisions of Next Section. 

7. The rights and privileges by this Ordinance conferred upon the proprietor 
of a registered trade mark shall not, in the case of a trade mark registered before 
the commencement of this Ordinance, extend to the Northern Provinces of the 
Protectorate unless the same are extended thereto in the manner hereinafter 
provided. 

Application for Extension of Rights to the Northern Provinces. 

8. (1) The proprietor of a trade mark registered before the commencement 
of this Ordinance may by himself or his agent apply to the Registrar for the 
extension to the Northern Provinces of the Protectorate of the rights and 
privileges conferred by this Ordinance as the proprietor of such trade mark in the 
Colony and Southern Provinces of the Protectorate. 

Procedure. 

(2) The provisions of this Ordinance j-elating to an application for the 
registration of a trade mark and to notice of opposition to such registration, to 
the procedure on and after such application or notice, and to the power of the 
Registrar and the Court shall mutatis mutandis apply in the case of every applica- 
tion under sub-section (1). 

Registration of Extension. 

(3) When an application under sub-section (1) has been accepted and has 
not been opposed, and the time for notice of opposition has expired, or having 
been opposed the opposition has been decided in favour of the appHcant, the 
Registrar shall, unless the Court otherwise directs, enter in the register a notice 
that the rights and privileges by this Ordinance conferred upon the proprietor 
of the trade mark in respect of which the application has been made are extended 
to the Northern Provinces of the Protectorate. 

Inspection of Register and Granting of Certified -Copies. 

9. The register kept under this Ordinance shall at all convenient times be 
open to the inspection of the public, subject to the provisions of this Ordinance 
and to such regulations as may be prescribed; and certified copies of any entry 
in any such register shall be given to any persons requiring the same, on payment 
of the prescribed fee. 

Registrabi^e Trade Marks. 

Trctde Marks — What Marks are Registrable as such. 

10. A registrable trade mark must contain or consist of at least one of the 
following essential particulars: — 

(1) The name of a company, individual or firm represented in a special 
or particular manner; 



Digitized by VjOOQ IC 



NIGERIA , 307 

(2) The signature of the applicant for registration or some predecessor 
in his business; 

(3) An invented word or invented words; 

(4) A word or words having no direct reference to the character or 
quality of the goods and not being according to its ordinary signification a 
geographical name or a surname ; 

(5) Any other distinctive mark; but a name, signature, or word or words, 
other than such as fall within the description in the above paragraphs (1), 
(2), (3), and (4), shall not, except by order of the Court, be deemed a 
distinctive mark. 

For the purposes of this section "distinctive" shall mean adapted to distinguish 
the goods of the proprietor of the trade mark from those of other persons. 

In determining whether a trade mark, is so adapted the Court may, in the 
case of a trade mark in actual use, take into consideration the extent to which 
such user has rendered such trade mark in fact distinctive for the goods with 
respect to which it is registered or proposed to be registered: 

Provided always that any mark which has been registered as a distinctive 
mark in England under the Trade Marks Act, 1905, shall be deemed to be a 
distinctive, mark for the purpose of this Ordinance. 

Connection of Trade Mark with Goods. 

11. A trade mark must be registered for particular goods or classes of goods. 
The applicant shall in his application state goods included in one class only. If the 
applicant desires to register the -same mark for goods falling in more than one 
class, he shall make a separate application in respect of each class, and each of such 
applications shall be treated for all purposes as separate and distinct applications; 
and the entries on the register in pursuance of such application shall for all 
purposes be deemed to relate to separate and distinct trade marks. 

Coloured Trade Marks. 

12. A trade mark may be limited in whole or in part to one or more specified 
colours, and in such case the fact that it is so limited shall be taken into con- 
sideration by any tribunal having to decide on the distinctive character of such 
trade mark. If and so far as a trade mark is registered without limitation of 
colour it shall be deemed to be registered for all colours. 

Further Restriction on Registration. 

• 

13* It shall not be lawful to register as a trade mark or part of a trade 
mark any matter the use. of which would, by reason of its being calculated to 
deceive or otherwise, be disentitled to protection in a Court of Justice, or would 
be contrary to law or morality, or any scandalous design. 

Registration of Trade Marks. 

Application for Registration. 

14. (>) Any person claiming to be the proprietor of a trade mark may by 
himself or his agent apply to the Registrar for the registration thereof. 

(2) The application must be made in the prescribed form, and must be 
accompanied by not less than three representations of the trade mark, and by a 
stereotype block of such representation. 

(3) The applicant must state the particular goods or classes of goods in 
connexion with which he desires his trade mark to be registered. 

(4) The application must be left with or sent by post to the Registrar. 
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(5) The date of the delivery or receipt of the application shall be endbrsed 
:^ereon and recorded in the Registrar's Office. 

(6) When an applicant for the registration of a trade mark is out of Nigeria 
at the time of making the application he shall give the Registrar an address for 
service in Nigeria, and if he fails to do so the Registrar may refuse to proceed 
with the application until the a<idress has been given. 

Action in Regard to Application. 

15. (1) Subject to the provisions of this Ordinance, the Registrar may 
refuse such application as aforesaid, or may accept it absolutely or subject to con- 
ditions, amendments, or modification. 

(2) In case of any such refusal or conditional acceptance the Registrar shall, 
if required by the applicant, state in writing the grounds of his decision and the 
materials used by him in arriving at the same, and such decision shall be subject to 
appeal to the Court. 

(3) An appeal under this section shall be made in the prescribed manner 
and on such appeal the Court shall, if required, hear the applicant and the 
Registrar, and shall make an order determining whether, and subject to what con- 
ditions, amendments, or modifications, if any, the application is to be accepted. 

Disclaimer. 

16. If a trade mark contains parts not separately registered by the proprietor 
as a trade mark, or if it contains matter common to the trade or otherwise of a 
non-distinctive character, the Registrar or the Court, in deciding whether such 
trade mark shall be entered or shall remain upon the register, may require, as a 
condition of its being upon the register, that the proprietor shall disclaim any 
right to the exclusive use of any part or parts of such trade mark, or all or any 
portion of such matter, to the exclusive use of which they hold him not to be 
entitled, or that he shall make such other disclaimer as they may consider needful 
lor the purpose of defining his rights under such registration: Provided always 
that no disclaimer upon the register shall affect any rights of the proprietor of a 
trade mark, except such as arise out of the registration of the trade mark in 
respect of which the disclaimer is made. 

Advertisement of Application. 

J 7. Every application for registration of a trade mark under this Ordinance 
and a representation of such mark shall, as soon as may be after its receipt, be 
advertised by the Registrar in the Gazette, unless the Registrar refuses to enter- 
tain the application. 

Oppfisition to Registration. 

18 (1) Any person may, within three months, or such further time, not ex- 
ceeding nine months in all, as the Registrar may allow, of the advertisement of 
the application, give notice to the Registrar of opposition to such registration. 

(2) Such notice shall be given in writing and in duplicate, and shall include a 
statement of the grounds of opposition. 

(3) The Registrar shall send a copy of such notice to the applicant, and 
within one month after the receipt of such notice, or such further time, not ex- 
ceeding three months in all, as the Registrar may allow, the applicant shall send 
to the Registrar a counter-statement in duplicate of the grounds on which he 
relies for his application, and, if he does not do so, he shall be deemed to have 
abandoned his application. 
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(4) If the applicant send such counter-statement the Registrar shall furnish 
a copy thereof to the person giving notice of opposition, and shall require him to 
give security in such manner and to such amount as the Registrar may require for 
such costs as may be awarded in respect of such opposition, and if such security is 
not given within fourteen days after such requirement was made, or such 
further time as the Registrar may allow, the opposition shall be deemed to be 
withdrawn. 

(5) If the person who gave notice of opposition duly gives such security 
as aforesaid, the Registrar shall inform the applicant thereof in writing, and 
thereafter the case shall be deemed to stand for the determination of the Court. 

(6) Where the opponent is out of Nigeria he shall, with the notice of 
opposition to registration, give the Registrar an address for service in Nigeria. 

Cases: How Brought Before the Court. 
19 (1) When a case stands for the determination of the Court under the 
provisions of the last preceding section, the Registrar shall require the applicant 
within two months, or such further time as the Registrar shall allow, to make 
a written application to the Court for an order- that, notwithstanding the opposition 
of which notice has been given, the registration of the trade mark be proceeded 
with by the Registrar, or to take such other proceedings as may be proper and 
necessary for the determination of the case by the Court. 

(2) The applicant shall thereupon make his application or take such other 
proceedings as aforesaid, within the period of 'two months above named or such 
further time as the Registrar may allow, and shall also within the like period 
give notice thereof to the Registrar. 

(3) If the applicant shall fail to make such application or to take such 
ether proceedings, of which failure the non-receipt by the Registrar of the said 
notice shall be sufficient proof, the applicant shall be deemed to have abandoned 
Ills application. 

Costs. 

20. The Court shall have power in proceedings under the last two preceding 
sections of this Ordinance to award to any party such costs as it may consider 
reasonable, and to direct how and by what parties they are to be paid. 

Date of Registration. 

21 When an application for registration of a trade mark has been accepted 
and has not been opposed, and the time for notice of opposition has expired, or, 
having been opposed, the opposition has been decided in favour of the appHcant, 
the Registrar shall, unless the Court otherwise direct, register the said trade 
mark, and the trade mark, when registered, shall be registered as of the date of the 
application for registration, and such date shall be deemed for the purposes of 
this Ordinance to be the date of registration. 

Certificate to Registration. 

22. The Registrar shall have a seal, and on the registration of a trade mark 
die Registrar shall issue to the applicant a certificate in the prescribed form of the 
legistration of such trade mark under the hand and seal of the Registrar. 

Advertisement of Application. 

23. When an application for registration of trade. mark has been accepted, 
whether absolutely or subject to conditions, the Registrar shall, as soon as may 
be after such acceptance, cause the application as accepted to be advertised in 
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the Gazette. Such advertisement shall set forth all conditions subject to which 
the application has been accepted. 

Limit of Time for Proceeding with Application. 

24. Where the registration of a trade mark is not completed within twelve 
months from the date of the application, by reason of default on the part of the 
applicant, the Registrar may, after giving notice in writing of the non-completion 
to the applicant or to his agent (if any), treat the application as abandoned, unless 
it is completed before the expiration of fourteen days from such notice or of such 
further time as the Registrar may in special cases permit. 

. Identical Trade Marks. 
Identical Marks. 

25. Except by order of the Court or in the case of trade marks in use before 
the thirtieth day of March, one thousand nine hundred and one, no trade mark 
shall be registered in respect of any goods or description of goods which is 
identical with one belonging to a different proprietor which is already on the 
register with respect to such goods or description of goods, or so nearly re- 
sembling such a trade mark as to be calculated to deceive. 

Rival Claims to Identical Marks. 

26. Where each of several persons claims to be proprietor of the same trade 
marks or of nearly identical trade marks in respect of the same goods or descrip- 
tion of goods, and to be registered as such proprietor, the Registrar may refuse to 
register any of them until their rights have been determined by the Court or have 
been settled by agreement in a manner approved by him. 

Concurrent U^r. 

27. In case of honest concurrent user or of other special circumstances which, 
in the opinion of the Court make it proper so to do, the Court may permit the 
registration of the same trade mark, or of nearly identical trade marks, for the 
same goods or description of goods by more than one proprietor, subject to such 
conditions and limitations, if any, as to mode or place for use or otherwise, as it 
may think it right to impose. 

Assignment. 

Assignment and Transmission of Trade Mark. 

28. A trade mark when registered shall be assigned and transmitted only 
in connection with the goodwill of the business concerned in the particular goods 
or classes of goods for which it has been registered, and shall be determined with 
that goodwill. 

Apportionment of Marks on Dissolution of Partnerships. 

29. In any case where from any cause, whether by reason of dissolution of 
partnership or otherwise, a person ceases to carry on business and the goodwill 
of such person does not pass to one successor but is divided, the Registrar may 
(subject to the provisions of this Ordinance as to associated trade marks), on 
the application of the parties interested, permit an apportionment of the registered 
trade marks of the person ceasing to carry on business among the persons in fact 
continuing the business, subject to such conditions and modifications, if any, as 
he may think necessary in the public interest. Any decision of the Registrar 
under this section shall be subject to appeal to the Court. 
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Associated Trade Marks. 
Associated Trade Marks. 

30. If application be made for the registration of a trade mark so closely re- 
sembling a trade mark of the applicant already on the register for the same goods 
or description of goods as to be calculated to deceive or cause confusion if used 
by a person other than the applicant, the tribunal hearing the application may 
require as a condition of registration that such trade marks shall be entered on 
the register as associated trade marks. 

Combined Trade Marks. 

31. If the proprietor of a trade mark claims to be entitled to the exclusive 
use of any portion of such trade mark separately, he may apply to register the 
same as separate trade marks. Each separate trade mark must satisfy all the 
conditions and shall have all the incidents of an independent trade mark, except 
that, when registered, it, and the trade mark of which it forms a part, shall be 
deemed to be associated trade marks and shall be entered on the register as 
such, but the user of the whole trade mark shall, for the purposes of this Ordi- 
nance, be deemed to be also a user of such registered trade marks belonging to 
the same proprietor as it contains. 

Series of Trade Marks. 

32. When a person claiming to be the proprietor of several trade 'marks for 
the same description of goods which, while resembling each other in the material 
particulars thereof, yet differ in respect of — 

(a) statements of the goods for which they are respectively used or 
proposed to be used; or 

(b) statements of number, price, quality, or names of places; or 

(c) other matter of a non-distinctive character which does not sub- 
stantially affect the identity of the trade mark; or 

(d) colour; 

seeks to register such trade marks, they may be registered as a series in one 
registration. All the trade marks in a series of trade marks so registered shall be 
deemed to be, and shall be registered as associated trade marks. 

Assignment and User of Associated Trade Marks. 

33. Associated trade marks shall be assignable or transmissible only as a 
whole and not separately, but they shall for all other purposes be deemed to have 
been registered as separate trade marks: Provided that where under the pro- 
visions of this Ordinance user of a registered trade mark is required to be proved 
for any purpose, the tribunal may, if and so far as it shall think right, accept user 
of an associated registered trade mark, or of the trade mark with additions or 
alterations not substantially affecting its identity, as an equivalent for such user. 

Duration and Renewal of Registration. 
Duration of Registration. 

34. The registration of a trade mark shall be for a period of fourteen years, 
but may be renewed from time to time in accordance with the provisions of this 
Ordinance. 

Renewal of Registration. 

35. The Registrar shall, on application made by the registered proprietor of a 
trade mark, in the prescribed manner and within the prescribed period, renew 
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the registration of such trade mark for a period of fourteen years from the ex- 
piration of the original registration or of the last renewal of registration, as the 
case may be, which date is herein termed the expiration of the last registration. 
Procedure on Expiry of Period of Registration. 

36. At the prescribed time before the expiration of the last registration of a 
trade mark the Registrar shall send notice in the prescribed manner to the regis- 
tered proprietor at his registered address of the date at which the existing regis- 
tration will expire and the conditions as to payment of fees and otherwise upon 
which a renewal of such registration may be obtained, and if at the expiration of 
the time prescribed in that behalf such conditions have not been duly complied 
with, the Registrar may remove such trade mark from the register, subject to 
such conditions (if any) as to its restoration to the register as may be pre- 
scribed. 

Status of Unrenewed Trade Mark. 

37. Where a trade mark has been removed from the register for non-payment 
of the fee for renewal, such trade mark shall, nevertheless, for the purpose of any 
application for registration during one year next after the date of such removal, 
be deemed to be a trade mark which is already registered, unless it is shown to 
the satisfaction of the Registrar that there has been no bona fide trade user of 
such trade mark during the two years immediately preceding such removal. 

Correction and Rectification of Appucations, or of the Register. 
Registrar May Correct Formal Errors in Applications. 
2S. The Registrar may, on request in writing, accompanied by the prescribed 
fee — 

(a) correct any clerical error in or in connexion with an application for 

the registration of a trade mark; or 
(&) permit an applicant for registration of a trade mark to amend his 
application by omitting any particular goods or classes of good in con- 
nexion with which he has desired the trade mark to be registered. 

Correction of Register. 

39. The Registrar may, on request made in the prescribed manner by the 
registered proprietor or by some person entitled by law to act in his name — 

(1) correct any error in the name or address of the registered proprietor 
of a trade mark; or 

(2) enter any change in the name or address of the person who is regis- 
tered as proprietor of a trade mark; or 

(3) cancel the entry of a trade niark on the register; or 

(4) strike out any goods or classes of goods from tl^ose for which a 
trade mark is registered ; or 

(5) enter a disclaimer or memorandum relating to a trade mark which 
does not in any way extend the rights given by the existing registra- 
tion of such trade mark. 

Any decision of the Registrar under this section shall be subject to appeal 
to the Court. - 

Entry in Register of Assignments. 

40. Subject to the provisions of this Ordinance, where a person becomes 
entitled by assignment, transmission, or other operation of the law- to a registered 
trade mark, the Registrar shall, on request made in the prescribed manner and on 
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proof of title to his satisfaction, cause the name and address of such person to 
be entered as proprietor of the trade mark in the register of trade marks, pro- 
vided that any decision of the Registrar under this section shall be subject to 
appeal to the Court. 

Application to Alter Registered Trade Mark. 

41. (1) The registered proprietor of ^ny registered trade mark may apply 
to the Registrar for leave to add to or alter such mark in any manner not 
substantially affecting the identity of the same, and the Registrar may refuse or 
grant leave on such terms as he may think fit ; but any such refusal or conditional 
permission shall be subject to appeal to the Court. 

Prescribed Manner. 
(2) If leave be granted, the mark as altered shall be advertised in the 
prescribed manner; and the Registrar shall, on payment of the prescribed fee, 
cause the register to be altered in conformity with the order of leave. 

Rectification of Register by the Court. 

42. (1) The Court may, on the application of any person aggrieved by the 
omission without sufficient cause of the name of any person or of any other 
particulars from the register kept under this Ordinance or by any entry made 
without sufficient cause in any such register, or by any entry wrongfully remaining 
on the register, make such order for making, expunging, or varying the entry as 
the Court thinks fit, or the Court may refuse the application, and in either case 
may make such order with respect to the costs of the proceedings as the Court 
thinks fit. 

(2) The Court may, in any proceedings under this section, decide any ques- 
tion that it may be necessary or expedient to decide for the rectification of a 
register, and may direct an issue to be tried for the decision of any question of 
fact, and may award damages to the party aggrieved. 

(3) Notice of any intended application to the Court under this section shall 
be given to the Registrar by the applicant, and the Registrar shall be entitled to be 
heard on the application. 

(4) In case of fraud in the registration or transmission of a registered trade 
mark, the Registrar may himself apply to the Court under the provisions of this 
section ; 

(5) If any order of the Court rectifying the register is made, the Registrar 
shall, on proof thereof and on payment of the prescribed fee, cause the register 
to be altered in comformity with such order. 

Trade Marks Registered Under Previous Enactments. 
4B. No trade mark which is upon the register, at the commencement of this 
Ordinance and which under this Ordinance is a registrable trade mark shall be 
removed from the register on the ground that it was not registrable under the 
Ordinance in force at the date of its registration. But nothing in this section con- 
tained shall subject any person to any liability in respect of any act or thing 
done before the commencement of this Ordinance to which he would not have 
teen subject under the Ordinance then in force. 

Non-user of Trc^e Mark. 
44. A registered trade mark may, on the application to the Court of any 
person aggrieved, be taken off the register in respect of any of the goods for 
which it is registered, on the ground tha^t it was registered by the proprietor or a 
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predecessor in title without any bona fide intention to use the same in connexion 
with such goods and ihere has in fact been no bona fide user of the same in con- 
nexion therewith, or on the ground that there has been no bona fide user of such 
trade mark in connexion with such goods during the five years immediately 
preceding the application, unless in either case such non-use is shown to be due 
to special circumstances in the trade and not to any intention not to use or to 
abandon such trade mark in respect of such goods. 

Effect of Registration. 
Powers of Registered Proprietor. 

45. Subject to the provisions of this Ordinance — 

(1) The person for the time being entered in the register as proprietor of a 
trade mark shall, subject to any rights appearing from such register to be vested 
in any other person, have power to assign the same, and to give effectual receipt 
for any consideration for such assignment. 

(2) Any equities in respect of a trade mark may be enforced in like manner 
as in respect of any other personal property. 

Rights of Proprietor of Trade Mark. 

46. Subject to the provisions of section 48 of this Ordinance and to any 
limitations and conditions entered upon the register, the registration of a person 
as proprietor of a trade mark shall, if valid, give to such person the exclusive 
right to the use of such trade mark upon or in connexion with the goods in respect 
of which it is registered: Provided always that where two or more persons are 
registered proprietors of the same or substantially the same trade mark in respect 
of the same, goods, no right of exclusive use of such trade mark shall (except 
so far as their respective rights shall have been defined by the Court) be acquired 
by any one of such persons as against any other by the registration thereof, but 
each of such persons shall otherwise have the same rights as if he were the sole 
registered proprietor thereof. 

Registration to be Prima Facie Evidence of Validity. 

47. In all legal proceedings relating to a registered trade mark (including 
applications under section 42 of this Ordinance) the fact that a person is registered 
as proprietor of such trade mark shall be prima fade evidence of the validity of 
the original registration of such trade mark and of all subsequent assignments and 
transmissions of the same. 

Registration to be Conclusive after Seven Years. 

48. In all legal proceedings relating to a registered trade mark (including 
applications under section 42 of this Ordinance) the original registration of such 
trade mark shall, after the expiration of seven years from the date of such 
original registration (or seven years from the commencement of this Ordinance, 
whichever shall last happen), be taken to be valid in all respects unless such 
original registration was obtained by fraud, or unless the trade mark offends 
against the provisions of section 13 of this Ordinance: Provided that nothing in 
the Ordinance shall entitle the proprietor of a registered trade mark to interfere 
with or restrain the use by any person of a similar trade mark upon or in con- 
nexion with^ goods upon or in connexion with which such person has, by himself 
or his precedessors in business, continuously used such trade mark from a date 
anterior to the use of the first-mentioned trade mark by the proprietor thereof or 
his predecessors in business, or to object (on such use being proved) to such 
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person being put upon the register for such similar trade mark in respect of such 
^oods under the provisions of section 21 of this Ordinance. 

No Protection for Unregistered Trade Marks. 

49. No person shall be entitled to institute any proceedings to prevent, or to 
a-ecover damages for,, the infringement of an unregistered trade mark unless such 
trade mark has been in use for not less than three years prior to the commencement 
of such proceedings, and has been refused registration under this Ordinance. 
The Registrar may, on request, grant a certificate that such registration has been 
refused. 

Action for Infringement. 

50. In an action for the infringement of a trade mark the Court trying 
the question of infringement shall admit evidence of the usages of the trade in 
respect of the get-up of the goods for which the trade mark is registered, and 
of any trade marks or get-up legitimately used in connexion with such goods by 
lOther persons. 

No Interference with Bona Fide User of Name or Description of Goods, 
.51. No registration under this Ordinance shall interfere with any bona fide use 
"by a person of his. own name or place of business or that of any of his prede- 
cessors in business or the use by any person of any bona fide description of the 
character or quality of his goods. 

Action for Passing Off Go (Ms. 

52. Nothing in this Ordinance shall be deemed to affect the rights of action 
against any person for passing off goods as those of another person or the 
a;fim£dies in respect thereof. 

Legai, Proceedings. 
Certificates of Validity. 

53. In any legal proceeding in which the validity of the registration of a 
registered trade niark comes into question and is decided in favour of the 
proprietor of such trade mark, the Court so deciding may certify the same, and, 
if it so certifies, then, in any subsequent legal proceeding in which such validity 
jcomes into question, the proprietor of the said trade mark, on obtaining a final 
order or judgment in his favor, shall have his full costs, charges, and expenses 
as between solicitor and client, unless in such subsequent proceeding the Court 
certifies that he ought not to have* the same. 

Procedure Before the Court. 

54. Every application made to the Court under sections 41 and 42 and all 
l)roceedings thereunder shall be conducted in such manner as the Court may 
idirect. 

Costs. 
Costs 

55. In all proceedings before the Court under this Ordinance the costs of the 
Registrar shall be in the discretion of the Court, but the Registrar shall not, be 
ordered to pay the costs of any other of the parties. 

Evidence. 
Certified Copies to be Admitted as Evidence. 

56. Printed or written copies or extracts, purporting to be certified by the 
Registrar, of or from any document, register, and other books filed or kept under 
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this Ordinance in his office, shall be admitted in evidence in all Courts in Nigeria 
and in all proceedings with^out further proof or production of the originals. 

Certificate of Registration to be Prima Facie Evidence. 

57. A certificate purporting to be under the hand of the Registrar as to any 
entry, matter, or thing which he is authorised by this Ordinance, or any rules made 
thereunder, to make or do, shall be prima facie evidence of the entry haying 
been made and of the contents thereof, and of the matter or thing having been 
done or left undone. 

Applications May Be Sent by Post. 

58. (1) Any application, notice, or other document authorised or required to 
be left with, made, or given to the Registrar or to any other person under this 
Ordinance, may be sent by a registered letter through the post, and if so sent 
shatU be deemed to have been so left, made, or given respectively at the time when 
the letter containing the same would be delivered in the ordinary course of post. 

(2) In proving such service or sending, it shall be sufficient to prove that the 
letter was properly addressed and registered at the Post Office. 

Powers and Duties of Registrar of Trade Marks. 
Exercise of Discretionary Power by Registrar. 

59. Where any discretionary or other power is given to the Registrar by 
l!*is Ordinance or rules made thereunder, he shall not exercise that power adversely 
to the applicant for registration or the registered proprietor of the trade mark in 
question without (if duly required so to do within the prescribed time) giving 
such applicant or registered proprietor an opportunity of being heard. 

Registrar May Apply to Attorney General for Directions. 

60. The Registrar may, in any case of doubt or difficulty arising in the ad- 
ministration of any of the provisions of this Ordinance, apply to the Attorney 
General for directions in the matter. 

Power to make Regulations as to Fees, Etc. 
Power to make Regulations. 

61. The Governor in Council may make Regulations, prescribe such forms, 
jmd generally do such things as he thinks expedient, subject to the provisions of 
this Ordinance — 

(a) for regulating the practice of registration under this Ordinance; 
(6) for classifying goods for the purposes of registration of trade marks; 

(c) prohibiting the registration in respect of any specified class of goods, 
unless such trade mark has been, and is registered in the United 
Kingdom in respect of such goods; 

(d) for prescribing the fees payable in respect of applications and 
registrations and other matters under the Ordinance, and the mode 
of payment of the same; 

(e) generally, for regulating all things by this Ordinance placed under the 
direction or control of the Registrar; 

(/) for altering or revoking the regulations made under this Ordinan<je. 

Special Trade Marks. 
Standardisation, &c., ef Trade Marks. 

62. Where any association or person undertakes the examination of any 
goods in respect of origin, material, mode of manufacture, quality, accuracy, or 
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other characteristic, and certifies the result of such, examination by mark used 
upon or in connexion with such goods, the Registrar may, if he shall judge it to 
be to the public advantage, permit such association or person to register such 
mark as a trade mark in respect of such goods, whether or not such association 
or person be a trading association or trader or possessed of a goodwill in con- 
nexion with such examination and certifying. When so registered, such trade 
mark shall be deemed in all respects to be a registered trade mark, and such 
association or person to be the proprietor thereof, save that such trade mark shall 
be transmissible or assignable only by permission of the Registrar. 

Trade Marks Registered in Great Britain. 

Registration of British Trade Marks. 

63. (1) Any person who has registered a trade mark in Great Britain shall 
be entitled to registration of his trade mark under this Ordinance in priority to 
other .applicants, and such registration shall have the same date as the application 
for registration in Great Britain, provided that his application is made within 
lour months from his applying for protection in Great Britain : 

Provided that nothing in this section contained shall entitle the proprietor of 
the trade mark to recover damages for infringements happening prior to the date 
of the actual registration of his trade mark in Nigeria. 

(2) The use in Nigeria during the period aforesaid of the trade mark shall 
not invalidate the registration of the trade mark. 

(3) The application for the registration of a trade mark under this section 
must be made in the same manner as an ordinary application under this Ordi- 
nance: Provided that any trade mark, the registration of which has been duly 
obtained in Great Britain, may be registered under this Ordinance. 

Powers of Customs Authorities to Detain Goods in Certain Cases. 

64. Any person who has duly registered his trade mark in respect of any 
goods in Great Britain may, by himself, his agent or representative in Nigeria, 
on giving notice in writing to the Comptroller of Customs, or other proper 
Officer of Customs that goods bearing a mark so nearly resembling his trade 
mark as to be well calculated to deceive are being imported into Nigeria, cause 
the said goods to be detained by such Comptroller or other proper Officer of 
Customs, until the rights of the matter have been determined according to law: 
Provided that any such informant shall reimburse to the Comptroller of Cus- 
toms, or other proper Officer of Customs, all expenses and damages incurred in 
respect of such detention made on his information, and of any proceedings con- 
sequent on such detention. 

Offences. 

Offences. 

65. (1) If any person makes or causes to be made a false entry in the register 
kept under this Ordinance, or a writing falsely purporting to be a copy of an 
entry in such register, or produces, or tenders, or causes to be produced or tendered 
in evidence any such writing, knowing the entry or writing to be false, he shall 
be guilty of an offense, and shall be liable to imprisonment for seven years. 

(2) Any person who represents any trade mark as registered, which is not so, 
shall be guilty of an offense, and liable to a fine of five pounds. 

A person shall be deemed, for the purposes of this section, to represent that a 
trade mark is registered if he uses in connexion with the trade mark the word 
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'registered" or any word or words expressing or implying that registration has 
been obtained for the trade mark. 

(3) If any person, without the authority of His Majesty, uses in connexion 
with any trade, business, calling, or profession, the Royal Arms (or arms so 
closely resembling the same as to be calculated to deceive) in such manner 
as to be calculated to lead to the belief that he is duly authorised so to use the 
Royal Arms, or if any person without the authority of His Majesty or of a 
member of the Royal Family, uses in connexion with any trade, business, caUing, 
or profession any device, emblem, or title in such manner as to be calculated to 
lead to the belief that he is employed by or supplies goods to His Majesty or such 
member of the Royal Family, he shall be guilty of an offence and liable to a fine 
of twenty pounds: Provided that nothing in this subsection shall be construed as 
affecting the right, if any, of the proprietor of a trade mark containing any such 
arms, device, emblem, or title to continue to use such trade mark. 

Interkational and Intercolonial Arrangements. 

International Arrangements — Priority Registration. 

6b. (1) If His Majesty is pleased by Order in Council to apply the pro- 
visions of Section ninety-one of the Imperial Act entitled "The Patents and 
Designs Act, 1907" to the Colony, then any person who has applied for protection 
for any trade mark in any foreign State with the Government of which His 
Majesty has made an arrangement under the said section for mutual protection 
of trade marks, shall be entitled to registration of his trade mark under this 
Ordinance in priority to other applicants, and such registration shall take effect 
from the same date as the date of the application in such foreign State. 

(2) Every application for the registration of a trade mark under this 
section shall be made within four months from the date of the application for pro- 
tection in such foreign State. 

(3) Nothing in this section contained shall entitle the proprietor of the trade 
mark to recover damages for infringements happening prior to the date of the 
actual registration of his trade mark in Nigeria. 

(4) The use in Nigeria during the period aforesaid of the trade mark shall 
not invaUdate the registration thereof. 

(5) The application for the registration of a trade mark under this section 
shall be made in the same manner as an ordinary application under this Ordi- 
nance: Provided that any trade mark the registration of which has been duly 
applied for in the country of origin may be registered under this Ordinance. 

(6) The provisions of this section shall apply only in the case of those 
foreign States with respect to which His Majesty shall from time to time by Order 
in Council declare the provisions of the aforesaid Section ninety-one of the 
Patents and Designs Act, 1907, to be applicable, and so long only in the case 
of each State as such Order continues in force with respect to that State. 

Intercolonial Arrangements. 

67. (1) Whenever it appears to the Governor in Council that the legislature 
of any British Possession or Protectorate has made satisfactory provision for the 
protection in such Possession or Protectorate of trade marks registered in Nigeria, 
the Governor in Council may by Order apply all or any of the provisions of the 
last preceding section of this Ordinance, with such variations or additions as 
may seem fit, to trade marks registered in such British Possession or Pro- 
tectorate. 
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(2) An Order in Council under this section shall, from a date to be men- 
tioned in the Order, take eflFect as if its provisions had been contained in this 
Ordinance, but the Governor in Council may revoke such Order. 

Generai,. 
Infants^ LunaticSj &c. 

68. If any person is, by reason of infancy, lunacy or other inability, incapable 
of making any affidavit or doing anything required or permitted by this Ordinance 
or by any rules made under the authority of this Ordinance, then the guardian 
of such incapable person, or if there be none, any person appointed by any Court 
possessing jurisdiction in respect of the property of incapable persons, upon the 
petition of any person on behalf of such incapable person, or any other person 
interested in the making of such affidavit or doing such thing, may make such 
affidavit, or an affidavit as nearly corresponding thereto as circumstances may 
permit, and do such thing in the name and on behalf of such incapable person, 
and all acts done by such substitute shall, for the purposes of this Ordinance, be 
as effectual as if done by the person for which he is substituted. 

Repeai,. 
Repeal. 

69. The Trade Marks Ordinance, 1910, and the Trade Marks Ordinance, 1910 
(Amendment of) Ordinance, 1912, are hereby repealed. 



This printed impression has been carefully compared by me with the Bill 
which has passed the Legislative Council, and in so far as the provisions thereof 
relate to the Colony, is founded by me to be a true and correctly printed copy of 
the said Bill. 

(Signed) F. A. CLINCH, 
Clerk of the Legislative Council. 

Assented to in His Majesty's name in so far as the provisions hereof relate 
to the Colony, and enacted by me in so far as the provisions hereof relate to the 
Protectorate, this 31st day of December, 1914. 

(Signed) F. D. LUGARD, 
Governor-General and Commander-in-Chief. 
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United States. 

Patents. Applications. Procedure. Publication. "War Measure." Amend- 
ment of Rule of Practice No. 77. Order No. 2,331, of June — ^, 1917. 

Order No. 2,331. 

Acting under the provisions of section 483 of the Revised Statutes and with 
the approval of the Secretary of the Interior, Rule 77 of the Rules of Practice in 
the Patent Office is amended by adding thereto the following paragraph: 

"Whenever, during a time when the United States is at war, publication of 
an invention by the granting of a patent might, in the opinion of the Commissioner, 
be detrimental to the public safety or defense or might assist the enemy or -endanger 
the successful prosecution of the war, he may suspend action on the application 
therefor." 

So that the rule as amended will read as follows: 

^'11. If an applicant neglect to prosecute his application for one year after the 
date when the last official notice of any action by the office was mailed to him, the 
application will be held to be abandoned, as set forth in Rule 171. 

"Suspensions will only be granted for good and sufficient cause, and for a rea- 
sonable time specified. Only one suspension may be granted by the Primary 
Examiner; any further suspension must be approved by the Commissioner. 

"Whenever action upon, an application is suspended upon request of an 
applicant, and whenever an applicant has been called upon to put his application 
in condition for interference, the period of one year running against the application 
ishall be considered as beginning at the date of the last official action preceding 
such actions. 

"Whenever, during a time when the United States is at war, publication of an 
invention by the granting of a patent might, in the opinion of the Commissioner, 
be detrimental to the public safety or defense or might assL*: the enemy or 
endanger the successful prosecution of the war, he may suspend action on the 
application therefor." 

(Signed; Thomas Ewing, 

(From 239 Official Gazette, 569.) Commissioner. 
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Russia. 

Patents. Proposed "War Measures." 
Advices from Petrograd correspondents are to the effect that measures of 
relief in patent matters are in course of preparation. 



Germany. 

Industrial Property. Fees. Payments in the United States Prohibited. 

According to press reports dated Berlin, August 11, the Bundesrath has de- 
creed that Germans shall make no payments to citizens or residents of the United 
States. 



Jobore. 

Patents. Applications. Non-Enemy Status. Requirements. 

We are informed by correspondents in Singapore that a Notification has been 
issued under The Inventions Enactment, 1911 (for text of which see 9 P. & T. M. 
Rev., 3599), requiring that a declaration as to non-enemy status accompany 
all applications for patent 



Morocco (Frencb Zone). 

Industrial Property. International Convention. Adherence. 

Adherence to the International Convention and to the Arrangements o? 

Madrid. 

Through a note addressed to the Swiss Federal Council, the Ambassador 
of France, at Berne advises that His Majesty the Sultan of Morocco, after having 
provided by decree of June 23, 1916, for the protection of industrial property, has 
adhered for the Cherifian Empire of Morocco (territory of the French Pro- 
tectorate) to the International Convention and to the two Arrangements of 
Madrid. This adherence will be brought to the attention of the Administrations 
of the Union countries through a circular notice of the Swiss Federal Council, 
dated as today (Translation from 33 La PropriitS Industrielle, 80.) 



Union of Soutb Africa. 

Trade Marks. Registrations Under Provincial Acts. Renewal. Address for 
Service. Regulation. Official Notice. 

Notice to Registered Proprietors of Provincial Trade Marks. 

With reference to Section 129 of Act No. 9 of 1916* and Rules 67 and 74.t 
framed thereunder, it is hereby notified that all proprietors of Trade Marks regis- 
tered under any Provincial Trade Marks Act are required forthwith to give an 
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address for service within the Union in terms of Rule 9 of the Trade Marks Rule, 
19174 '^ " ' 

(Signed) C. W. Thalman Juta, 

Registrar of Trade Marks. 



• See 14 p. ft T. M. Rev., 307. 
t See 15 P. ft T. M. Rev., 208. 
t See 15 P. ft T. M. Rev., 202. 



Denmark. 

Patents. Priority. Taxes. Temporary Relief. Extension of Term. "War 
Measures." Notice of March 12, 1917. 

(Translation.) 

Notice concerning the temporary prolongation of certain terms estabushed 
by the law of april 13, 1894, concerning patents. 

Agreeable to the authorization accorded bj' Law No. 201,* of September 10, 
1914,* the date of January 1, 1918, is fixed as the date that, according to the 
Notice of the Ministry of Commerce, No. 210, of September 11, 1914, shall con- 
stitute the limit of the relief and extension of terms mentioned in the said Notice. 
Which same by these presents is brought to public notice. 
Ministry of Commerce, March 12, 1917. 

(Signed) C. Hage. 

P. Herschend. 
(From ZZ La Propriete Industrielle, 70.) 



* For translation see 13 P. ft T. M. Rev., 68. 



Denmark. 

Trade Marks. Designs. Fees. Appeals. Renewals. Temporary Relief. Ex- 
tension of Term. "War Measures." Notice of March 12, 1917. 

(Translation.) 

Notice concerning the temporary extension of certain terms fixed by the law 
OF April 11, 1890, concerning trade marks, and by that of April 1, 1905, 
concerning designs. 

Agreeable to the authorization accorded by Law No. 201, of September 10, 

1914,* the latest date on which fees for the renewal of the protection of trade 

marks and designs, mentioned in the Notice of the Ministry of Commerce, No. 

209, of Sepember 11 of the same year,t must be paid, is fixed a$ January 1, 1918. 

Which same by these presents is brought to public attention. 

Ministry of Commerce, March 12, 1917. 

(Signed) C. Hage. 

P. "^Herschend. 
(From ZZ La PropriStS Industrielle, 70.) 



* For translation see 13 P. & T. M. Rev., 68. 
t F'or translation sec 13 P. & T. M. Rev., 69. 
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S'vreden. ' , .■■■.■r,rr\ 

Patents. Foreign Holders. Taxes. Extension of Term. ^War IteasWeff;^ 
Ordinance Effective July 1, 1917.* 

{Translation.) 
Payment o? annuities in Sweden. 
Royal Ordinance concerning a delay for paying certain annuities.* 
The Royal Palace of Stockholm, June 1, 1917. 
We, Gustaf, etc. 

To patentees, living outside Sweden, is granted, in cases when the time for 
paying such an annuity with fine, sis mentioned in Section 11 of the Patent Law of 
May 16, 1884, expires during the period July 1-Dec. 31, 1917, a delay of three 
calendar months counted from the day, when the annuity ultimately should have 
been paid, according to the said section. 

This ordinance shall come into force on the 1st day of July, 1917. 
All persons concerned, etc. 

(Signed) 
(Translation by The Society of Swedish Patent Agents.) 



•Replacing Ordinance of Dec. 8, 1916, for which see IS P. A T. M. Rev., 111. 



Patents. Taxes. Extension of Terms. "War Measures." Decree of June 

7, 1917. 

(Translation.) 

ROYAI, DECREE PROLONGING THE SUPPLEMENTARY TERM FOR THE PAYMENT OP PATENT 
TAXES PROVIDED FOR BY ArT. 6 OP THE PaTENT LaW OP JunE 16, 1885, AND 

BY Art. 14 op that op July 2, 1910. 

By virtue of the Lav»r of June 18, 1915,* concerning the temporary prolonga- 
tion of the supplementary term for the payment of patent taxes, provided for by 
Art. 6 of the Patent Law of June 16, 1885, and by Art. 14 of that of July 2, 1910, 
the following is provided: 

The supplementary term of three months fixed by Art. 6, par. 3, of the Pat- 
ent Law of June 16, 1885, and Art. 14^ par. 2, of that of July 2, 1910, for the pay- 
ment of patent taxes, is extended to nine months for patents whose annual tax has 
become due between January 1, 1917 and September 30, 1917, inclusive, and is pro- 
longed until June 30, 1918, for patents whose annual tax shall fall due between 
October 1, 1917, and March 29, 1918, inclusive. (From 33 La Propriiti Indus- 
trielle, 71.) 



For notice see 13 P. A T. M. I^dv., 291. 



Korway. 

Patents. Applications. Convention. Priority. "War Measures." Decree of 

June 7, 1917. 

(Translation.) 
Royal decree temporarily extending the term of priority established for patent 
applications by Art. 4 of the International Convention. 
By virtue of § 1 of the Law of July 14, 1916,* concerning the temporary exten- 
sion of the term of priority established, for patent applications, by Art. 4 of the 
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International Convention of Paris, of March 20, 1883, later revised at Washington, 
June 2, 1911, the following is provided: 

The term of priority of twelve months fixed by Art 4 of the International Con- 
vention of Paris, of March 20, 1883, later revised at Washington, June 2, 1911, in 
view of obtaining the priority mentioned in the said article, and to which any sub- 
ject or citizen of any of the contracting countries has right for the deposit of a 
patent application, shall be extended, provided that this term has not expired on 
July 29, 1914, until December 31, 1917, inclusive. (From 33 La PropriStS Indus- 
trielle, 71.) 



* For translation see 14 P. ft T. M. Rev., 356. 



JXeiFT Zealand. 

Trade Marks. Merchandise Marks. False Trade Description. Decision. 

In the Magistrate's Court, Holden at Wellington. 

Before Mr. L. G. Reid, S. M. The 2d February, 1917, et seq. 

In the Matter oe an Action for Alleged Applying a False Trade Description 
TO Goods. 

Application of False Trade Description to Go&ds; Charges held to be prov^, 

Patents, Designs, and Trade Marks Act, 1908. 

This was a prosecution by the police against V. E. Segal. The charges were 
as follows: (1) On the 18th November, 1916, did apply a false trade description 
to goods — namely, "Sterling silver-plate salts" ; (2) selling the same ; (3) on 
the same date did apply a false trade description to goods — namely, "Solid gold 
brooches, English hall-marked, real stones, from 7s. 6d." ; (4) selling the same ; 
(5) on the 21st November, 1916, did apply false trade descriptions to goods — 
namely, "Solid gold-stamped filled bracelets, now from 7s. 6d." 

Held, That the charges laid against the defendant had been proved. The 
description of the salts — "Sterling silver-plate salts" — was misleading and false 
within the meaning of the Act. Attention was drawn to the fact that the Act 
provided a very substantial penalty, but in the present case the penalty was 
fixed at £5, with costs, i\ Is., in respect of each information. (From 6 New 
Zealand Patent Office Journal, 189, of May 17, 1917.) 



Germany. 

Patents. Gebrauchsmuster. Trade Marks. "War Measures." Notice of De- 
cember 28, 1916. 

{Translation.) 

Notice concerning the payment, in enemy countries, of taxes relative to 

INDUSTRIAI, property. 

The dispositions of the Notices of October 13, 1914, December 16, 1914, and 
October 17, 1916 (Reichsgesetsblatt, October 14, 1914, December 16, 1914, and 
October 18, 1916) (according to the terms of which payments necessary for ob- 
taining, preserving, or prolonging the legal protection in patent, Gebrauchsmuster, 
and trade mark matters, are not subject, until new order, to the prohibition of 
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making pa3nnents in England, France, Russia, and Rumania), shall be applied only 
to rights belonging to subjects of the Empire, of countries that are allied thereto, 
and to neutral countries. 

Berlin, December 28, 1916. 

(Signed) Dr. Hei^wemch, 
Deputy Chancellor of the Empire. 
(Translated from 33 La PropriitS Industrielle, 69, which credits Reichsgesetz- 
blatt. No. 304, of December 28, 1916.) 



Austria. 

Patents. Applications. Drawings. Decree No. 197, of May 2, 1917. 

(Translation.) 

Decree of the Minister of Public Works Modifying Certain Provisions that 

Concern Exigencies Relative to Patent Applications. 

By virtue of §§ 53 and 124 of the Patent Law of January 11, 1897, 
(Reichsgesetshlatt, No. 30), the following is decreed: 

§ 1. Sections 10, par. 6; 12, par. 2; and 15, par. 2, of the Decree of September 
15, 1898, concerning formalities for the deposit of a patent application (Reichs- 
gesetzhlait. No. 160) are modified as follows: 

1. As duplicate of the drawing, there may be deposited, instead of a copy 
on drawing linen, a copy on strong tracing paper or a photographic copy, with black 
lines on a white background, or with white lines on a brown background. 

2. For the principal copy of the drawing, other strong, dull-finish drawing 
paper may be used instead of the paper or board known as "Bristol." 

3. Instead of the principal copy of the draAving, there may be deposited a 
second copy of the duplicate (No. 1). In this case, however, if the Patent Office 
so requires, there shall be later furnished, within a fixed term, a principal copy 
of the drawing (No. 2). 

4. Tinted specimens to be included with applications for patent concerning 
processes for the manufacture of colors derived from coal tar may be affixed to 
strong and stiff white paper, instead of paper-board. 

§ 2. The present decree shall become of effect the day of its publication.* 

(Signed) Trnka 
(From 33 La Propriiti Industrielle, 58, of May, 1917.) 



'Published in Reichsgesetzblatt, May S, 1917. 



Belgium (German Occupation). 

Patents. Working. "War Measures." Ofificial Statement. 

(Translation.) 
Principles appuEd in matters concerning the avoidance of Belgian patents 

THAT HAVE not BEEN WORKED WITHIN THE PRESCRIBED TERM. 

According to a communcation from the Chief of Administration attached to 
the Governor General of Belgium, the following principles are applied in mat- 
ters concerning Belgian patents that have not been worked within the prescribed 
term : 
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(1) There are no judicial or administrative tribunals qualified to pronounce 
the avoidance of patents, other than the Government, and, for the moment, the 
Governor General. 

(2) According to the revised Convention of Paris of June 2, 1911, to which 
Belgium has adhered, a patent may be stricken with avoidance for reason of 
non-working only after a term of three years counted from the deposit of the 
applicatipn, and only in ca§e the patentee shall not justify the reasons of his 
inaction. * 

(3) If the non-working of the patent is due to a case of force majeure, there 
shall be no reason for pronouncing its avoidance. The war shall be considered as 
a case of force majeure. 

(4) In administrative practice, the proof that patents have been worked is 
not required in general. If, in exceptional cases, this proof is looked upon as 
necessary, it is the Administration that shall initiate the procedure. This latter 
shall then render its decision by keeping in view all the circumstances. (Translated 
from 33 La PropriStS Industrielle, June, 1917, p. 70, which credits Blatt fur Patent-, 
Muster-und Zeichenwesen, 1916, p. 128.) 



Sifreden. 

Patents. Applications. Priority. Reciprocal Extension of Terms. "War 
Measures." Law of May 19, 1917. • 

{Translation.) 
Extension of the period of priority. 
With -regard to an invention patented in a State which makes a correspond- 
ing concession for an invention patented in Sweden, ,the King shall be entitled 
to decree (notwithstanding what is laid down in Paragraph 25 section 1 * of the 
Patent Ordinance as a condition for the application of the regulation made in the 
said passage with. regard to the time within which a patent, in the case there re- 
ferred to, should be applied for in Sweden) that if any person has applied in 
Sweden for a patent on an invention for which he previously, but not before the 
3lst July, 1913, applied for protection in the foreign State, the first-mentioned 
application, in relation to other applications, as well as with reference to such im- 
pediment to the grant of the patent as is referred to in paragraph 3 of the said 
Ordinance, shall be deemed to have been made simultaneously with the applica- 
tion in the foreign State provided the application in Sweden has been made before 
the expiration of a certain period, which in the Decree may be fixed at not more 
than fifteen months from the date when this Law entered into force, and provided 
the applicant has claimed such priority before the Patent Authorities in Sweden 
within a period, and in the manner, which may be determined by the King in the 
Decree. 



Note: This Law will enter into force on the day after it has been published 
in the Collections of Swedish Laws (the 23d May, 1917). 

It will be seen from the above regulation that foreign applications for pat- 
ents lodged in the home country after the 31st July 1913 can still obtain the bene- 
fit of priority in Sweden from the date when the foreign application was lodged, 
provided 

that the home country of the applicant grants corresponding advantages to 
Swedish applicants, and 
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that the application for a patent is lodged in Sweden before the 24th August 
1918. (Translation and Note by The Society of Swedish Patent Agents.) 

•For Paragraph 25, Section 1, cited, see 14 P. 4 T. A|*. Rev., 174. 



Uruguay. 

Trade Marks. Trade Names. Identity of Mark with Corporate Name. 
"Genius Oats." Registrable. Decision. 

Ministry of Pubuc Instruction, 

Montevideo, June 22, 1917. 
(Docket File No. 543.) 

In view of these antecedents concerned with the registration of the mark 
"Genius Oats" for Classes 1, 70 and 71, applied for by Barbosa Caravia y Cia. in 
representation of "The Genius Oats Company," of Buenos Aires, and 

Whereas: This sign consists of the said denomination and other elements 
that appear on the label in folios 1 and 2; 

Whereas: The name of the mark is that of the petitioning Company; 

Whereas: Both the Chamber of Commerce and the State's Attorney for the 
first District are of a mind that registration is proper; 

Considering that, it being a matter of a foreign mark. Art. 27 of the 
Law of July 17, 1909, is concerned; that the utmost required by that disposition 
is proven by the mark itself, inasmuch as its name is that of the industrial cor- 
poration that claims its extlusive use, and that name is a property right (Art. 15) ; 

Considering that the testimony of folios 7 to 10 amply accredit the qualifica- 
tion of industrial which accrues to the said entity (Art. 15) ; that, for the reasons 
expressed, the registration that is applied for is effected without need of the cer- 
tificate of the country of origin. 

Be it resolved: That it be declared that the mark "Genius Oats" may be 
registered for the goods indicated. 

Be it published and returned to the files. 

Rubric of the President. 
(Signed) R0D01.F0 Mezzera. 

(Translated from manuscript copy of decision furnished by Messrs. Barbosa 
Caravia y Cia., Montevideo.) 



Trade Marks. Trade Names. "Slazengers" Part of Corporate Name, Regis- 
trable. "Dohcrty" Not Part of Corporate Name, Not 
Registrable. Decision. 

Ministry of Public Instruction, 

Montevideo, June 22, 1917. 

(Docket File No. 489.) 

In view of these antecedents concerning the registration of the mark "Do- 
herty" and "Slazengers" for goods of Class 60, applied for by Slazengers Limited, 
London, England; 

Whereas: The petitioner manifests that he does not file the respective cer- 
tificates of the country of origin: (1) Because, in accordance with Art. IS of 
the law in force, he is only obliged to prove that his principal is an industrial or 
a merchant; (2) Because the mark "Doherty" is for exportation; (3) Because 
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the mark "Slazengers" is constituted of the appellation of one of the associate 
members; 

Whereas: The Chamber of Commerce advises that it looks with disfavor on 
the registration of the former of those marks, for the reason of ownership not 
having been accredited, in accordance with Art. 27 of the law, and that that of 
the second be granted, for the reason that, consisting of the name of the applicant 
firm, it amply fulfills that requirement; 

Whereas: The State's Attorney for the First District diflFerentiates the pur- 
pose of the Corporation insofar as the mark '^Slazengers" ; and, as concerns the 
mark "Doherty," he deems that the registration would be inexpedient if the doc- 
trine of the need of the certificate of the country of origin holds ; and it would be 
proper in the contrary case; 

Considering that, the mark "Slazengers" consisting of the name of the ap- 
plicant entity, the presentation of the proof of ownership is unnecessary, pro- 
vided that that name is an industrial possession, such as Art. 28 of the law in force 
establishes ; 

Considering that, as concerns the mark "Doherty," it being foreign and not 
being in the class of the preceding, the presentation of the certificate of registra- 
tion of the country of origin is indispensable: (A) Because Art. 27 of the same 
law provides that the owners of foreign marks or their duly authorized agents are 
the only ones authorized to register them; (B) Because the certificate of the 
country of origin is the proof officially made by the respective State of the ex- 
clusive rights of the registrant; (C) Because it is the sole means of eflFectively 
contemplating the intentions of the law makers, who have endeavored to protect 
the National Register from usurpations and other fraudulent manoeuvers that 
are the denial of the rights and interests that they have attempted to safeguard; 
(D) Because, in consequence, it is not exact that the Law of July 17, 1909, only 
requires proof that the foreign registrant is an industrial or merchant, but that, on 
the contrary, it obliges him to show that he is the owner of the sign, the same 
as the provision cited requires; (E) Because that interpretation of Art. 27 does 
not impugn, but, rather, is in perfect harmony with Art. 15; (1) Because, ac- 
cording to this latter, it is not the registrant, but the Administration, that is obliged 
to elect between the presentation of the certificate or of the documents in proof; 
(2) Because, under the hypothesis that the choice may belong to the applicant, it 
would have been granted with the exclusive object of justifying the industrial or 
commercial quality, but not that of owner, governed by another provision: that of 
Art. 27 referred to; (F) Because, if Art. 27 contemplates nothing but the nullity 
of the registration of a foreign mark effected in favor of him that is not owner, 
it would admit of a patent redundancy, which is not possible of presuming in the 
law, inasmuch as this nullity is provided for by Art. . . . , which authorizes 
the owners of foreign marks to exercise the powers concerning which Art. 11 has 
to do, and, in consequence, that of nullity included therein; 

Considering that the character of a mark of exportation that is given to the 
mark "Doherty" does not destroy the obligation of proof of ownership, inasmuch 
as Art. 27 comprehends, as appears from its own terms, all foreign marks with- 
out distinction. 

For which reasons, 

Be it resolved: That it be declared that the registration of the mark "Slazen- 
gers," for Class 60, proceed; and that of the mark "Doherty" for the same goods 
be deemed inexpedient. 
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Be it published and returned to the files. 

Rubric of the President. 
(Signed) Rodolpo Mezzera. 
(Translated from manuscript copy of decision furnished by Messrs. Barbosa 
Caravia y Cia., Montevideo.) 



Japan. 

Trade Marks. Trade Names. "Eastman." Unauthorized Registration. 

International Convention. Decision. 
Trial No. 3127 

JUDGMENT. 

Plaintiffs, Bastman Kodak Company, Rochester, City of New York, U. S. A. 
Representative, W. A. de Havilland, Patent Attorney, No. 1 Itchome, Yaye- 

sucho, Kojimachi-Ku, Tokyo. 
Defendant, Jiro Kono, No. 62-9, Sanchome, Shimoyamate-dori, Kobe. 
Representative, Yasuhiro Nanshu, No. 243, Itchome, Motomachi, the same 

city. 
The following judgment is given in the case relating to the claim for the in- 
validation of the Trade Mark Registration No. 71208 between the above mentioned 
parties. 

Principal Adjudication. 
The registration of Trade Mark No. 71208 is adjudged invalid and the cost of 
the trial shall be borne by the defendant. 

Gist of Petition. 

The plaintiffs pray that judgment be given to the effect that the registration 
of the trade mark No. 71208 is invalid and that the cost of the trial shall be borne 
by the defendant. They state as the ground of the petition that it is plainly pro- 
vided in Article 8 of the International Convention for the Protection of In- 
dustrial Property that the commercial name owned by the subjects or citizens of 
each of the contracting States shall be protected in all the countries of the Union 
without objection or demand (for protection) whether it forms or not a trade or 
commercial mark. 

The word "Eastman" is a title used by the Eastman Kodak Company, the plain- 
tiff's company, in America and forms a noun positively representing the said 
company. Moreover, not only are the goods manufactured by the company well 
known to the public in Japan and other civilized countries, but the word "Eastman" 
is the name of George Eastman, the capitalist of the Eastman Kodak Company. 
On the other hand, the defendant took out the registration for the English word 
"Eastman" without permission of the plaintiff company or of George Eastman. 

The trade mark in question, therefore, comes under the provision of Clauses 
5 and 8 of Article 2 of the Trade Mark Law, and the registration is null and 
void. 

The defendant prays that judgment be given to the effect that the claim of 
the plaintiffs cannot be upheld and that the cost of trial shall be borne by the 
plaintiffs. 

He states as the ground of the petition that he cannot acknowledge the fact 
that the plaintiffs used the trade mark "Eastman" prior to the filing of the ap- 
plication for the registration of the trade mark in question by the defendant. 
The word "Eastman" means "Man in the east" and has no connection whatever 
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with the plaintiffs' company. Moreover the word such as "Eastman" represents, 
in its nature, nothing more than its common meaning as indicated from a 
linguistic view point, and has no ground whatever to be ruled by Clause 8 of 
Article 2 of the TraSde ]^ark Law providing for the necessity of getting. permis- 
sion of the owner of a name for using the same. 

Reasons. 

It is provided in Article 8 of the International Convention for the Protection 
of the Industrial Property that the commercial name owned by the subjects or 
citizens of each of the contracting States shall be protected in all the countries 
of the Union without objection or deposit (of application) whether it forms part 
or not of a trade or commercial mark, while it is stipulated in Clause 8 of 
Article 2 of the Trade Mark Law that if there are in a Treaty or a similar 
Convention special provisions with regard to trade marks, such provisions shall 
govern. Thus it must be interpreted that the trade marks provided for in Clause 
8 of Article 2 of the Trade Mark Law comprise the trade marks owned by those 
who are domiciled in each of the countries of the Union. It is clear from 
Exhibit A, No. 1, that the plaintiffs, trading in the commercial name of the East- 
man Kodak Company, are dealing in films, photographic papers (photograph print- 
ing papers and mounting boards), dry plates, film cutting plates, camera-stands, 
photographic apparatus, photographic relief stands, arrangements for developing 
and printing, clips and solutions for developing films, cameras and scientific and 
surveying instruments, by taking out registration for the mark "Eastman" cover- 
ing these articles on January 21, 1908, in the United States of America. It is also 
clear from Exhibits A, Nos. 2 and 3, that the word "Eastman" is used by the 
plaintiffs as the abbreviated form of their commercial name to indicate them- 
selves in carrying on their business, and that it has attained popularity to an 
extent that it is acknowledged as such by the traders concerned in the Empire of 
Japan, prior to the filing of the application for the registration of the mark in 
question by the defendant. The abbreviated form of the commercial name, which 
has been acknowledged as such by the traders concerned to such an extent as above 
mentioned, must be protected as a commercial name. 

The trade mark No. 71208 owned by the defendant was registered on March 
31st in the 4th year of Taisho (1915), the application being filed on December 24th 
in the 3rd year of Taisho (1914). It consists in English letters "Eastman," which 
can be recognized as the abbreviated form of the commercial name of the plain- 
tiffs, while the goods covered are cinematograph films, photographic, chemical, 
surgical and medical, surveying and educational instruments and apparatus, phono- 
graphs, glasses, counting machines and parts thereof. 

Thus the business of the defendant is deemed to be entirely identical with or 
similar to that of the plaintiffs. Under such circumstances, the defendant should 
necessarily get permission from the plaintiffs for registering as his trade mark, 
covering those goods dealt with by him, the" letters which are identical with 
"Eastman," which is recognized as the abbreviated name of the plaintiffs. The 
registration in question was, however, effected without getting the said permission. 
Accordingly the registration is a breach of the provisions of Clause 8 of Article 
2 of the Trade Mark Law and shall be declared invalid in accordance with the 
provisions of Article 2 of the said law. 

Other arguments between both parties are not dealt with here as they are 
considered unnecessary for deciding the issue. 

Hence the judgment as per the principal adjudication. 
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Given on this 23rd day of May in the 6th year of Taisho (1917). 

At the Patent Bureau. 

Presiding Patent Judge, Keiichi Miura, 

Secretary of the Patent Bureau. 

Shin K YD Nakamatsu, 
Secretary of the Patent Bureau. 

Kensuke Hatsumi, 
Secretary of the Patent Bureau. 
It is hereby certified that this is the true copy of the original. 
Dated this 28th day of May in the 6th year of Taisho (1917). 

(Signed) Eikichi Yamanaka, 

Clerk of the Patent Bureau. 



Zanzibar. 

Patents. Law. Patents, Designs and Trade Marks Decree (No. 16), of 

January 1, 1917.* 

The Patents, Designs and Trade Marks Decree. 



Title. 

1. This Decree may be cited as "The Patents, Designs and Trade Marks 
Decree, 1917." 

Appointment of Registrar. 

2. (1) The British Resident may, when necessary, appoint a Registrar of 
Patents, Designs and Trade Marks (in this Decree called "the Registrar"), with an 
office to be called the Registry of Patents, Designs and Trade Marks (in«this 
Decree called "The Registry"). 

(2) The term "Registrar" shall include any Deputy Registrar or person 
acting under the authority of such Registrar. 

Registers. 

3. There shall be kept at the Registry a book called "The Register of Patents" 

To Whom Letters Patent May Be Granted* 

4. Letters Patent for any invention may be granted in Zanzibar to any per- 
son holding in the United Kingdom or India a valid patent for such invention, or 
to any person holding a certificate from a competent authority in any British 
possession, or to any person to whom all interest in such patent in respect of 
Zanzibar has been assigned. 

Procedure. 

6. Every application for the grant of Letters Patent . . . under this De- 
cree shall be addressed to the Registrar, and there shall be transmitted with such 
application, so far as the same shall be applicable: 

(1) Two copies of Letters Patent . . . 

(2) Two copies of the complete specification in relation to the patent. 

(3) Three copies of any drawing in relation to the patent. 



' So far as it relates to patents. 
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(5) A certificate from the registering authority in the country of origin 
that the applicant holds a valid patent in the United Kingdom, India, or any 
British possession . . . or that he is the person to whom all interest in such 
patent ... in respect of Zanzibar has been assigned. 

Application to be filed and recorded. Removal of identical Patents, etc., from the 
Register. Refusal to register identical Patents, etc. Appeal from such 
removal or refusal to register. 

7. (1) The Registrar shall file every such application and the enclosures thereto 
in the Register, and, subject to the other provisions of this section, shall cause to 
be made in the proper Register in the prescribed manner an entry of the nature of 
the patent, . . . and of the filing of the application and of the enclosures thereto. 

(2) The Registrar, upon the passing of this Decree, shall examine the registers 
of patents . . . and shall erase from the Register any patent . . . sub- 
stantially identical with a patent, . . . previously registered: Provided always 
that at least seven days' notice in writing shall be given by the Registrar of his 
intention to erase such patent, ... to the proprietor thereof in Zanzibar, or 
his agent, and an opportunity given to such proprietor or hi« agent to show 
cause why such patent . . . should not be erased. 

(3) The Registrar may refuse any application to register a patent . . . 
upon the ground that it is substantially identical with a patent . . . already 
registered. 

(4) An appeal from the decision of the Registrar upon any matter under 
sub-section (2) or (3) hereof shall, if filed within one month of such decision, lie 
to His Majesty's Court for Zanzibar. 

Issue of Letters Patent. . . . 

8. A certificate in duplicate in the prescribed form of the entry in the Regis- 
ter shall, when the application is granted, be made under the hand and seal of 
the Registrar. One copy of such certificate shall be issued to the applicant and one 
copy shall be filed by the Registrar. Such certificate shall be the grant of Let- 
ters Patent * . . and shall confer upon the person holding the same, or other 
the lawful holder thereof within the limits of Zanzibar, every right, title and ad- 
vantage which the holder of the Letters Patent . has in England in re- 
spect of such patent. . . . Provided that such certificate shall be null and void 
whenever the patent ... to which it refers shall finally cease. 

Order Affecting Registrar May Be Made by H. B. M. Court. 

9. Any order requiring the Registrar to do or abstain from doing anything 
under this Decree may be made by a Judge of His Brittanic Majesty's Court on a 
summons in chambers. 

Certificate of Registrar to be Evidence. 

10. A certificate purporting to be under the hand of the Registrar as to any 
entry, matter, or thing which he is authorized by this Decree, or any rules made 
thereunder, to make or do, shall be prima facie evidence of the entry having been 
made, and of the contents thereof, and of the matter or thing having been done 
or left undone. 

Sealed Copies to be Evidence. 

11. Printed or written copies or extracts purporting to be certified by the Regis- 
trar and sealed with the seal of the Registry of or from registers and other books- 
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or documents kept there shall be admitted in evidence in all Zanzibar Courts, and 
in all proceedings, without further proof or a production of the original. 

H. B. Af. Court to Afford All Relief. 

12. (1) His Britannic Majesty's Court shall have power, in accordance with 
the provisions of the Patents, Designs and Trade Marks Act of England, to grant, 
either absolutely or on such terms and conditions as shall seem just, all such 
remedies as any person may appear to be entitled to in repect of either claim 
to or defense of any right, title or interest in relation to any Letters Patent . . . 
in force in Zanzibar under a certificate granted vmder this Decree. Provided 
always that no 'such Act passed after this Decree coming into force shall apply to 
Zanzibar until it shall be applied by Decree. 

(2) Nothing in this section contained shall entitle the holder of any cer- 
tificate of entry to recover damages for infringements of any patent . . . hap- 
plening prior to the actual date of the grant of such certificate of entry. 

"Passing Off" Action, 

13. Nothing in this Decree shall be deemed to affect rights of action against 
any person for passing off goods as those of another person or the remedies in re- 
spect thereof. 

False Entry. 

14. If any person makes or causes to be made a false entry in any Register 
kept under this Decree, or a writing falsely purporting to be a copy of any entry 
in any such register, or produces, or tenders, or causes to be produced or tendered 
in evidence any such writing, knowing the entry or writing to be false, he shall 
be liable on conviction to imprisonment, with or without hard labor, for a term 
not exceeding two years, or to fine, or both. 

Unauthorized Use of the Royal Arms or the Sultan's Crest. 

15. (1) If any person, without the authority of His Majesty, uses in connection 
with any trade, business, calling or profession, the Royal Arms (or arms so closely 
resembling the same as to be calculated to deceive) in such manner as to be cal- 
culated to lead to the belief that he is duly authorized so to use the Royal Arms, 
or if any person, without the authority of His Majesty or of a member of the Royal 
Family, uses in connection with any trade, business, calling or profession any 
device, emblem or title in such ^manner as to be calculated to lead to the belief 
that he is employed by or supplied goods to His Majesty or such member of the 
Royal Family, he shall be liable on conviction to a fine not exceeding three hun- 
dred rupees: Provided that nothing herein shall be cotlstrued as affecting the 
right, if any, of the proprietor of a trade mark containing any such arms, device, 
emblem or title to continue to use such trade mark. 

(2) The provisions of sub-section (1) hereof shall apply similarly in the case 
of the use of the crest of His Highness the Sultan of Zanzibar. 

Offenses. 

16. (1) If any person falsely represents that any article sold by him is a pat- 
ented article ... he shall be liable for every offense on conviction to a fine 
not exceeding seventy-five rupees. 

If any person sells an article having stamped, engraved or impressed thereon 
or otherwise applied thereto the word "patent," "patented" . . . or any other 
word express-ing or implying that the article is patented ... he shall be 
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deemed for the purposes of this section to represent that the article is a patented 
article . . . 

(4) Provided always that if the person alleged to have committed an of- 
fense under this section shall show to the satisfaction of the Court that the said 
article ... is in fact patented . . . under the provisions of the law in 
force in England, such representation or sale shall constitute an offense under this 
section. 

Unauthorized Use of the Words "Registry of Paients" etc. 
17. If any person uses on his place of business or any document issued by 
him or otherwise the words "Registry of Patents, Designs or Trade Marks," or any 
other word suggesting that his place of business is officially connected with, or is, 
the Registry of Patents, Designs or Trade Marks, he shall be liable on conviction 
to a fine not exceeding three hundred rupees. 

Report of Registrar. 

19. The Registrar shall on the 31st December in every year issue a report re- I 
specting the execution by him of this Decree, and such report shall be sent to His i 
Britannic Majesty's Judge for inclusion in his annual report. ' 

Power to Make Rules. ' 

20. The British Resident may make rules (1) prescribing the forms to be used I 
under this Decree, (2) providing for and regulating the search and inspection of | 
the Registers, (3) otherwise regulating the practice of registration under this , 
Decree, (4) prescribing the fees and fixing the charges to be made for any act, ' 
matter or thing under this Decree to be done or observed, and (5) generally for the 

better carrying into effect of the provisions of this Decree. 

Provided always that until such rules are made and published the practice 
hitherto in force shall continue and the fees hitherto charged shall continue to be 
charged. (From Patent Laws of the World, Supp. No. 36, of The Chartered In- 
stitute of Patent Agents.) 



Portugal. 

Patents of Introduction. Rules. Decree No. 269, of January 10, 1914. 

H. Patents of Introduction of New Industries and of New Industriai. 

Processes. 

(Extract from Regulation of June 19, 1901.) 
Art. 1. The Government may grant, in the terms of the Decrees, with force 
of law, of Sept. 30, 1892, and June 14, 1901, and when public interests recommend 
it, the exclusive right: 

1. To manufacture on the main land and adjacent islands the products of 
any new industry; 

2. To carry on, within each mineral zone, the complete treatment, mechanical 
or metallurgical, of determined minerals of that zone, or imported there, when this 
treatment is not already established ; 

3. To prepare raisins, to extract the tartar from the residues of distillation 
or of vinifaction, or to concentrate must and wines in the whole area of the con- 
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tinent and adjacent islands,, or within each zone that may be specified, for im- 
proved processes npt ^j^^cuted industrially in Portugal. 

Sec. 1. According to the Decree of Sept. 30, 1892, it is to be understood by 
new industry that which is not in use on the date of the application for con- 
cession. 

Sec. 2. According to the Decree of June 14, 1901, it is to be understood 
by improved process that which, representing improvement in the methods of 
preparation, extraction or concentration of the products of which it treats, is not 
industrially practiced in the country on the date of the application for conces- 
sion. 

Sec, 3. Therie shall not be granted, according to the Decree of Sept. 30, 1892, 
and of Nos. 1 and 2 of this article, the exclusive right of producing agricultural 
commodities, or of manufacturing medicines or articles of food. 

Art. 2. The concession shall be made by the Government for a term not ex- 
ceeding ten years, and in an instrument called patent of introduction of new indus- 
tries when it is a matter of a grant comprehended in Nos. 1 and 2 of Art. 1, and 
called patent of introduction of new process, when it is a matter of a grant com- 
prehended in No. 3 of the same article. 

Sec. 1. The concession may be renewed, when it is made for less than ten 
years, but its. total duration shall not exceed, in any case, the maximum period of 
'fen years, counted from the date of the first patent. 

Sec. 2. Each patent of introduction of new industry can only cover products 
of the same i idustry, or that have among themselves an- intimate relationship 
of manufacture. 

Sec. 3. Each patent of introduction of new process can only refer to one 
specialty of products and to a determined process. 

Art. 3. The patent of introduction of hew industry only gives the right to the 
monopoly of manufacture of the pi*oducts especially designated in the same pat- 
ent, without it being able to extend to other products under pretext of intimate 
relation. 

The patent of introduction* of new process only gives right to the monopoly 
of the preparation, extraction, or- concentration of the products indicated in the 
patent by the process designated in it, leaving free to all the exercise of the same 
industry by other processes. 

Only Section. Patents of introduction of new industry or of new process do 
not comprehend, directly or indirectly, the monopoly of the sale of the respective 
products or of the importation or sale of like foreign wares. 

Art. 4. Foreigners may obtain patent of introduction of new industry or of 
new process, there being assigned a term for making them subject to Portuguese 
legislation and to the exclusive jurisdiction of the Portuguese authorities and 
tribunals concerning the object of the patent. 

Art.' 5. The applicant for a patent of introduction of new industry or of new 
process shall present at the Bureau of Industrial Property in the Ministry of 
Public Industry an application containing the name, nationality and residence of 
the applicant, a clear description of the new industry that he intends to establish, 
of the product or products that it is proposed to manufacture, or of the new 
process that it is proposed to introduce, and indication of the term for which 
the privilege is requested, without such application containing conditions or restric- 
tions. 

If the request refers to the treatment of minerals, the application shall like- 



Digitized by VjOOQ IC 



^cfm PORTUGAL 

wise indicate the respective mineral zone, and if it is a matter of introduction of 
new process, the application shall indicate whether the request is made in rela- 
tion to all the country or only to a determined zone. 

- With the application shall be included such documents as the applicant be- 
lieves necessary or which the respective bureau requires in order to justify and 
clarify the request, or to demonstrate the means by which the applicant arranges 
for the establishment of the new industry or execution of the new process. 

If the applicant be a foreigner, he shall include with the application an au- 
thentic copy of the conditions with which Art. 4 is concerned. 

Sec. 1. The application shall be signed by the applicant or by his representa- 
tive, this latter being required to include a power of attorney in due form or a 
declaration that he will present it within a period of thirty days. If the power of 
attorney is not presented within the period of thirty days, the request shall 
, be of no effect, sufficient notice being published in the Didrio do Governo. 

Sec. 2. In each application there can not be requested the grant of patent 
of introduction for more than one industry, for products that do not have among 
themselves an intimate relation, or for more than one mineral zone. 

Sec. 3. In each application there can only be requested patent of introduction 
of new process, only for one kind of product, and for a determined process. 

Sec. 6. The application for grant of patent of introduction of new 
industry or of new process shall always be filed by the principal or by his 
representative at the competent bureau, and the registry made immediately after its 
presentation, the applicant in that act, or within a maximum period of three days, 
counting from the date of the filing of the application, being required to present 
documents proving the pa3rment of the respective emoluments (Sec 12 P. & T. M. 
Rev., 103. Ed.) and the deposit in the General Treasury of Deposits of the 
provisional bond of 500$00 in money or securities at their market value (Only se- 
curities of the public debt are accepted. Note.) 

Sec. 7. On default of the presentation of the documents proving the emolu- 
ments to have been paid and the provisional bond to have been deposited, within 
said period of three days, there results the nullity of the registry, of which 
notice shall be published in the Didrio do Governo. 

Art. 7. Whoever resolves to abandon a patent requested, shall do it before 
the last day of the term specified for oppositions (four months, cotmted from 
the date of the publication of the notice in the Didrio do Governo. Note.), save 
in case of force majeure duly proven, under penalty of losing the right to the 
provisional bond. Desistance after that period is past, shall result always in 
the loss of the provisional bond. 

Art. 10. Opposition against requests for patents of introduction of new in- 
dustry or of new process may be filed by any individual, firm, limited liability 
company, joint-stock company, class association (industrial, conimercial or agrar- 
ian), or agricultural S3mdicate legally constituted; it shall be formulated in an 
application with signature acknowledged by a notary, and presented at the Bureau 
of Industrial Property, before the last valid day of the term specified in the no- 
tice published in the Didrio do Governo. 

Art. 13 . . . 

Sec. 2. In case of an allowance, the applicant shall satisfy, within the period 
of sixty days, counting from the ministerial order, the emoluments, seal, and cor- 
responding additions to the patent. 

Sec. 3. It is to be considered that he abandoned the patent who ^oes not pay, 
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within the term indicated in Sec. 2, the amounts to which the same paragraph 
refers. 

Sec. 4. In case of rejection, the provisional security shall be returned to the 
principal. 

Art. 14 . . . 

Sec. 1. The final bond shall be fixed by the Minister, and: 

(a) Shall not be less than 5,000$00, nor greater than 50,000$00, when it is a 
matter of introduction of new industry; 

(&) Shall not be less than 500$00, nor greater than 5,000$00, when it is a mat- 
ter of introduction of new process. 

This security shall be deposited in money or in securities (government bonds), 
at their market value. 

Sec. 2. The patent shall not be valid unless there be deposited in the General 
Treasury of Deposits, to the order of the Ministry of Public Works, the amount 
of the finall security, and unless there be entered on the margin of the same patent 
the declaration of the said security having been deposited. If the final securitj 
is not deposited within the term of sixty days, counted from the date of the patent, 
it shall become void, and the provisional deposit shall be forfeited in favor of the 
Public Treasury. 

Sec. 4. The amount of the provisional security shall be equalled in the final 
bond. 

Sec. 5. The patent may be entered in the name of an individual or of a com- 
mercial corporation (limited liability or joint-stock), legally constituted and regis- 
tered in the respective Tribunal of Commerce. 

Art. 22. By resolution of the Minister, granting patent of introduction of 
new industry or new process, the applicants may haye recourse to the Supreme 
Administrative Tribunal within a term of thirty days, counted from the date of 
the publication of the patent. This recourse shall have a suspensive effect. 

Sec. 1. The recourse shall be made directly to the Supreme Administrative 
Tribunal. 

Art. 23. The final bond shall subsist during the whole term of the con- 
cession; but after the complete establishment of the new industry or new process, 
the (Government ' may authorize, on petition of the grantee, that the final bond 
be withdrawn from the General Treasury of Deposit, it being substituted by 
mortgage made by public deed, duly registered, on the lands, buildings, and equip- 
ment of his^ factory or laboratory. To this end the value of the lands and build- 
ings shall be endorsed on the stub of the real property contribution; the value 
of the equipment shall be fixed by the valuation of two engineers named by the 
Ministry of Public Works, it not being allowable to exceed the cost of the same 
equipment, in which there shall not be included differences of exchange, freight, 
insurance, customs duties, expenses of installation and such others. 

Sec. 1. When the amount of the final bond is greater than the value of 
the lands, buildings, and manufacturing or laboratory equipment, there shall be 
authorized only the withdrawal of the part of the corresponding bond of ^* the 
value of these lands, buildings and equipment. 

Sec. 2. The petition wherein the substitution of the final bond is applied 
for, in whole or in part, by mortgage of the lands, buildings, and manufacturing 
or laboratory equipment, shall be accompanied by certificate of the value on the 
stub of the real property contribution of the land whereof it is a question, by 
a declaration of the cost of the equipment and by a specification of the factory or 
establishment wherein it was purchased. 
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Art. 24. Patents q£ introduction of new industry or of new process shall not 
be transferred by any title, in whole or in part, without authorization of the Gov- 
ernment. The authorization whereof it is a question shall only be granted when 
the Government shall adjudge that there is nothing inexpedient therein, in accord- 
ance with the terms of this article, after the grantee having first deposited his 
final bond. 

Sec. 2. The grantee of a patent of introduction that desires to transfer It 
shall file with the Bureau of Industrial Property an application indicating the 
person or entity to whom or which he intends to make th^ assignment, and whether 
this refers to rights emanating from the patent to the whole extent to which it 
is applicable, or only to a part of this extent. The same Bureau shall require of 
the applicant the necessary information for identifying and clarifjring the petition, 
and for appraising the qualifications of the grantee. 

Sec. 3. In casci of the death of the grantee, the heirs, on presenting the legal 
document of partition, shall be qualified to petition for the transmission of the 
patent, there being observed therein the disposition of the present article and its 
paragraphs, in every case the patent having to be recorded in the individual name 
of one of the heirs or of him that le^feally represents them. 

Sec. 4. The authorization for the transfer shall be given by decree; the, 
corresponding instrument may only be executed in view of this document. 

Sec. 5. The assignment of a patent may be made with regard to the whole 
extent to which it is applicable or only to a part of this extent, and shall com- 
prehend all the products included within said patent. The assignment, whether 
it be by gratuitous title or for consideration, shall only be effected by public deed, 
save the disposition of Sec. 3. 

Sec. 6. The instrument effected, it shall be presented in authentic copy at the 
Bureau of Industrial Property, accompanied by the application petitioning for 
registration in the corresponding register, and endorsement on the respective 
patent. The registration of transfer shall not be effected in any case without 
the presentation of the documents whereof it is a question and of the payment 
of the emoluments to which Art. 32 refers. 

Art. 25. In case of assignment of patent if the whole extent to which it is ap- 
plicable is in question, the bond deposited by the original grantee shall continue, 
for all effects, until the grantee files a new bond of like amount. The new 
bond filed, the original bond may be withdrawn. 

Sole Paragraph. In case of assignment of patent, if it is a matter of only a 
part of the extent, the original grantee shall remain responsible, with relation 
to the fulfillment of all the obligations imposed by same patent, there not having 
to be made therefor alteration in the record. 

Art. 28. The patent shall be void: 

(1) If it runs one year, counted from the date of the patent, without the in- 
troduction of the new industry or new process having been effected; 

(2) If the new industry ceases to be worked, in accordance with the terms 
under which it was conceded, continuously for one year or with interruption for 
eighteen months during the period of concession; 

(3) If the exploitation of the new process ceases being effected or the minimum 
amount designated in the patent be not produced during any two years of the 
term of concession. 

Sole Paragraph. For the effects of this article, a new process or a new 
industry shall be considered as not established or as ceasing being effected when 
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i 
the establishment does not produce the minimum amount specified in the patent 
or when the actual effective production does not attain to this minimum. 

Art. 30. When the ^frantee of a patent of introduction finds himself in either of 
the cases wherein his patent becomes void, the Direction General of Commerce and 
Industry shall cause the said grantee to be notified to the end that, within a term of 
fifteen days, he shall allege whatever excuse he may have. 

Sec. 2. The avoidance of a patent amounts always to the loss, in favor of 
the Public Treasury, of the amount o^ the bond. 

Art. 32. The emoluments that those interested shall pay are as follows. 

(1) For each application for patent of introduction of new industry or new 
process, for prolongations, or for transfers ' 14$44 

(2) For each patent of introduction of new industry or of introduction of 
new process. (See Decree of June 16, 1911 ♦) 24$07 

(3) For each annotation relative to the final bond or to the assignment or 
transfer of a patent 1$08 

(4) For certificates, per page 0$60 

(5) For each of the engineers named by the Direction General of Commerce 
and. Industry for inspection or appraisement applied for by the petitioner 5$00 

(6) For the assignment or transfer of the patent (except in the case of 
Sec. 3 of Art. 24) — 2% on the amount of the final bond plus additional expenses. 

Sec. 2. When the inspection whereof No. 5 treats takes place elsewhere, 
there shall be paid by the applicant, in addition to the requirements mentioned 
in the said No. 5, the expenses, transportation charges and travelling allowance to 
which engineers have right when in official service. 

Sec. 3. The sums whereof Sec. 1 and 2 treat shall in no case be refunded 
to applicants. (Translated from Didrio do Governo, Jan. 10, 1914.) ' 

• For translation see 12 P. & T. M. Rev., 103. 



United States. 

Patents. Interference. Amendment of Rule of Practice No. 93. Order No. 

2,328, of June 5, 1917. 

Order No. 2,328. 

Department of the Interior, 
United States Patent Office, 
Washington, D. C, June 5, 1917. 

Acting under the provisions of section 483 of the Revised Statutes and with 
the approval of the Secretary of the Interior, Rule 93 of the Rules of Practice in 
the United States Patent Office has been amended to read as follows: 

93. An interference is a preceeding instituted for the purpose of determining 
the question of priority of invention between two or more parties claiming sub- 
stantially the same patentable invention. In order to ascertain whether any ques- 
tion of priority arises the Commissioner may call upon any junior applicant 
to state in writing the date when he conceived the invention under consideration. 
All statements filed in compliance with this rule will he returned to the parties filing 
them. In case the applicant makes no reply within the time specified, not less than 
ten days, the Commissioner will proceed upon the assumption that the said date 
is the date of the oath attached to the application. The fact that one of the parties 
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lias alrea<iy obtained a patent will not prevent an interference, for, although the 
Commissioner has no power to cancel a patent, he may grant, another patent for 
the same invention to a person who proves to be the prior inventor. 

(Signed) Thomas Ewing, 
(239 Official Gazette, 659.) Commissionen 



United States Practice. 

Patents. 

Supreme Court of the United States, 

Motion Picture Patents Company v. Universal Film Manufacturing Com- 
pany et o/. 
Decided April P, 1917. 

1. Patents — Right to Restrict Use of Patented Machine. 

A patentee or his assignee may not license another to manufacture and sell 

a patented moving-picture machine and by a mere notice attached to it limit its 

. use by the purchaser or by the purchaser's lessee to moving-picture films which 

are no part of the patented machine and which are not patented. (Henry v. 

Dick, 224 U. S., 1; 176 O. G., 751, overruled.) 

2. Same— Same— Right to Impose Conditions After Sale. 

The assignee of a patent which has licensed another to make and sell the 
machine covered by it may not by a mere notice attached to such machine limit 
the use of it by the purchaser or by the purchaser's lessee to terms not stated 
in the notice, but which are to be fixed, after sale, by such assignee in its dis- 
cretion. 

3. Same— Rights Created by Grant of Patent. 

"It has long been settled that the patentee receives nothing from the law 
which he did not have before, and that the only effect of his patent is to restrain 
others from manufacturing, using or selling that which he has invented. The 
patent law simply protects him in the monopoly of that which he has invented 
and has described in the claims of his patent. (United States v. American Bell 
Telephone Co., 167 U. S., 224, 239; Paper Bag Patent Case, 210 U. S., 405, 424; 
Bauer v. O'Donnell, 229 U. S., 1, 10; 191 O. G., 1068.)" 

4. Same— Purpose of Patent Laws. 

"The primary purpose of our patent laws is not the creation of private for- 
tunes for the owners of patents but is 'to promote the progress of science and 
the useful arts.' (Constitution, Art. 1, sec. 8.)" 

5. Same— Scope of Patent Limited by Its Claims. 

"The scope of every patent is limited to the invention described in the claims 
contained in it, read in the light of the specification. These so mark where the 
progress claimed by the patent begins and where it ends that they have been 
aptly likened to the description in a deed which sets the bounds to the grant 
which it contains." 

6. Same — Same — Patent for Machine Does Not Cover Materials Operated 

Upont. 

Section 4886, Revised Statutes, restricts the patent granted on a machine 
to the mechanism described in the patent as necessary to produce the described 
results. It is tiot concerned with the materials with which or on . which the 
machine operates. The grant is of the exclusive right to use the mechanism to 
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produce the results with any appropriate material, and the materials with which 
the machine is operated are no part of the patented machine or of the com- 
bination which produces the patented result. 
Certiorari to the United States Circuit Court of Appeals for the Second 
Circuit. 

Mr, Melville Church for the petitioner, 

Messrs. Wetmore & Jenner and Mr. Oscar W, Jeffrey for the respondents. 
Mr. Justice Ci^arke delivered the opinion of the Court. 

In this suit relief is sought against three defendant corporations as joint 
infringers of claim No. 7 of United States Letters Patent No. 707,934 granted 
to Woodville Latham, assignor, on August 26, 1902, for improvements in pro- 
jecting-kinetoscopes. It is sufficient description of the patent to say that it 
covers a part of the mechanism used in motion-picture-exhibiting machines for 
feeding a film through the machine with a regular, uniform and accurate move- 
ment and so as not to expose the film to excessive strain or wear. 

The defendants in a joint answer do not dispute the title of the plaintiff 
to the patent but they deny the validity of it, deny infringement, and claim 
an implied license to use the patented machine. 

Evidence which is undisputed shows that the plainti£F on June 20, 1912, in 
a paper styled "license agreement" granted to The Precision Machine Com- 
pany a right and license to manufacture and sell machines embodying the in- 
ventions described and claimed in the patent in suit, and in other patents, 
thoughout the United States, its territories and possessions. This agreement 
contains a covenant on the part of the grantee that every machine sold by 
it, except those for export, shall be sold — 

under the restriction and condition that such exhibiting or projecting ma- 
chine shall be used solely for exhibiting or projecting motion pictures con- 
taining the inventions of reissued Letters Patent No. 12,192, leased by a 
licensee of the licensor while it owns said patents and upon other terms 
to be fixed by the licensor and complied with by the user while the said 
machine is in use and while the. licensor owns said patents (which other 
terms shall only be the payment of a royalty or rental to the licensor while 
in use). 
The grantee further covenants and agrees that to each machine sold by it, 
except for export, it will attach a plate showing plainly not only the dates of the 
Letters Patent under which the machine is "licensed," but also the following words 
and figures: 

Serial No. . 

Patented No. 

The sale and purchase of this machine gives only the right to use it 
solely with moving pictures containing the invention of reissued Patent 
No. 12,192, leased by a licensee of the Motion Picture Patents Company, 
the owner of the above patents and reissued patent, while it owns said 
patents, and upon other terms to be fixed by the Motion Picture Patents 
Company and complied with by the user while it is in use and while the 
Motion Picture Patents Company owns said patents. The removal or 
defacement of this plate terminates then-ight to use this machine. 
The agreement further provides that the grantee shall not sell any ma- 
chine at less than the plaintiff's list price, except to jobbers and others for 
purposes of resale and that it will require such jobbers and others to sell 
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at not less than plaintiff's list price. The price fixed in the license contract 
for sale of machines after May 1st, 1909, is not less than one hundred and fifty 
dollars for each machine and the licensee agrees to pay a royalty of five dol- 
lars on some machines and a percentage of the selling price «on others. 

It is admitted that the machine, the use of which is charged to be an in- 
fringement of the patent in suit, was manufactured by The Precision Machine 
Company and was sold^and delivered under its "license agreement" to the 
Seventy-second Street Amusement Company, then operating a playhouse on 
Seventy-second street, in New York, and that when sold it was fully paid 
for and had attached to it a plate with the inscription which we have quoted 
as required by the agreement. 

Reissued Patent 12,192, referred to in the notice attached to the machine, 
expired on August 31, 1914. The defendant Prague Amusement Company on 
November 2, 1914, leased the Seventy-second street playhouse from the Seventy- 
second Street Amusement Company, and acquired the alleged infringing ma- 
chine as a part of the equipment of the leased playhouse. Subsequent to the 
expiration of reissued Patent 12,192 the defendant. Universal Film Manufac- 
turing Company made two films or reels, which, between March 4th and 17th, 
1915, were sold to the defendant the Universal Film Exchange and on March 
17, 1915, were supplied to the defendant Prague Amusement Company for use 
on the machine, acquired as we have stated, and were used upon it at the 
Seventy-second street playhouse on March 18th, 1915. 

On January 18, 1915, the plaintiff sent a letter to the Seventy-second 
Street Amusement Company, notifying it in general terms that it was using 
without a license a machine embodying the invention of Patent No. 707,934 
and warning it that such use constituted an infringement of the patent, and on 
the same day the plaintiff addressed a letter to the defendant Universal Film 
Exchange notifying it that it also was infringing the same patents by supply- 
ing films for use upon the machine of the Seventy-second street playhouse 
and elsewhere. The bill in this case was filed on March 18, 1915. 

The district court held that the limitation on the use of the machine at- 
tempted to be made by the notice attached to it, after it had been sold and 
paid for, was invalid, and that the Seventy-second Street Amusement Com- 
pany, the purchaser, and its lessee, the Prague Amusement Company, had an 
implied license to use the machine as it had been used, and it dismissed the 
bill without passing on the question raised in the pleadings as to the validity 
of the patent. The circuit court of appeals affirmed the district court (235 
Fed., 398) and the case is here for review on certiorari. 

It was admitted at the bar that 40,000 of the plaintiflF's machines are 
now in use in this country and that the mechanism covered by the patent 
in suit is the only one with which motion-picture films can be used success- 
fully. 

This state of facts presents two questions for decision: 

First: May a patentee or his assignee license another to manufacture and 
sell a patented machine and by a mere notice attached to it limit its use* by 
the purchaser or by the purchaser's lessee, to films which are no part of the 
patented machine, and which are' not patented? 

Second: May the assignee of a patent, which has licensed another to 
make and sell the machine covered by it, by a mere notice attached to such 
machine, limit the use of it by the purchaser or by the purchaser's lessee to 
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terms not stated in the notice but which are to be fixed, after sale, by such 
assignee in its dis^cretion? 

It is obvious that in this case we have presented anew the inquiry, which 
is arising with increasing frequency in recent years, as to the extent to which 
a patentee or his assignee is authorized by our patent laws to prescribe by 
notice attached to a patented machine the conditions of its use and the sup- 
plies which must be used in the operation of it, under pain of infringement 
©f the patent. 

The statutes relating to patents do not provide for any such notice and it 
can derive no aid from them. Revised Statutes 4900, requiring that patented 
articles shall be iparked with the word 'Tatented" affects only the damages 
recoverable for infringement, (Dunlap v. Schofield, 152 U. S., 244), and Revised. 
Statutes 4901 protects by its penalties the inventor, but neither one con- 
templates the use of such a "license notice" as we have here and whatever 
validity it has must be derived from the general and not from the patent 
law. 

The extent to which the use of the patented machine may validly be re- 
stricted to specific supplies or otherwise by special contract between the 
owner of a patent and the purchaser or licensee is a qtiestibn outside the pat- 
ent law and with it we are not here concerned. (Keeler v. Standard Folding 
Bed Co., 157 U. S., 659). 

The inquiry presented by this record, as we have stated it, is important 
and fundamental, and it requires that we shall determine the meaning of Con- 
gress when in Revised Statutes 4884 it provided that — 

every patent shall contain ... a grant to the patentee, his heirs, or 
assigns, for the term of seventeen years of the exclusive right to makt, use 
and vend the invention or discovery throughout the United States and the 
. territories thereof. 

We are concerned, only with the right to "use," authorized to be granted 
by this statute, for it is under warrant of this right only that the plaintiff 
can and does claim validity for its warning notice. 

. I The words used in the statute are few, simple and familiar, they have not 
been changed substantially since they were first used in the act of 1790, (1 
Stat at Large, ch. 7, p. 109; Bauer v. O'Donnell, 229 U. S., 1, 9,) and their 
meaning would seem not to be doubtful if we can avoid reading into them 
that which they really do not contain. 

In interpreting this language of the statute it will be of service to keep in 
mind three rules long established by this Court, applicable to the patent law 
and to the construction of patents, viz: 

1st. The scope of every patent is limited to the invention described in 
the claims contained in it, read in the light of the specification. These so mark 
where the progress claimed by the patent begins and where it ends that they 
have been aptly likened to the description in a deed, which sets the bounds to 
the grant which it contains. It is to the claims of every patent, therefore, that 
we must turn when we are seeking to determine what the invention is, the 
exclusive use of which is given to the inventor by the grant provided for by 
the statute, — "he can claim nothing beyond them." (Keystone Bridge Co. v. 
Phoenix Iron Co., 95 U. S., 274; Railroad Co. v. Mellon, 104 U. S., 112, 118; YaU 
Ltfck Mfg. Co. V. GreenUaf, 117 U. S, 554, 559; McClain v. Ortmayer, 141 U. S., 
419, 424.) 
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2d. It has long been settled that. the patentee receives nothing from the 
law which he did not have before, and that the only effect of his patent is 
to restrain others from manufacturing, using or selling that which he has 
invented. The patent law simply protects him in the monopoly of that which 
he has invented and has described in the claims of his patent. {United States 
V. American Bell Telephone Co,, 167 U. S., 224, 239; Paper Bag Patent Case, 
210 U, S., 405, 424; Bauer v. O'Donnell, 229 U. S., 1, 10; 191 O. G., 1068.) 

3d. Since Pennock v. Dialogue (2 Pet, 1) was decided in 1829 this Court 
has consistently held that the primary purpose of our patent laws is not the 
creation of private fortunes for the owners of patents but is "to promote the 
progress of science and the useful arts" (Constitution, Art. 1, sec. 8), an 
object and purpose authoritatively expressed by Mr. Justice Story^ in that 
decision, saying: 

While one great object (of our patent laws) was, by holding out a 

reasonable reward to inventors and giving them the * exclusive right to 

their inventions for a limited period, to stimulate the efforts of genius, 

the main object was "to promote the- progress of science and the useful 

' arts." 

Thirty years later this Court, returning to the subject, in Kendall v. Win- 
sor (21 How., 322) again pointedly and significantly says: 

It is undeniably true that the limited and temporary monopoly 
granted to inventors was never designed for their exclusive profit or ad- 
vantage; the benefit to the public or community at large was another and 
doubtless the primary object in granting and securing that monopoly. 
This Court has never modified this statement of the relative importance 
of the* public and private interests involved in every grant of a patent, even 
while declaring that in the construction of patents and the patent laws, in- 
ventors shall be fairly, even liberally treated. {Grant v. Raymond, 6 Pet., 218, 
241; Winans v. Denmead, 15 How., 330; Walk, on Pats., sec. 185.) 

These rules of law make it very clear that the scope of the grant which 
may be made to an inventor in a patent, pursuant to the statute, must be 
limited to the invention described in the claims of his patent (104 U. S., 118, 
supra) and to determine what grant may lawfully be so made we must hold 
fast to the language of the act of Congress providing for it, which is found in 
two sections of the Revised Statutes. Section 4886 provides that — 

any person who has invented or discovered any new and useful art, 
machine, manufacture or composition of matter, or any new and useful 
improvement thereof, . . . may obtain a patent therefor; 
and section 4884 provides that such patent when obtained — 

shall contain , a grant to the patentee, his heirs, or assigns 

... of the exclusive right to . . . use . . . the invention or 
discovery. 
Thus the inventor may apply for, and, if he meets the required conditions, 
may obtain, a patent for the new and useful invention which he has discovered, 
which patent shall contain a. grant of the right to the exclusive use of his dis- 
covery. ... 

Plainly, this language of the statute and the established rules to which 
we have referred restrict the patent granted on a machine, such as we have 
in. this case, to the mechanism described in the patent as necessary t&f)troduce 
the described results. It is not concerned with and has nothing to do with 
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the materials with which or on which the machine operates. The grant 
is of the exclusive right to use the mechanism to produce the result with any 
appropriate material, and the materials with which the machine is operated 
are no part of the patented machine or of the combination which produces 
the patented result. The difference is clear and vital between the exclusive 
right to use the machine which the law gives to the inventor and the right to 
use it exclusively with prescribed materials to which such a license notice as 
we have here seeks to restrict it. The restrictions of the law relate to the use- 
ful and novel features of the machine which are' described in the claims of the 
patent, they have nothing to do with the materials used in the operation of 
the machine; while the notice restrictions have nothing to do with the in- 
vention which is patented but relate wholly to the materials to be used with 
it. Both in form and in substance the notice attempts a restriction upon the 
use of the supplies only and it cannot with any regard to propriety in the 
use of language be termed a restriction upon the use of the machine itself. 

Whatever the right of the owner may be to control by restriction the 
materials to be used in operating the machine must be a right derived through 
the general law from the ownership of the property in the machine and it can- 
not be derived from or protected by the patent law, which allows a grant only 
of the right to an exclusive use of the new and useful discovery which has 
been made — this and nothing more. 

This construction gives to the inventor the exclusive use of just what 
his inventive genius has discovered. It is all that the statute provides shall 
be given to him and it is all that he should receive, for it is the fair as well 
as the statutory measure of his reward for his contribution to the public stock 
of knowledge. If his discovery is an important one his reward under such 
a construction of the law will be large, as experience has abundantly proved, 
and if it be unimportant he should not be permitted by legal devices to im- 
pose an unjust charge upon the public in return for the use of it. For more 
than a century this plain meaning of the statute was accepted as its technical 
meaning, and that it afforded ample incentive to exertion by inventive genius 
IS proved by the fact that under it the greatest inventions of our time, teem- 
ing with inventions, were made. It would serve no good purpose to amplify 
by argument or illustration this plain meaning of the statute. It is so plain 
that to argue it would obscure it. 

It was not until the time came in which the full possibilities seem first to 
have been appreciated of uniting, in one, many branches of business through 
.corporate organization and of gathering great profits i in small payments, 
which are not realized or resented, from many, rather 'than smaller or even 
equal profits in larger payments, which are felt and may be refused, from a 
few, that it came to be thought that the "right to use . . . the invention" 
of a patent gave to the patentee or his assigns the right to restrict the tisc of 
it to materials or supplies not described in the patent and not by its terms 
made a part of the thing patented. 

The construction of the patent law which justifies as valid the restriction 
of patented machines, by notice, to use with unpatented supplies necessary in 
the operation of them,- but which are no part of them, is believed to have orig- 
inated in Heaton-Peninsuiar Button-Fastener Co, v. Bureka Specialty Co,, 
{77 Fed. Rep., 288), (which has conie to be widely referred to as the Button 
Fastener Case,) decided by the Circuit Court of Appeals of the Sixth Circuit in 
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1896. In this.case^hc court, recognizing th^ pioneer character of the decision.it 
was rendering, speaks of the *'novel restrictions" which it is considering and says 
that it is called upon— 

to mark another boundary line around the patentee's monopoly which will 
debar him frem engrossing the market for an article not the subject of a 
patent, 
which it declined to do. 

This decision proceeds upon the argument that, since the patentee may 
withhold his patent altogether from public use he must logically and neces- 
sarily be permitted to impose any conditions which he chooses^ upon any use 
which he may allow of it. The defect in this thinking springs from the sub- 
stituting of inference and argument for the language of the statute and from 
failure to distinguish between the rights which are given to the inventor by 
the patent law and which he may assert against all the world through an 
infringement proceeding and rights which he may create for himself by. private 
contract which, however, are subject to the rules of general as distinguished 
from those of the patent law. While it is true that under the statutes as 
they were (and now are) a patentee might withhold his patented machine 
from public use, yet if he consented to use it himself or through others, such 
use immediately fell within the terms of the statute and as we have seen he 
is thereby restricted to the use of the invention as it is described in the claims 
of his patent and not as it may be expanded by limitations as to materials 
and supplies necessary to the operation of it imposed by mere notice to the 
public. 

The high standing of . the court rendering this decision and the obvious 
possibilities for gain in the method which it approved led to an immediate 
and widespread adoption of the system, in which these restrictions expanded 
into more and more comprehensive forms until at length the case at bar is 
reached, with a machine sold and paid for yet claimed still to be subject 
not only to restriction as to supplies to be used but also subject to any re- 
strictions or conditions as to use or royalty which the company which au- 
thorized its sale may see fit, after the sale, from time to time to impose. The 
perfect instrument of favoritism and oppression which such a system of doing 
business, if valid, would put into the control of the owner of such a patent 
should make courts astute, if need be, to defeat its operation. If these restric- 
tions were .sustained plainly, the plaintiff might, for its own profit or that of 
its favorites, by the obviously simple expedient of varying its royalty charge, 
ruin any one unfortunate enough to be dependent upon its confessedly im- , 
portant improvements for the doing of business. 

Through the twenty yeiars since the decision in the Button-Fastener Case was 
announced there have not been wanting courts and judges who have dissented from 
its conclusions, as is sufficiently shown in the division of this Court when the 
question involved first came before it in Henry v. Dick Co. (224 U. S., 1 ; 176 
O. G., 751) and in the disposition shown not to extend the doctrine in Bauer v. 
O'Donnell, (229 U. S., 1.) 

The exclusive right to "vend" a patented article is derived from the same 
clause of the section of the statute which gives the exclusive right to "use" such an 
article and following the decision of the Button-Fastener Case, it was widely con- 
tended as obviously sound, that the right existed in the owner of a patent to fix a 
price at which the patented article might be sold and resold under penalty of pat- 
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ent infringetneftt. But this Court, wtien the question came before it in Bttuer v.' 
O'Donnell, (229 tJ. S., 1), rejecting plausible argument and adhering to the langu- 
age of the statute from which all patent-fight is derived, refused to give such a 
construction to the act of Congress, and decided that the owner of a patent 
is not authorized by either the letter or the purpose of the law to fix, by notice, 
the. price at which a patented article must be sold after* the first sale of it, declar- 
ing that the right to vend is exhausted by a single, unconditional sale, the article 
sold being thereby carried outside the monopoly of the patent law and rendered 
free of every restriction which the vendor may attempt to put upon it. The 
statutory authority to grant the exclusive right to "use" a patented machine is not 
greater, indeed it is precisely the same, as the authority to grant the exclusive right 
to "vend," and, looking to that authority, for the reasons stated in this opinion 
we are convinced that the exclusive right granted in every patent must be limited 
to the invention described in the claims of the patent and that it is not com- 
petent for the owner of a patent by notice attached to its machine to, in effect, 
extend the scope of its patent monopoly by restricting the use of it to materials 
necessary in its operation but which are no part of the patented invention, or to 
send its machines forth into the channels of trade of the country subject to condi- 
tions as to use or royalty to be paid to be imposed thereafter at the discretion of 
such patent owner. The patent law furnishes no warrant for- such a practice and 
the cost, inconvenience and annoyance to the public which the opposite conclusion 
would occasion forbid it. 

It is argued as a merit of this system of sale under a license notice that the 
public is benefited by the sAle of the machine at what is practically its cost and by 
the fact that the owner of the patent makes its entire profit from the sale of the 
supplies with which it is operated. This fact, if it be a fact, instead of com- 
mending, is the clearest possible condemnation of, the practice adopted, for it proves 
that under color of its patent the owner intends to and does derive its profit, not 
from the invention on which the law gives it a monopoly but from the unpatented 
supplies with which it is used and which are wholly without the scope of the patent 
monopoly, thus in effect extending the power to the owner of the patent to fix the 
price to the public of the unpatented supplies as effectively as he may fix the price 
on the patented machine. 

We are confirmed in the conclusion which we are announcing by the fact that 
since the decision of Henry v. Dick Co. (224 (J. S., 1) the Congress of the United 
States, the source of all rights under patents, as if in response to this decision, 
has enacted a law making it unlawful for any person engaged in interstate com- 
merce — 

to lease or make a sale or contract for sale of goods . . . machinery, 
supplies, or other commodities, whether patented or unpatented, for use, 
consumption or resale . . . or to fix a price charged therefor ... on 
the condition, agreement or imderstanding that the lessee or purchaser thereof 
shall not use . . . the goods . . . machinery, supplies or . other 
commodities of a competitor or competitors of the lessor or seller where 
the effect of such lease, sale or contract for resale, or such condition, agree- 
ment or upderstanding may be to substantially lessen competition or tend 
to create a monop<^ in any line of commerce." (38 Stat, at Large, p. 730.) 
Our conclusion renders it unnecessary to make the application of this statute 
to the case at bar which the circuit court of appeals made of it but it must be 
accepted by us as a nwwt persuasive expression of the public policy of our country 
with respect to the question before us. 
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It is obvious that, the conclusions arrived at in this opinion are such that the 
decision in Henry v. Dick Co. (224 U. S., 1) must be regarded as overruled. 

Coming now to the terms of the notice attached to. the machine sold to the 
Seventy-second Street Amusement Company under the license of the plaintiff and 
to the first question as we have stated it. . 

This notice first provides that the machine, which was sold to and paid for 
by the Amusement Company may be used only with moving-picture films con- 
taining the invention of reissued Patent No. 12,192, so long as the plaintiff con-- 
tinues to own this reissued patent. 

Such a restriction is invalid because such a film is obviously not any part 
of the invention of the patent in suit ; because, it is an attempt, without statutory 
warrant, to continue the patent monopoly in this particular character of film after 
it has expired, and because to enforce it would be to create a monopoly in the 
manufacture and use of moving-picture films, wholly outside of the patent in suit 
and of the patent law as we have interpreted it. 

The notice further provides that the machine shall be used only upon other 
terms (than those stated in the notice) to be fixed by the plaintiff, while it is in 
use and while the plaintiff "owns said patents." And it is stated at the bar that 
under this warrant a charge was imposed upon the purchaser graduated by the 
size of the theater in which the machine was to be used. 

Assuming that the plaintiff has been paid an average royalty of five dollars 
on each machine sold, prescribed in the license agreement, it has already received 
over two hundred thousand dollars for the use of its patented improvement, which 
relates only to the method of using the films which another had invented, and yet 
it seeks by this device to collect during the life of the patent in suit what would 
doubtless aggregate many times this amount for the use of this same invention, 
after its machines have beeii sold and paid for. 

A restriction which would give to the plaintiff such a potential power for 
evil over an industry which must be recognized as an important element in the 
amusement life of the nation, under the conclusions we have stated in this opinion, 
is plainly void, because wholly without the scope and purpose of our patent laws 
and because, if sustained, it would be gravely injurious to that public interest, 
which we have seen is more a favorite of the law than is the promotion of private 
fortunes. 

Both questions as stated must be answered in the negative and the decree of 
the circuit court of appeals is affirmed. 

Mr. Justice McReynolds concurs in the result. 



Mr. Justice Holmes, with whom concur Mr. Justice McKenna and Mr. Jus- 
tice Van Devanter, dissenting. 

I suppose that a patentee has no less property in his patented machine than any 
other owner, and that in addition to keeping the machine to himself the patent 
give3 him the further right to forbid the rest of the world from making others 
like it. In short, for whatever motive, he may keep his device wholly out of 
use. {Continental Paper Bag (To. v. Eastern Paper Bag Co., 210 U. S., 405, 422.) 
So much being undisputed, I cannot understand why he may not keep it out of use 
unless the licensee, or, for the matter of that, the buyer, will use some unpatented 
thing in connection with it. Generally speaking the measure of a condition is the 
consequence of a breach, and if that consequence is one that the owner may im- 
pose unconditionally, he may impose it conditionally upon a certain event (Ashley 
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V. Ryan, 153 U. S., 436, 443; Lloyd v. Dollison, 194 U. S., 445, 449.) Non d^ixn, ma 
plus licet, quod minus est non licere, (D. 50, 17, 21). 

No doubt this principle might be limited or excluded in cases where the uuliii- 
tion tends to bring about a state of things that there is a predominant public in- 
terest to prevent But there is no predominant public interest to pre- 
vent a patented teapot or film- feeder from being kept from the pub- 
lic, because, as I have said, the patentee may keep them tied up at will while his 
patent lasts. Neither is there any such interest to prevent the purchase of the tek 
or films, that is made the condition of the use of the machine. The supposed 
contravention of public interest sometimes is stated as an attempt to extend the 
patent law to. unpatented articles, which of course it is not, and more accurately as 
a possible domination to be established by such means. But the domination is 
one only to the extent of the desire for the teapot or film-feeder, and if the owner 
prefers to keep the pot or the feeder unless you will buy his tea or films, I cannot 
see in allowing him the right to do so anything more than an ordinary incident 
of ownership, or at most, a consequence of the Paper Bag Case, on which, as it 
seems to me, this case ought to turn. (See Grand v. Raymond, 16 Pet., 218, 242.) 

Not only do I believe that the rule that I advocate is right under the Paper 
Bag Case, but I think that it has become a rule of property that law and justice 
require to be retained. For fifteen years, at least since Bement v. National Harrow 
Co., (186 U. S., 70, 88-93), if not considerably earlier, the public has been en- 
couraged by this Court to believe that the law is as it was laid down in Heaton- 
Peninsular Button-Fastener Co. v. Eureka Specialty Co. (25 C. C. A., 267) and 
numerous other decisions of the lower courts. I believe that many and important 
transactions have taken place on the faith of those decisions, and that for that 
reason as well as for the first that I have given, the rule last announced in Henry 
V. A. B. Dick Co. {22A U. S., 1) should be maintained. 

It will add for its bearing upon Straus v. Victor Talking Machine Co., that 
a conditional sale retaining the title until a future event after delivery, has been 
decided to be lawful again and again by this Court. {Bailey v. Baker Ice Ma- 
chine Co., 239 U. S., 268, 272.) I confine myself to expressing my views upon the 
general and important questions upon which I have the misfortune to differ 
from the majority of the Court. I leave on one iside the question of the effect 
of the Clayton Act, as the Court has done, and also what I might think if the 
Paper Bag Case were not upheld, or if the question were upon the effect of a 
combination of patents such as to be contrary to the policy that I am bound to 
accept from the Congress of the United States. 

Mr. Justice McKenna and Mr. Justice Van Devanter concur in this dissent. 
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Paraguay. 

Patents. Designs. Trade Marks. Models. Pan American Conventions. 
Ratification. Official Notice of July 31, 1917. 

Department o^ State, 
Washington, D, C, August 9, 1917. 
The Secretary of State presents his compliments to the honorable the Secretary 
of the Interior, and has the honor to inform him that a note dated July 31 has 
been received from the Argentine Ambassador, transmitting a note in which the 
Minister for Foreign Relations of the Argentine Republic gives notice of the 
deposit of Paragua/s ratifications, respectively, of the convention concerning 
trade marks and the convention regarding inventions, patents, designs, and indus- 
trial models, both of which conventions were signed at Buenos Aires in 1910. 

(Signed) AlvEy A. AdeE, 
Second Assistant Secretary^ 
(From 241 Official Gasette, 628.) 



Patents. Taxes. Further Extension of Term for Payment. "War Meas^ 
ures." Decree No. 46,728, of June 26, 1917. 

{Translation.) 
Decree of the Royai, Hungarian Minister of Commerce concerning the exten- 
sion OF THE delay for the PAYMENT OF THE ANNUITIES ESTABLISHED BY §45| 

OF THE 37th Legislative Article of 1895 concerning patents of invention. 

By virtue of the power conferred by § 16 of the 63d Legislative Article of 
1912 concerning exceptional measures to be taken in case of war, and in con- 
formity with the decree of the Royal Hungarian Minister of Commerce, No. 
6981/1914, I deoree as follows: 

§ 1. The provision of my decree of December 20, 1916, No. 91,621,* according 
to the terms of which the terms for the payment of patent annuities and additional 
taxes was suspended until June 30, 1917, is amended in the sense that this suspen- 
sion is extended until December 31, 1917. 

Otherwise, my decree above mentioned remains in force without any modifica- 
tion. 

§ 2. The present decree shall become of effect from the date of its publication.f 

Budapest, June 26, 1917. 

(Signed) Royal Hungarian Minister of Commerce. 

(From 33 La Propriiti Industrielle, 82.) 



* For translation see P. ft T. M. Rev., 163. 
t Published in Budapesti Kozlony, July 1, 1917. 



Rumania (Oerman Occupation). 

Patents. Applications. Taxes. "War Measures." Official Communication. 

(Translation.) 

A. Delivfjiy of Patents. 

According to a communication from the Military Administration in Rumania 
'Administrative StaflF), patents may be at present obtained in Rumania haying 
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force at the most for the territory occupied. At the conclusion of peace, the 
inventor shall then have a patent that shall be valid in Rumania only in one part 
of the country and not in the other. Under these circumstances, recommenda- 
tion is made to await the end of the war for filing applications for patents in this 
country. 

B. Payment of Patent Taxes. 

Taxes that, according to the tenor of Arts. 9a and 17 of the Rumanian Law 
of January 13, 1906,* concerning patents of invention, must be paid for the main- 
tenance in force of the patent, and the amount, varying from 25 to 200 francs, 
shall be paid to the Receiver of Deposits and Remittances (Cassa de Depuneri si 
Consemnatiuni) by virtue of Art. 39 of the said law. This Receiver shall con- 
tinue to have its headquarters at Bucarerst, and, being open, pasrment of taxes may 
be effected .through the intermediary of the Military Administration (Administra- 
tion Staff, Verwaltungsstab) at Bucarest. It is therefore to this latter that moneys 
shall be sent. 

Remittances to Attorneys provided for in Art. 16 of the law may be made 
through the intermediary of the Service of Information for civil German subjects 
—the service attached to the Imperial Government of the Fortress at Bucarest, 
Mr. Tjaben, the Consul (Auskunftstelle fur reichsdeutsche Zivilpersonen beim 
Kaiserlichen Gouvernement ^der Festung Bukarest, Herrn Konsul Tjaben). (From 
33 La Proprietc Industrielle, 82, which credits Blatt fur Patent-, Muster- und 
Zeichenwesen, 1917, p. 67.) 



* For law of January 13, 1906, see translation, 4 P. & T. M. Rev., 1504. 



SiTeden. 

Pateilts. Utility Models.* Applications. Priority. Reciprocal Extension 
of Terms. Rules. Decree of June 19, 1917. 

(Translation.) 

ROYAI, DECREE CONCERNING THE Law OF MaY 19, 1917,t CONCERNING SPECIAL PRO- 
TECTION GRANTED, UNTIL NEW ORDFR, TO CKRTAIN PATENTS. 

For inventions protected by patent or by a model of utility* in any of the 
following countries, to-wit: Germany, Austria-Hungary, Denmark, Spain, the 
United States of America, the United States of Brazil, France, Great Britain and 
Ireland, Italy, Japan, Norway, The Netherlands, Portugal, Switzerland, and Tunis, 
and notwithstanding Art. 1 of the Royal Decree of October 27, 1916$ amending 
the dispositions relative to the protection of certain foreign patents, trade marks, 
and models, which fixes the delay within which an application must be presented 
in order to enjoy the right of priority— it is decreed until new order that if any 
person make application in the Kingdom for a patent for an invention already 
the subject of a prior patent application filed in a foreign country subsequent to 
July 31, 1913, the application formulated in Sweden shall be considered, with 
regard to any other application and from the point of view of the restrictions 
contained in Art. 3 of the decree concerning patents, as having been deposited 
simultaneously with the application formulated in the foreign country; however, 
the application shall have to be filed prior to July 31, 1918, and the depositor 
shall make claim of the Patent Administration — before the latter shall have 
decided concerning the publication of the application in the Official Journal — for 
the right of priority provided for by Art. 25, No. 1, of the Patent Decree, by 
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indicating the foreign State in. which protection of the invention has previously 
been applied for, as well as the date of the said application. (From 33 La PropriSte 
Industrielle, 82.) 



* Utility Models, mentioned in this decree, were not mentioned in the Law of May 19, 
1917, to which these rules r^fer. 

t For translation see 15 P. & T. M. Rev.,, 328. 
i For translation see 15 P. & T. M. Rev., 111. 



Brazil. 

Patents. Action for Nullification. Patent Sustained. Decision. 

Alfredo Ferreira Gomes Saavedra and Jose da Silva Fabiao vs. Manoel Jodo da 

Silva Alves Pereira and the Federal Union. 

Sentence. 

Alfredo Ferreira Gomes Saavedra and Jose da Silva Fabiao, manufacturers of 
this city, the first one being manufacturer of alcoholic drinks and the latter of 
fish-glue, beg, by the present action, the nullity of the patent of invention No. 
S,678, granted on April 14, 1915, to Manoel Joao Alves da Silva Ferreira in the 
matter of a "Process for treatment of the natatory-bladder of the fish in order 
to obtain a fish-glue with the same properties as the isinglass of Astragan," as they 
believe it is not in accordance with Sec. 1 § 1, No. 1 and 2 of Law No. 3,129, 
dated October 14, 1882, that is, it does not refer to an invention. of a new in- 
dustrial product or of a new use or application of previously known media with 
the object of obtaining a new industrial product or result, pleading that the grantee 
has not had the priority and has avoided the truth or suppressed essential matters 
in the specification of the invention with respect to its object or the mode of 
u.sing same. 

Upon examination made by the surveyors their opinion is manifest and con- 
clusive : 

On the 6th inst., in the presence of Doctor Daniel, surveyor appointed by 
the plaintiffs, and in the residence of the defendant, we have seen the method of 
preparation by the defendant of the glue of his invention and we have ascer- 
tained de visu that the mode of its preparation, the manner by which he explains 
it in the specification ♦ * ♦ is rigorously precise. The glue manufactured by 
ihe plaintiff, when in maceration in water, produces a disagreeable odor in from 
24 to 48 hours ; its color is muddy, has no transparency, it is heavy and of regular 
solubility. 

The glue manufactured by the defendant, when in maceration, has no smell 
within the 24 to 48 hours; its color is clear, transparent, light and more soluble 
than the glue manufactured by the plaintiffs. The Astragan and the North 
American glue were examined, and it was found that the North American is of 
bad smell, of no transparency, of a muddy color, heavy and of little solubility; 
the Astragan glue, or the so-called Russian glue, is of little dissolubility within 24 
hours, of sea-weed smell, heavy, and of a muddy color. * * * The advantages 
and modifications or improvements of the process of the defendant invention con- 
sist precisely in the application of the bicarbonate of sodium and of the tartaric- 
acid which, both, are already incorporated in its glue, when exposed for sale. On 
account of the application of the bicarbonate of sodium and the tartaric-acid 
these advantages are great, as above mentioned in the reports to the 4th and 5th 
questions. It can be said, with propriety, that the defendant has invented a new 
process with the object of obtaining an industrial result, employing the above 
named chemical agents. * * * From the evidence produced, the glue manu- 
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factured by the defendant, in practice, offers greater advantages, because, with 
50% less than the foreign, the desired result is obtained, the more so since it 
contains a greater adhesive portion, and also as it becomes a more effiective pre- 
servative. * * * The process employed by the defendant in the composition of 
his glue, we assure to be of great advantage, not only economically speaking, but 
also by its health fulness. 

In the residence of the defendant, in the presence of Doctor E>aniel, surveyor 
appointed by the plaintiffs, we have seen how his glue is prepared with a com- 
bination of chemical agents, the results of which have been noted. 

In fact he makes use of the fish maws, which special fish is called "pescadaf 

The fact is that his glue, compared with others, demonstrates superiority in 
every respect: it is clearer, lighter, and more economic, 50 grams, (the thousandth 
part of a kilogram) of his glue being sufficient for the manufacture of a hundred 
litres (cubic decimetre) of beer; solely inspired by the principles of justice, I 
think and judge the glue of his invention to be superior to any other glue hitherto 
known (folios 169 to 171 and 181). 

Therefore, in a matter of this nature, the documenary evidence is preponder- 
ant; these are the textual words of the decision of the Supreme Federal Court, 
dated September 29, 1915, in the civil appeal 1959, in confirmation of a decision 
by me rendered on the 8th July, 1910. In accordance with the above mentioned 
report there is also the testimonial evidence produced. The witness of folio 99 
and following, depositary for over 15 years of the glue of national manufacture, 
of Bessa, declares that he still has in his warehouse a large stock, over 200 kilo- 
grams, on account of the small sales, because it does not attain its object — to 
clarify drinks; it is a coarse product, of an inferior quality, with a strong smell 
of fish, which could only be dissolved by the addition of tartaric-acid. 

The witnesses of the plaintiffs affirm: on folio 84, that, in order to obtain a 
satisfactory result, there be used a larger quantity of Bessa glue" instead of the 
Astragan glue, it having to be dissolved in cold water to which should be added 
tartaric-acid or vinegar ; and, on folio 90 v., that said glue was used in com- 
bination with the foreign glue and that it has ivever been used separately. 

In accordance with Sec. 1, § 1, No. 2, of the Law No. 3,129 of 1882, the in- 
vention of new means or application of previously known media with the object 
of obtaining a new industrial product or result constitutes invention or discovery 
susceptible of being protected by a patent, doctrine and jurisprudence not requir- 
ing great differences in regard to the process used or the result obtained. 

It is sufficient for invention that the conditions of employment, the elements 
of the known process for producing an industrial result, be modified, or, if this 
process be not modified, that a new result be obtained — a product even with 
similars — as soon as it be distinct on account of its special qualities, different 
properties. 

Such being the case, to the best of my judgment, I think the action brought 
without foundation and I adjudge costs on the plaintiffs. 

(Translation furnished by Messrs. Moura, Wilson & Co., of Rio de Janeiro, 
from Diario Official, July 12, 1917.) 



Trade Marks. Similarity. "Sanatogen" and "Sanagen." Nullification. 

Decision. 

The Bauer Chemical Company vs. Casein Limited. 
Sentence;. — The Bauer Chemical Company, of New York, by the present 
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action begs the nullity of the registration of the trade mark Sanagbn which the 
Casein Limited^ of London,' obtained on the 25th September, 1916, under No. 4,900, 
from the Board of Commerce of this Capital, alleging it a graphic and euphonic 
imitation of the trade mark Sanatogen of its proprietorship registered since 
August 4, 1904, under No. 1,333, to cover products of the same kind. 

The defendant, which has no branch in the country, has been summoned in 
the person of Dr. Herbert Moses, who, as representative of the said Casein 
Limited^ effected the registration on which this action is based, according to the 
precise terms of Sec. 48, of Regulation No. 737, of 1850. The defendant, being 
absent from the place where it has been effected, may be summoned through its 
1 epresentatives, administrators, commissioners or managers, in the case where 
actions proceed from acts committed by said representatives, administrators, com- 
missioners or managers." This being the regular Federal judical practice, among 
others, of the decisions of the Supreme Court of August 18, 1906, and September 
6, 1907, in civil appeal No. 1,089. 

As is pointed out by the report presented by the experts that have examined 
both trade marks, "the word Sanagen has the same description and the same 
euphony of the two first syllables and of the last syllable as the word SanaTogen, 
which suggests the word Sanagen to be an imitation of the word Sanatogen, so 
much the more, in accordance with Sec. 13, § 1, of the Law No. 1,236, of 24 
September, 1904, which states that "it is not necessary that the resemblance of the 
trade mark be complete in order that the imitation exist, there being sufficient, 
whatever be the differences, the possibility of mistake or confustion. . . ." 

Considering the resemblance of the mark and the registration indicating, on 
folio 33, that the trade mark Sanatogen is intended to protect a tonic, with medic- 
inal and strengthening proprieties for the nerves, and taking into consideration 
the document on folio 26 of the records, confusion of the products is not difficult 
without a careful examination or comparison . . . 

By an examination of said documents it is observed that Sanagen and 
Sanatogen are similar products, for the same therapeutic purposes (folios 51 
to 52). • 

The trade mark Sanatogen of the plaintiff covers a tonic preparation, 
especially for the nervous system: the trade mark Sanagen which has been reg- 
istered by the defendant, some years later, is also intended for a similar prepara- 
tion, with the same therapetuic purpose (folios 31 to 33). Both trade marks are 
nominal or denominatives, written in different types and forms (folios 26 to 28 
and 60), which in fact coun found themselves graphically and euphonically. 

Furthermore, Sec. 8 of Law No. 1,236, of 1904, determines: "There is not 
allowed the registration of a trade mark which contains or consists of : . . . 6th, 
Total or partial imitation of a trade mark already registered for a product of the 
same kind, which may induce the buyer to mistake or confusion. The possibility of 
error or confusion will be considered verified when the differences of both trade 
marks cannot be recognized without a careful examination or comparison." 

Under these conditions, I judge the action brought as proper and, according 
to the terms established in Sec. 10, § 1, of said Law Nio. 1,236, of 1904, I order 
the nullity of the registration made at the 3oard of Commerce of the Federal 
Capital, on the 25th September, 1916, of trade mark No. 4,900, with costs on the 
defendant. 

Rio de Janeiro, July 21, 1917. (Signed) Raul de Souza Martins. 

(Translation furnished by Messrs. Moura, Wilson & Co., Rio de Janeiro, from 
Diario Official, July 22, 1917.) 
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Union of Soutb Africa. 

Patents. Conversion of Patents Registered Under Provincial Laws. Opinion. 

Conversion of Patents in the Provinces Under Act 9 of 1916.* 

Opinion. 

The object of Section 8 of Act 9 of 1916 seems to be to give the patentee of an 
inveation under a Provincial Patent Act in one or more of the Provinces an 
opportunity of converting his patent into a Union patent for the unexpired period 
of his first provincial patent for that invention. It is stated in "Hadden's Adviser" 
that it is understood that in Australia the so-called extension of a patent will 
not cover the states in which the invention may have been patented already but 
only those States in which the invention was not patented and is still also not 
anticipated by publication. I have not been able to find any Australian decisions 
on the point, but we have to construe our own Act in South Africa and I have 
no doubt that a Union patent granted under Section 8 of Act 9 of 1916, while 
such patent stands, protects the invention in all the Provinces of the Union, pro- 
vided, of course, no Province has been excepted from such patent under sub- 
sees. (6) or (7). This seems to me to follow from the provisions of sees. 42 
and 43. 

The date of such Union patent would be the date of the application under 
sec; 8. (see sec. 36 (3). 

Sub-sec (2) provides that the grant of such Union patent shall not prejudice 
the prior rights acquired by any other person in respect of the same invention 
in any Province. Where the patentee who has patented his invention in only 
three, say, of the four Provinces, obtains the grant of a Union patent he may 
have to contend with the claims of some person who alleges that he has prior 
lights in the fourth of the Provinces. Hence the provision in sub-sees (6) and 
(7) that any Province other than that in which the Provincial Patent was granted 
may if the applicant so notifies, be excepted from the Union patent and that in 
any proceedings in which the validity of a patent granted under the section comes 
into question, the Court may direct that any Province be excepted from such 
patent. 

But the legislature has inserted a provision very favorable to an applicant 
under sec. 8, namely, that the fact that before the application the invention has 
been published in any Province shall not invalidate the grant of a Union patent; 
see sub-sec (4). It is true that the sub-sec does not say "published in any 
Province or any other country." Nevertheless I am of the opinion that the fact 
of publication in any other country, that is, outside the Union, would not invali- 
date the grant of a Union patent under sec. 8. If an inventor who has patented 
an invention in one Province, can obtain a Union patent though his invention 
has been published elsewhere in the Union, it seems to me that "a fortiorari" he is 
not debarred from obtaining his Union patent because his invention has published 
outside the Union. I do not think the maxim "expressio unius est exclusio 
alteriu/' applies here. There would be no sense in making application outside 
the Union fatal to an application under sec. 8, while publication in the Union is 
IX- disqualification. 

Coming to the question of the position of the Provincial patent after the 



* For text of Act 9 of April 15, 1916, see 14 P. & T. M. Rev., 263; Regulations enacted 
Dec. 15. 1916, see 15 P. & T. M. Rev., 144. 



Digitized by VjOOQ IC 



UNION OF SOUTH AFRICA 361 

grant of the Union patent, I think the effect of sub-sec. (5) of section 8 is 
i-imply that the Union patent does not necessarily destroy the Provincial patent 
?nd the patentee can keep his Provincial patents alive if he pleases. As long as 
the Provincial fees for the several provincial patents are paid, they continue in 
force. If a patentee is granted a Union patent under sec. 8 I do not think that 
the effect of sub-sec. (5) and «,ecs. 7, 9 and 10 is that the patentee must keep his 
f rovincial patents alive and pay the Provincial fees. If he so wishes he can 
let them lapse; but then he will have to rely solely on his Union patent. 

A patentee who has patented his invention in all four Provinces can convert 
his patents into a Union patent under Sec. 8 — If he does so and allows his Pro- 
vincial patents to lapse, he will in future pay only the Union fees amounting to £20. 

Where a patentee has patented his invention in one or more Provinces, in my 
opinions, it would be safe for him, after obtaining a Union patent under section 8 
to allow all his provincial patents to lapse and to rely on his Union patent. Not 
even the earliest provincial patents need be kept alive. The new patent would 
not be endangered by previous publication within or outside the Union, if my 
above construction of sub-sec. 4 is correct. Having regard to the safeguard 
afforded by that sub-section it does not seem to me that the Union patent would 
be any more exposed to revocation than the provincial patent would have been. 
Moreover if prior rights should be established by another person in respect of a 
Province in which no patent was taken out. . . the whole Union patent would 
not be set aside; that Province only would be excepted from the Union patent 
under sub-sec. (7) of section 8. 

I think I have dealt with the various questions raised. There has been no 
judicial decision as yet on the Act and its construction is not simple. But the 
above are my views. 

Chambers. (Signed) B. A. Tindall. 

Pretoria, 13,7,17. 

(Opinion furnished to the Review by Messrs. Adams & Adams, Pretoria.) 



If the statement at the end of the letter from the Chartered Institue of 
Patent Agents, dated 11,5,17, is correct, it would appear that under the Australian 
Act it has been held that where a federal patent has been obtained there is no 
need to keep alive the state patent. I do not know whether there is judicial 
authority for that statement; but in view of sections 7, 62 and 63 of the Australian 
Act, It seems to me quite correct. The wording of the Australian Act, on which 
portions of our own statute were no doubt modelled, certainly does not support 
the view suggested by Mr. Haddon quoted at the beginning of this opinion. 



Patents. Designs. Applications. Extension of Term. Reciprocity With 
Canada and United States. War Measures. Proclamation of June 8, 1917. 

Whereas it has been provided by section one hundred and ninety-one of the 
Patents, Designs, Trade Marks, and Copyright Act, 1916, that the provisions of 
sub-sections (2) and (3) of section forty-one and the provisions of sub-sections 
(4) and (5) of section eighty shall not apply to any country outside the Union 
unless and until the Governor-General has, by proclamation in the Gazette, de- 
clared that such country affords privileges similar to those described in the 
said sub-sections respectively to persons residing in the Union; 
♦No. 115, 1917.] 
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And whereas it has been ascertained that similar privileges to those described 
in the said sub-sections (2) and (3) of section forty-one of the Patents, Designs, 
Trade Marks, and Copyright Act, 1916, are provided for in section eight of the 
Patent Act (Revised Statutes of Canada 1906) of the Dominion of Canada, and 
similar privileges to those described in sub-^ection» (2) and (3) of section 
forty-one and sub-sections (4) and (5) of section eighty of the Patents, Designs, 
Trade Marks, and Cop3rright Act, 1916, are provided for in section four thousand 
eight hundred and eighty-seven of the Revised Statutes, 1878, of the United States 
of America; 

Now, therefore, under and by virtue of the powers and authority in -me vested 
by section one-hundred and ninety-one of the Patents, Designs, Trade Marks, 
and Copyright Act, 1916, I do hereby declare, proclaim, and make known that : — 

1. The Dominion of Canada affords privileges similar to those described 
in sub-sections (2) and (3) of section forty-one of the Patents, Designs, Trade 
Marks, and Copyright Act, 1916, to persons residing in the Union. 

2. The United States of America affords privileges similar to those described 
in sub-sections (2) and (3) of sefction forty-one and sub-sections (4) and (5) 
of section eighty to persons residing in the Union. 

God Save the King. 
Given under my Hand and the Great Seal of the Union of South Africa at 
Capetown this Eighth day of June in the year One thousand Nine hundred and 
Seventeen. 

(Signed) Buxton, 

Governor-General. 

By Command of His Excellency the 
Governor-General-in-Council. 

(Signed) N. J. De Wet. 
(From Government Gazette, June 22, 1917.) 



Patents. Designs. Trade Marks. Copyright. Proposed Temporary "War 

Measures.*' 

In Union Gazette Bxtraordmary, of July 9, 1917, appears the draft of a pro- 
posed temporary "War Measure" (Public Welfare and Moratorium Act, 1917), 
granting relief in certain industrial property matters. The sections regarding to 
patents, designs, trade marks, and copyright are as follows: 

4 : 

(9) The registrar of patents, designs, trade-marks and copyright may, during 
the continuance of the present war and upon such terms and subject to such con- 
ditions as he may think fit, extend the time prescribed by Act No. 9 of 1916 or 
any regulations made thereunder for doing any act or lodging any document when 
:t is shown to his satisfaction that the applicant, opponent, patentee or proprietor, 
as the case may be, was prevented from doing the said act or lodging the said 
document by reason of his being on active service or his enforced absence from 
the Union or any other circumstance arising out of the present state of war 
which, in the registrar's opinion, would justify an extension of time. 

5. If the applicant for letters patent for any invention of an improvement in 
instruments or munitions of war, produces to the registrar of patents a certificate of 
approval given by or on behalf of His, Majesty's Secretary of State' for War or 
His Majesty's Minister of Munitions or His Majesty's Lords Commissioner of the 
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Admiralty, then the application, specificatitm, amendment. of specification or draw- 
ing relating to such invention, when lodged at the patents office in accordance with 
Act. No. 9 of 1916, shall be sealed up by the registrar and the contents thereof shall 
be kept secret until after the termination of the present war unless a further 
certificate given as aforesaid declares that such documents need no longer be 
kept secret. 

7. This Act may be cited for all purposes as the Public Welfare and Mora- 
torium Act Amendment Act 1917. 



Xigreria. 

Trade Marks. Regulations Under the Trade Marks Ordinance, 1914.* Effec- 
tive January 1, 1915. 

RlSGULATlONS 

Made Under 
"The Trade Marks Ordinance, 1914." 
Under and by virtue op section 61 of the Trade Marks Ordinance, 1914, the 
FOLi^owiNG Regulations are hereby made by the Governor in Counoi. : 

FEES. ''''- 

Fees, 

1. The fees to be paid in pursuance of the Ordinance shaU be the fees specified 
in Schedule 1. Such fees shall be paid in stamps which shall be affixed to the 
prescribed forms by the applicants. 

This regulation, in so far as it prescribes the fees to be paid, shall have effect 
as from the 1st day of January, 1915. 

Classification of Goods. 

Classification of Goods, 

2. For the purposes of trade marks registration and of these Regulations, 
goods shall be classified as in Schedule 2. 

If any doubt arises as to the class to which any particular description of 
goods belongs, the doubt shall be determined by the Registrar. 
Marks Registered Under Old Classification. 

3. Trade Marks validly registered under the old classification (i. e., the 
classification prescribed by the ordinances prior to the Trade Marks Ordinance, 
1910) shall be deemed to be registered in the corresponding classes of goods under 
Schedule 2, in the manner set forth in Schedule 3. 

Where in consequence of the foregoing Regulation a Trade Mark is deemed 
to be registered under the same number for goods in more than one cl^ss, the 
registration shall henceforth, for the purpose of fees and otherwise, be deemed 
to be a separate registration in respect of each such class. 

The Registrar shall on application with the prescribed fee endorse accordingly 
any certificate of Registration of a Trade Mark registered under the old classifica- 
tion. 

Forms. 
Forms. 

4. The forms herein referred to are the forms contained in Schedule 4 and 

* For text of Trade Marks Ordinance see IS P. d T. M. Rev., 304. 
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such forms shall be used iit all cases to which they are applicable, and shaU be 
modified as directed by the Registrar to meet other cases. 

Cotton Marks. 

Prior Registration in United Kingdom of Cotton Marks. 

5. No trade mark shall be registered for any goods included in classes 23, 24 
and 25 of Schedule 2 unless such trade mark has been registered in the United 
Kingdom in respect of such goods. 

Documents. 

Si^se, etc, of Documents, 

6. Subject to any directions which may be given by the Registrar, all applica- 
tions, notices, counter statements, papers having representations affixed, or other 
documents required to be left with or sent to the Registrar shall be upon foolscap 
paper of a size of approximately 13 inches by 8 inches, and shall have on the 
left hand part thereof a margin of approximately 2 inches. 

AgbnTs. 

Agency. 

7. An application for registration or extension, and an opposition thereto, and 
all other communications between an applicant or an opponent and the Registrar, 
and between the proprietor of a registered trade mark and the Registrar, may 
be made by or through an agent duly authorised to the satisfaction of the Regis- 
trar. 

Appucation for Registration or Extension. 
Application by Firm and by Body Corporate. 

8. An application if made by a firm or partnership may be signed by any one 
or more members of such firm or partnership. If the application be made t^ a 
body corporate it may be signed by the Secretary or any principal officer of such 
body corporate. 

Acknowledgment of Application. 

9. On or after receipt of the application the Registrar shall furnish the ap- 
plicant with an acknowledgment thereof. 

Form of Application. 

10. Every application shall be made in the prescribed form (Nos. 1 and 2). 

Transliteration and Translation. 
' 11. Where a trade mark contains a word or words in other than Roman char- 
acters, there shall be endorsed on the application, and on each representation 
other than the representation affixed to the application, a transliteration of such 
word or words signed by the applicant or his agent. 

Where a trade mark contains a word or words in a language other than Eng- 
lish, the Registrar may ask for an exact translation thereof, and, if he so re- 
quires, such translation shall be endorsed and signed as aforesaid. 

Procedure on Receipt of Appucation. 
Search. 
12. Subject to the provisions for special applications under subsection 5 of 
section 10 of the Ordinance, upon receipt of an application the Registrar shaU 
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cause a search to be made amongst the registered marks and pending applications 
for the purpose of ascertaining whether there are on record any marks or ap- 
plications for marks for the same description of goods identical with or so nearly 
resembling the mark applied for as to be calculated to deceive. 

Acceptance. 

13. After such search the Registrar shall (a) accept the application, or (6) 
refuse the application, or (c) accept the application subject to conditions, amend- 
ments or modifications. 

Refusal, , 

Hearing. 

14. If the Registrar refuses the application a statement of his objections shall 
be sent to the applicant, in writing, and unless within three months the applicant 
applies for a hearing, he shall be deemed to have withdrawn his application. 

Acceptance Subject to Conditions. '\ 

Hearing. 

15. If the Registrar accepts the application subject to any conditions, amend- 
ments, or modifications, a statement thereof shall be sent to the applicant, in 
writing, and unless within three months the applicant either notifies the Registrar, 
in writing, of his acceptance of the conditions, amendments or modifications, or 
applies for 'a hearing, he shall be deemed to have withdrawn his application. 

Decision of Registrar, 

16. The decision of the Registrar at any such hearing as aforesaid shall be 
communicated to the applicant, in writing, and if he objects to such decision, he 
may within three months apply to the Registrar to state, in writing, the grounds 
of his decision and the materials used by him in arriving at the same. 

Upon receipt of such application the Registrar shall send to the applicant such 
statement as aforesaid, in writing, and the date when such statement is sent shall 
be deemed to be the date of the Registrar's decision for the purpose of appeal. 

Disclaimers. 

17. The Registrar may call on an applicant to insert in his application such 
disclaimer as the Registrar may think fit, in order that the public generally may 
understand what the applicant's rights, if his application is passed, will be. 

SpBCiai, Appi^ications. 

Special Application Under Section 10, Paragraph 5. 

18. Upon receipt of a special application under section 10 (5) of the Ordinance, 
the Registrar shall cause a search to be made amongst the registered marks and 
pending applications for the purpose of ascertaining whether there are on record 
any marks or prior application for any marks for the same goods or description of 
goods identical with or so nearly resembling the mark applied for as to be cal- 
culated to deceive. 

Result of Search. 

19. If after such search the Registrar considers that there are no such marks, 
he shall notify the applicant accordingly, but if after such search any such marks 
appear, he shall notify to the applicant the numbers of those marks and the 
Gazettes (if any) in which they have been advertised. 
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Procedure, 

20. Within three months from the receipt of such notification the applicant 
shall submit to the Registrar in duplicate a full statement of the grounds upon 
which he relies in support of his application, and intimate that he desires to be 
heard by the Court. If he fails to do so his application shall be deemed to be 
withdrawn. 

21. The applicant shall, within one month from sending to the Registrar his 
case as aforesaid, bring the matter before the Court by motion, and if he does 
not do so he shall be deemed to have withdrawn his application. 

Advertisement, etc., of Application. 
21, If the Court orders the application to be accepted it shall be advertised and 
proceedings thereafter shall be had in respect of it as if it had been an application 
accepted by the Registrar in the ordinary course. 

Spsciai* Trad£ Marks Und£r Section 62. 
Application Un^er Section 62. 

23. The applicant shall, with the application, send the Registrar a statement 
setting out the grounds upon which he relies in support of his application. The 
form of application shall have W*ritten on the face of it by the applicant the words 
"section 62." 

Advertisement, etc. 

24. If such application is permitted to proceed, the mark shall be advertised 
and the application shall be treated in all respects as if it were an ordinary ap- 
plication under section 14 of the Ordinance. 

Advertisement o^ Appwcation. 
Advertisement of Application. 

25. Every accepted application shall be advertised by the Registrar in the 
Gazette. , If ;io representation of the mark be inserted in connection with an ap- 
plication the Registrar shall in such advertisement name a place where a specimen 
or representation of the mark may be seen. 

Blocks. 

26. The blocks accompanying applications must correspond exactly with the 
representation, must afford perfectly distinct impressions of the marks, and must 
be upon a scale sufficiently large to reproduce the marks faithfully. The most 
suitable blocks are line blocks or wood blocks. 

In the case of marks consisting of words the words on the block should be in 
plain block type. 

The largest space available for insertion of any single block is five and a half 
inches by seven and a half inches. 

The block shall be retained by the Registrar. 

Opposition to Registration, or Extension.* 
Form of Notice. 
'27. The form of notice of opposition to application for registration shall be 
on Form 3. 



•The procedure is set forth in section's 18 and 19 of the Ordinance. 
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Form of Counter-Statement. 

28. The form of counter-statement shall be on Form 4. 

RE^USAI, ArttR ACCEPTANCIS. 

Refusal After Acceptance, 

29. Where an application has been accepted by error, the Registrar may with- 
draw his acceptance and refuse to register, and any such refusal shall be deemed 
to be a refusal under section 15 of the Ordinance. 

NON-COMPLETION. 

Form of Notice, 

30. The notice of non-completion of registration required to be given to ap- 
plicants under section 24 of the Ordinance shall be on Form 5. 

Entry on Register. 
Entry on Register, 

31. As soon as may be after the expiration of three months from the date 
of the advertisement in the Gazette of an application, the Registrar shall, subject 
to any opposition and th determination thereof, and subject to the provisions of 
Regulation 29, and upon payment of the prescribed fee, make the necessary entries 
on the register. 

Associated Marks, 

32. Where a mark is registered as associated with any other mark the Registrar 
shall note upon the register in connection with such mark the numbers of the 
marks with which it is associated, and shall also note upon the register in connection 
with each of the associated marks the number of the newly registered mark as 
being an associated mark with each of them. 

Death of Applicant Before Registration, 

33. In case of the death of an applicant for registration of a trade mark after 
the date of his application and before the trade mark applied for has been 
entered on the register, the Registrar may, on being satisfied of the applicant's 
death, enter on the' register, in place of the name of such deceased applicant, the 
name, address, and description of the person owning the goodwill of the business 
if such ownership be proved to the satisfaction of the Registrar. 

Certificate of Registration. 
' 34. Upon the registration of a trade mark and upon the entry of a notice of 
the extension of a trade mark the Registrar shall issue to the applicant a certificate 
(Forms 6 and 17). 

Renewai,. 
Application for Renewal of Registration. 

35. At any time not more than four months before the expiration of the last 
registration of a trade mark, the registered proprietor of a trade mark may leave 
at the Registrar's Office an application for the renewal of the registration of the 
mark on Form 7, 

Notice Before Removal of Trade Mark from Register, 

36. At a date not less than one month and not more than two months before 
the expiration of the last registration of a mark, if no application for renewal has 
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been received, the Registrar shall send to the registered proprietor at his regis- 
tered address a notice on Form 8. 

Advertisement of Non-payment, 

37. If at the date of the expiration of the last registration of a mark the re- 
newal fee has not been paid, the Registrar shall advertise the fact forthwith in the 
Gazette, and if .within one month of such advertisement the renewal fee and the 
additional fee (See No. 18) upon Form No. 7 is received, he may renew the 
registration without removing the mark from the register. 

Removal. 

Restoration. 

38. Where after two months from such advertisement such fees have not been 
paid, the Registrar may remove the mark from the register, as of the date of 
the expiration of the last registration, but may, upon payment of the renewal 
fee and the additional fee (See No. 19) on Form No. 7, restore the mark to the 
register if satisfied that it is just so to do, and upon such conditions as he may 
think fit to impose. 

Entry of Removal of Mark in Register. 

39. Where a trade mark has been removed from the register, the Registrar 
shall cause to be entered in the register a record of such removal and of the 
cause thereof. 

Notice and Advertisement of Renewal. 

40. Upon the renewal of a registration a notice thereof shall be sent to the 
registered proprietor, and the renewal shall be advertised in the Gazette. 

Assignment. 

Joint Request for Entry of Assignment. 

41. The Registrar may, on request made jointly by a registered proprietor of a 
mark and the person to whom he has assigned such mark, together with the 
goodwill of the business concerned in the goods for which it has been registered, 
register the assignee as proprietor of the mark. Such application shall be made on 
Form 9. If the Registrar so require, the assignee shall furnish a declaration on 
Form 10. 

Request for Entry of Assignment by Subsequent Proprietor. 

42. Where no such joint request is made, any person who has become entitled 
to a registered trade mark by assignment, transmission, or other operation of law, 
may leave a request at the office of the Registrar for the entry of his name in 
the register as proprietor of such trade mark. The request shall be on Form 11, 
and such request shall contain the name, address and description of the person 
claiming to be entitled to the trade mark, hereinafter called the claimant 

Case Accompanying Request. 

43. Together with such request the claimant shall leave a statement con- 
taining full particulars of the assignment, transmission, or other operation of law 
by virtue of which he claims to be entitled to be entered in the register as proprietor 
pf the trade mark, so as to indicate the manner in which and the person to whom 
the trade mark has been assigned or transmitted, and that it has been so assigned 
or transmitted in connection with the goodwill of the business concerned in the 
goods for which the trade mark has been registered 
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Signature of Request. 

44. Such request shall in the case of an individual be made and signed by 
the claimant, and in the case of a firm or partnership by one or more members of 
such firm or partnership, and in the case of a body corporate shall be signed by 
a director or by the Secretary or other principal officer of such body corporate. 

Statutory Declaration in Support of Request. 

45. Where the Registrar shall determine that the statement contains particu- 
lars which entitle the claimant to be registered as proprietor of such trade mark, 
he shall call upon the claimant to furnish a declaration (Form 12) verifying 
the several statements in the case and declaring that the particulars given com- 
prise every material fact and document affecting the proprietorship of the trade 
mark claimed. 

Proof of Title. 

46. The Registrar may call on any person who desires to be registered as 
proprietor of a trade mark for such proof or additional proof of title and of the 
existence and ownership of such goodwill as aforesaid as the Registrar may require 
for his satisfaction. 

Al^TERATlON OF AdDRESS. 

Alteration of Address in Register. 

47. Every registered proprietor of a trade mark who alters his address shall 
forthwith apply to the Registrar on Form 13 to insert the new address on the 
register, and the Registrar shall alter the register accordingly. 

Rectification, etc., of Register by Registrar. 

48. The Registrar may, before complying with any request made to him under 
section 39 of the Ordinance, advertise the matter at the expense of the person mak- 
ing the request. 

Appucations Under Section 42. 

Notice to Registrar of Application to Rectify Register. 

49. Four clear days notice of every application to the Court under section 
42 of the Ordinance for rectification of the register shall be given to the Registrar. 

Publication of Rectification, etc. 

50. Whenever an Order is made by the Court for making, expunging, or vary- 
ing an entry in or from the register, the Registrar shall, if he thinks fit that such 
rectification or variation should be made public, advertise the circumstances at the 
expense of the person applying for the same. 

Discretionary Power. 

Hearing. 

51. Before adversely exercising any discretionary power given to the Registrar 
by the Ordinance the Registrar shall give ten days notice to the applicant, or such 
longer notice as he may think fit, of the time when he may be heard personally or 
by his agent. 

Notice of Hearing. 

52. Within five days from the date when such notice would be received in 
the ordinary course of post, or such longer time as the Registrar may appoint ^ 
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such notice, the applicant shall notify in writing to the Registrar whether or 
not he intends to be heard upon the matter. 

Notification of Decision. 

53. The decision of the Registrar in the exercise of any discretionary power 
as aforesaid shall be notified to the applicant. 

Applications Under Section 29. 

Application Under Section 29. 

54. All applications to the Registrar under section 29 of the Ordinance shall 
be upon Form 14, and shall be accompanied by a statement setting out fully the 
facts relating to the marks of which the Registrar is requested to permit an ap- 
portionment. 

Registrar to Enquire and Decide. 

55. Upon receipt of such request the Registrar shall enquire into the facts and 
call for such evidence as he may deem necessary upon the subject of such applica- 
tion. Before giving his decision the Registrar shall, if necessary, gfive the parties 
an oppprtunity of attending before him at a hearing either by themselves or by 
their agents. 

The decision of the Registrar shall be in writing. 

Note in Register. 

56. Upon any apportionment of marks under section 29 the Registrar shall 
insert in the register a note in connection with each of the registered trade marks 
of the fact of such apportionment, and shall in such note refer to the date of the 
decision under which such apportionment has taken place. 

Appucations Under Section 39. 

Application Under Section 39. 

57. Applications under section 39 of the Ordinance to the Registrar may be 
made on Forms 15 and 16 by the registered proprietor, or by the trustee in bank- 
ruptcy of the registered proprietor, or, where the registered proprietor is a com- 
pany in liquidation, by the liquidator, and in other cases by such person as the 
Registrar may decide to be entitled to act in the name of the registered proprietor. 

Evidence. 

58. Where such application is made the Registrar may require such evi- 
dence by affidavit or otherwise as he may think fit as to the circumstances in which 
the application is made. 

Advertisement of Application. 

59. Where application is made to enter a disclaimer or memorandum relating 
to a trade mark, the Registrar, before deciding upon such application, shall ad- 
vertise the application in the Gazette at the applicant's expense for one month in 
order to enable any person desiring so to do to state any reasons against the ap- 
plicant being allowed to make such disclaimer or enter such memorandum. 

Applications Under Section 41. 
• Alteration of Trade Mark. 

60. Where a person desires to apply under section 41 of the Ordinance to alter 
a, tr^de mark he shall furnish the Registrar with three copies of the m^k as it 
will appear when altered. 
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Advertisement of Alterations. 

61. Before proceeding with such application the Registrar may, if he is not 
already in possession of a block showing the trade mark as altered, cause the ap- 
plicant to furnish a block showing the trade mark as altered for advertisement 
in the Gazette, and upon receipt of such block shall forthwith advertise the mark 
as altered in the Gazette, or, if he think fit, the Registrar, without calling for 
a block, may insert at the expense of the applicant an advertisement describing 
the alteration proposed in words so that it can be understood by persons inter- 
ested in the matter. 

Search. 
Searches. 

62. The Registrar, if requested so to do, may cause a search to be made 
in any class to ascertain whether any n:\arks are on record at the date of such 
search which may resemble any mark sent in duplicate to him by the person re- 
questing such search, and may cause that person to be informed of the result of 
such search. 

Hours of Inspection. 

Hours of Inspection. 

63. The register shall be open for the inspection of the public, and copies of 
or extracts from the register obtained on every business day during the hours that 
the Trade Marks Office in Lagos opens for business. 

Amendments. 

Amendment of Documents. 

64. Any document or drawing or other representation of a trade mark may 
be amended, and any irregularity in procedure which, in the opinion of the Regis- 
trar may be obviated without detriment to the interests of any other person, may 
be corrected, if the Registrar think fit, and on such terms as he may direct 

Certificates. 

Certificate for Purpose of Legal Proceedings, etc. 

65. A certificate of registration of a trade mark to be used in legal proceed- 
ings or for any other specified purpose will be issued upon application, but such 
certificate shall have specified on the face thereof the purpose for which it is 
issued. 

Appeaw to the Court. 

Appeal to Court. 

66. When any person intends to appeal to the Court, such appeal shall be 
made by motion in the usual way, and no such appeal shall be entertained unless 
notice of motion be given within one month from the date of the decision appealed 
against or within such further time as the Registrar shall allow. 

Repeal. 

67. Regulation No. 1 of 1915 is hereby revoked. 
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United States Practice. 

Trade Secrets. 

Supreme Court, 

E. I. Du Pont Dt Nemours Powder Company and Du Pont Fabrikoid Company, 

Petitioners v. Wai^ter E. Masi^and et al. 
Injunction— 56--AGAINST Disclosure op Trade Secrets. 

Defendant in a suit to prevent the use or disclosure of secret trade processes 
the knowledge of which was acquired by him while in the plaintiffs' employ, may 
be enjoined from disclosing any of such alleged processes to experts or wit- 
nesses produced during the taking of proofs, . . . excepting defendants' coun- 
sel .. . it being understood that if, in the opinion of the trial judge, it is or 
should become necessary to reveal the secrets to others, it will rest in his dis- 
cretion to determine whether, to whom, and under what precautions the revelations 
should be made. 
[No. 210] 

Argued May 4, 1917. Decided May 21, 1917. 

On Writ of Certiorari to the United States Circuit Court of Appeals' for the 
Third Circuit to review a decree which reversed a decree of the District Court 
for the Eastern District of Pennsylvania, enjoining defendant in a suit to prevent 
the use or disclosure of trade secrets, from disclosing such secrets to experts or 
witnesses produced during the taking of proof. Reversed and remanded for fur- 
ther proceedings. 

See same case below, 140 C. C. A. 229, 224 Fed. 689. 

The facts are stated in the opinion. 

Messrs. Bdwin J. Prindle, Warren H. Small, John P. Laffey, and Kenneth S. 

Neal for petitioners. 
Messrs, George Wharton Pepper, John G. Johnson, and Frank Smith for 

respondents. 
Mr. Justice Hoi^mes delivered the opinion of the court : 
This is a bill to prevent the defendant Walter E. Masland from using or dis- 
closing secret processes the knowledge of which was acquired by the defendant 
while in the plaintiffs' employ. The defendant admits that he intends to manufac- 
ture artificial leather, to which some of the plaintiffs' alleged secret processes relate, 
but denies that he intends to use any inventions, trade secrets, or secret processes 
of the plaintiffs that he may have learned in any confidential relation, prefacing his 
denial, however, with the averment that many of the things claimed by the plain- 
tiffs are well known to the trade, A preliminary injunction was refused at first 
216 Fed. 271. But before the final hearing the defendant proposed to employ one 
or more experts and to make such disclosures to them as the preparation of the 
defense might require. Thereupon the district court issued a preliminary injunction 
against disclosing any of the plaintiffs' alleged processes to experts or witnesses 
during the taking of proofs, but excepting counsel, with leave to move to dissolve 
the injunction if occasion to consult experts arose. Later a motion to dissolve was 
denied and the hearing was continued for a decision by the appellate court 222 
Fed. 340. The circuit court of appeals reversed the decree. 140 C. C. A. 229, 224 
Fed. 689. Before any further order was entered the writ of certiorari was granted 
bv this court 

The case has been considered as presenting a conflict between a right of prop- 
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erty and a right to make a full defense; and it is said that if the disclosure 
is forbidden to one who denies that there is a trade secret, the merits of his defense 
are adjudged against him before he has a chance to be heard or to prove his 
case. We approach the question somewhat differently. The word "property" as 
applied to trade marks and trade secrets is an unanalyzed expression of certain 
secondary consequences of the primary fact that the law makes some rudimentary 
requirements of good faith. Whether the plaintiffs have any valuable secret or 
not the defendant knows the facts, whatever they are, through a special confidence 
that he accepted. The property may be denied, but the confidence cannot be. There- 
fore the starting point for the present matter is not property or due process of 
law, but that the defendant stood in confidential relations with the plaintiffs, or 
one of them. These have given place to hostility, and the first thing to be made 
sure of is that the defendant shall not fraudulently abuse the trust reposed in 
him. It is the usual incident of confidential relations. If there is any disadvantage 
in the fact that he knew the plaintiffs' secrets, he must take the burden with the 
good. 

The injunction asked by the plaintiffs forbade only the disclosure of processes 
claimed by them, including the disclosure to experts or witnesses produced during 
the taking of proofs, but excepting the defendant's counsel. Some broader and 
ambiguous words that crept into the decree, seemingly by mistake, may be taken as 
stricken out and left on one side. This injunction would not prevent the defendant 
from directing questions that should bring out whatever public facts were near- 
est to the alleged secrets. Indeed, it is hard to see why it does not leave the plain- 
tiffs' rights somewhat illusory. No very clear ground as yet has been shown 
for going further. But the judge who tries the case will know the secrets, and if, 
in his opinion and discretion, it should be advisable and necessary to take in 
others, nothing will prevent his doing so. It will be understood that if, in the 
opinion of the trial judge, it is or should become necessary to reveal the secrets 
to others, it will rest in the judge's discretion to determine whether, to whom, 
and under what precautions, the revelation should be made. 

Decree reversed and case remanded for further proceedings in conformity with 
this opinion. (From 37 Supreme Court Reporter, West Publishing Co., July 1, 
1917.) 



Trade Marks. 

Goodrich Drug Company v. Cassada Manufacturing Company. 
Decided February, 5, 1917. 

1. Trade-Marks — Similarity — Doubt. 

If a doubt exists as to similarity of marks that would lead to confusion, 
it should be resolved for the protection of the public, in whose interest the 
prohibition of the statute as to registration of trade-marks likely to create 
confusion in trade was enacted. 

2. Same — Same — Dissimiuarity of Label. 

That registrant's label and package are dissimilar to those used by 
appellant is immaterial in determining the actual conflict between the marks. 
The label and the box are no part of the mark and can be changed at will. 

3. Same— Same— "Velveute" and "Velvetina." 

The mark "Velvelite," for face-powder, Held to be similar to the mark 
"Velvetina," for the same goods, and likely to lead to. confusion. 
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Mr. C. A. Poster and Mr. W. A. Johnston for the appellant- 
Mr. H. N. Paul, Jr., for the appellee. 
Vai^ Orsdei<, /.: 

This appeal is from the decision of the Commissioner of Patents denying the 
petition of appellant Goodrich Drug Company for cancelation of a trade-mark 
registered by appellee Cassada Manufacturing Company. The Commissioner re- 
Versed the decision of the Examiner of Interferences. 

The registered trade-mark of appellee company is the word "Velvelite." The 
mark of appellant company, upon which the request for cancelation is based, is 
the word **Velvetina." Both marks are used on face-powder. That appellant 
company adopted and used its mark long prior to the date of the adoption of its 
mark by appellee company is conceded. We have, therefore, the single question 
of similarity of marks, no existence of actual confusion in trade having been 
proven. 

In this sort of a case, little aid is to be secured from the decisions of the 
courts in similar cases. The decision, after all, must be based largely upon the im- 
pression conveyed to the mind of the, court as to the probajble resuh of the use of 
these marks upon the same kind of goods. That it would be likely to lead to con- 
fusion we have no doubt. But, if a doubt existed, it should be resolved for the 
protection of the public in whose interest the prohibition of the statute as to the 
registration of trade-marks likely to create confusion in trade was enacted. 

We think the Assistant Commissioner fell into error in turning his decision 
upon the following ground: 

There have been two points brought out by the record that are decisive of this 
case, first, the dissimilarity of registrant's entire label as compared with that of the 
Goodrich Drug Company, the labels of the Cassada Manufacturing Co. being all 
gilt labels, and even the shape of the box in which the powder is put up is so 
unlike that of the Goodrich Company that there is evidently no intention of the 
Cassada Manufacturing Co. to mislead purchasers by the general appearance of its 
packages and labels. 

These matters of dissimilarity should be of little concern .in determining the 
actual conflict between the marks. The label and box are no part of the mark 
and can be changed at the will of the user. Hence, instead of being a distinction, 
they may become an inducement to deception and an aid in accomplishing the very 
thing which the statute aims to prevent. 

The decision of the Commissioner of Patent's is reversed, and the clerk is 
directed to certify these proceedings as by law required. 

Reversed. (From 237 Official Gazette, 918. 



Trade Marks. 

Commissioner's Decisions, 

The Coca-Coi,a Company v. Cave. 

Decided June 15, 1917, 

Trade Marks — Opposition — ^Motion to Dismiss. 

An opposition should not be dismissed on motion and without opportunity 
of taking proofs except in a very clear case. 
Same— Same— Coca-Cola and Ko-Co-Lem-A. 

Where the marks "Coca-Cola" and "Ko-Co-Lem-A" are used upon the 
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same goods, have the same number of syllables, begin and end with the same 
syllables, and are in the same style of lettering. Held the marks are not so 
unlike that the opposition should be dismissed on motion without taking proofs. 
Appeal from Examiner of Interferences. 

TRADS MARK ^OR SODA-FOUNTAIN SYRUP. 

Mr. Harold Hirsch, Messrs. Reed and Rogers, and Mr, Francis H. Phelps for 
The Coca-Cola Company. 

Mr. B. P. Hartjs for Cave. 
Ci,AY, Assistant Commissioner. 

Appeal from dismissal of an opposition to registration of a trade-mark. 

Ray Cave appears to have lately adopted and applied for registration of the 
term "Ko-Co-Lem-A" as a mar kfor soda-fountain syrup, the labels filed with his 
application showing also that he does business as the "Ko-Co-Lem-A Co." Regis- 
tration was opposed by the Coca-Cola Co. on the ground that it has for many years 
used the similar trade-mark "Coca-Cola" for the same goods, having registered 
its mark in 1893, (No. 22,406). The opposer also pointed out that it« natne "Cora- 
Cola" had always been written in a peculiar style of lettering, which the applicant 
has imitated. On a demurrer resting substantially on the contention of no con- 
fusing resemblance of the marks of the parties the Examiner of Interferences held 
that the common part of the marks, — i. e., the term "Coca" or "Coko" — is a common 
term descriptive of the cocoa-bean, and therefore not to be "regarded as the es- 
'sential part of the mark of either party," wherefore he found the marks tmlike 
and the case not open to question enough to go to proofs. 

I think there has been too strict an analysis of the marks and too little weight 
given their whole significances. I can think of no proper reason why the applicant 
chose a term which uses the same number of syllables, begins and ends with the 
same syllables, and employs the same lettering, including the same initial and final 
flourishes in the lettering. He is under suspicion because he did not take care to 
adopt a — 

mark by which the goods of the owner . . . may he distinguished from 
other goods of the same class, 
as contemplated by the statute, (sec. 5). If he was really using "Coco" as a 
descriptive term, he might be naturally expected to call his goods "Lemakoco" 
rather than "Ko-Co-Lem-A." There should be opportunity for proofs. 

The Examiner's ruling is reversed. (From 240 The Official Gazette, 941.) 



Patents. 

U. S. Circuit Court of Appeals — Third Circuit. 

Westinghous^ Traction Brake Co. v. Christensen et al. 

Decided July 3, 1917. 

Patentability — Second Patent for Same Invention — Correction of Mistake — 

Not Reissue. 

Patent 621,324 was issued March 21, 1899, with a sheet of drawings which had 
been eliminated by amendment. The patentee returned the Letters Patent and 
demanded new letters that would omit the sheet referred to. He did not apply 
for a reissue, but the Commissioner granted the demand, and on October 17, 1899, 
canceled the old letters and issued the new patent, identical except for the omitted 



Digitized by VjOOQ IC 



y76 UNITED STATES PRACTICE 

sheet, and running 17 years from its own date, Held "The second patent was not 
a reissue, for it did not conform to section 4916, and it was not confined to cor- 
recting a mistake under Rule 170, for it went beyond the mistake and modified the 
first patent in a« vital particular, namely, in its date of expiration. Therefore 
as the Commissioner had no warrant in the law for what he did {McCormick Co. 
V. Aultman, 169 U. S., 608), we see no escape from the conclusion that the second 
patent was invalid and must now be so adjudged.'' 

Petition for writ of certiorari. 

Mr, Thomas B. Kerr and Mr. Paul Synnestvedt for the petitioner. 
Mr. Willet M. Spooner for the respondent. 

Before Buffington, McPherson and Woow^ey, Circuit Judges. 
McPherson, Cir. J. : 

In the District Court for the Western District of Pennsylvania, this was a suit 
in equity charging the infringement of several patents, Christensen and the AUis- 
Chalmers Co. being the plaintiffs, and the Westinghouse Traction Brake Co. being 
the defendant. The bill was filed in March, 1916, and the answer, in the month 
following. On February 13, 1917, the plaintiffs moved for leave to dismiss the 
bill, and on February 24th the court granted the motion, entering an order of 
dismissal at the plaintiff's costs without prejudice to their rights, and providing 
that the depositions theretofore taken might be used in any other subsequent or 
pending litigation between the plaintiffs and the defendant. On April 23 the de- 
fendant presented to the court of appeals the pending petition, which sets forth in 
substance — 

That in the bill the Brake Co. was charged with infringing three Letters 
Patent, (two others being added by amendment), two of the first three covering 
identically the same invention and both having been granted to Christensen a few 
months apart — these patents being No. 621,324, issued March 21, 1899, and No. 635,- 
280, issued October 17, 1899, each for the full term of seventeen years from 
its date: that the bill explains this unusual situation as follows: When the first 
patent issued on March 21, it contained (probably by inadvertence in the Office) a 
sheet of drawings that the patentee had ordered to be canceled during the proceed- 
ing before the Examiner. Several months later the patentee sent the letters back 
and demanded new letters that would omit the sheet referred to. He did not apply 
for a reissue, but the Commissioner granted the demand and on October 17 
canceled the old letters and issued new letters identical therewith (excepting the 
sheet), but running for seventeen years from its own date: that the answer admits 
these facts, and sets up the invalidity of the second patent on the ground that it 
' was a later grant to the same man for the same invention : 

That in addition to the facts thus charged and admitted, the bill also shows 
that the question of validity between the two patents has become important, be- 
cause the bill also avers that the plaintiff's machines were marked under the second 
patent, but contains no such averment as to marking under the first patent — this 
being a matter that affects the accounting, if the first patent should be adjudged 
valid over the second; that the dates show that both patents have now expired, al- 
though if the first patent continued to be in force it did not expire unil several days 
after the bill was filed; that as no injunction can now issue under either pat- 
ent, the bill presents only a question of recovery and accounting, so far as 
these two are concerned; whichever patent be valid over the other, the district 
court had in the pleadings, without regard to any other consideration, all the 
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facts needed for a decision of this question on the merits, the bill submitting 
the question as an issue to be determined by the court, and praying for an in- 
junction alternatively under the first patent or the second. The petition goes 
on to aver that the answer not only sets up a number of prior patents and 
prior uses, but pleads specially that the second patent was invalid by reason 
of the prior issue of the first. 

The petition further avers, that both parties took testimony de bene esse 
and filed the depositions in court, the plaintiffs taking the testimony of ten 
witnesses, ofiFering in connection therewith a number of exhibits, and introduc- 
ing also a stipulation which in substance restates the facts set up in the bill 
and answer regarding the relation between the two patents; that afterward 
the plaintifiFs by amendment added two other patents to. their bill, and that 
to these an amended answer set up the defenses of laches, failure of marking 
and of notice, non-infringement, and lack of validity; that the defendant asked 
leave to amend its answer further so as to set up as a counter-claim a certain 
infringement by the plaintiffs, but that this motion was denied, (235 Fed., 898) ; 
that on March 13, 1916, the plaintifiFs brought a similar suit against the pe- 
titioner in Chicago, based upon the same three patents originally set up in the 
present suit, and that the defendant filed an answer to the Chicago suit, since 
which time nothing has been done therein, the plaintiffs electing to proceed 
in the Pittsburgh action; that the case in Pittsburgh was put down for trial 
and was called in November, 1916, being finally fixed for trial on January 
22; that on January 20 the plaintifiFs were granted a postponement until Febru- 
ary 13, although the petitioner with its counsel and witnesses was then pre- 
pared to proceed; that the petitioner made ready again for the trial- fixed for 
February 13, but that a day or two before that date the plaintifiFs gave notice 
of a motion for leave to dismiss the bill without prejudice; that the petitioner 
opposed the motion on the ground that the granting thereof would deprive 
it of substantial rights, and that before the motion for leave to dismiss was de- 
cided the petitioner moved — 

for judgment upon the pleadings and proofs already filed — 
as to the three patents originally contained in the bill, alleging that all the 
facts necessary to judgment concerning the first two patents at least were 
already in the bill and answer, so that nothing else was needed as to them 
except a decision on the legal points involved; that affidavits and brief* were 
filed in support of the motions and in opposition thereto, and that argument 
was had, after which the dismissal was allowed on the conditions already 
stated; but that the petitioner's motion for judgment was denied on the ground 
that the case had not come on for trial, and that the stipulations of counsel 
and the exhibits were not in evidence, the court saying at the same time — 

if it were a question determinable upon reading the bill and answer the 
ruling of the court might be dififerent. 

That the petitioner thereupon moved for a rehearing of its motion for 
judgment as to the first two patents, insisting that such motion was determin- 
able upon the bill and answer, and that the petitioner was therefore entitled 
to have the case decider! in order to end the litigation; that the district court 
declined to pass upon the motion for rehearing on the ground that the case 
was no longer before the court. 

The petitioner alleges that the action of the district court in allowing the 
plaintifiFs to dismiss, and in declining to pass upon the motion for a rehearing, 
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deprived it of rights to which it was entitled under the law and the equity 
rules, especially under Rule 69, and moreover that ^uch action deprived it of 
its right of appeal. The petitioner therefore prays for a writ of certiorari 
to bring up the record to the court of appeals in order that the matters set 
up in the petition may be reviewed; or, in the alternative, for a mandamus di- 
recting the district court to try and determine the issues raised by the bill and 
answer with respect to the first two patents. 

The petition was filed in this court on April 17, and notice was given that 
the court would be applied to on April 23. The application was then made 
ex parte, and after consideration thereof the matter was set down for argument 
on June 15. On that day counsel for both sides appeared, and, after discussing 
the point whether the remedy sought to be invoked was appropriate, they 
agreed at bar that the merits of the controversy should be heard in reference 
to the first two patents, and accordingly argument was had thereon. Inform- 
ally therefore, but with complete effect, the case is before us as if a certiorari 
had been actually issued and the record returned in obedience thereto. This 
agreement relieves us from considering any preliminary question concerning 
procedure, and we turn at once to the dispute concerning the respective validity 
of the first two patents. The petitioner concedes that the propriety of the 
district court's order, so far as it affects the other three patents, is not before 
us, and it must be understood that as to these the bill stands dismissed. 

The two patents in controversy were before the Court of Appeals for the 
Seventh Circuit in National Brake Co, v. Christensen, (239 Fed., 564), and the 
opinion of that court contains the following paragraphs: 

Letters Patent No. 621,324 were issued March 21, 1899. Included 
therein was a sheet of drawings which had formed part of the original 
application, but had been eliminated therefrom and^ made part of a sepa- 
rate aplication after a division. The patentee at once rejected the Let- 
ters Patent, returned them for cancellation,and because of the error there 
was issued to him Letters Patent No. 635,280 on October 17, 1899. The 
latter patent in terms ran for 17 years from its date. 

Suit was begun on both patents, alleging an infringement of the in- 
vention, and asking that, if the 'latter should be deemed invalid because 
not issued in conformity with the reissue statute (R. S., sec. 4916; Comp. 
*Stat., 1913, sec. 9461), the attempted cancellation of the former should 
be deemed a nullity. 

* ♦ ♦ ♦ ♦ 

It is of no moment which of the two patents be held to be in force. 
The surrender for cancellation of the one was conditioned upon the grant 
of a valid legal substitute. If the Commissioner of Patents was without 
authority to issue the second, then in our judgment his action in can- 
celing the first must be deemed legally ineffective. We agree, how- 
ever, with the learned trial judge that, while Christensen's procedure did 
not aim at a reissue, the situation is identical with that presented oa 
an application for reissue, and that, without formal application, the lat- 
ter patent might have been designated as a reissue. This is a case of 
a pure clerical error, not of double patenting. While two documents 
have been issued, there is but a single grant of one and the same right 
to the same person. 

That the second patent was erroneously granted for a term of 
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17 years from its date does not nullify it. The law itself prescribes the 
term of a patent; 17 years is the maximum. It may for several reasons 
expire at an earlier date. The failure properly to limit the term no more 
affects the validity in this case than it does in a case where, because 
of a prior foreign patent having a shorter term, the United States pat- 
ent by law expires before the end of the 17 years specified in the docu- 
ment. 
(A certiorari to review the decree of the court of appeals was refused 
by the Supreme Court; 241 U. S., 659). The opinion in the district court 
has not been reported, but we have examined a copy, and the following extract 
will show the view that was taken by Judge Geiger: 
The questions arising in the case are: 

(1) Whether Letters Patent No. 635,280 are valid, — defendant con- 
tending that they were issued without authority; that the irregularity, 
if it be one of attaching to Letters Patent No. 621,324, the additional 
sheet, was subject to correction only through the medium of a reissue. 
An amendment to the bill was permitted to enable complainants to pre- 
sent all the facts, now conceded to be as above stated. If defendant is 
right in contending that the Commissioner of Patents was without power 
to grant the second patent, it ought to follow that he also lacked 
power to accept surrender of and to cancel the first grant. So too, if 
the situation was such that complainant was entitled to a reissue, there 
is nothing in the reissue statute which precludes us from treating the 
second as, in effect, a reissue, except the fact that it fails to limit the term 
to that of the first patent. While the procedure adopted by Christensen 
may not conform to nor have been followed with the express design of 
obtaining a reissue, the facts brought to the Commissioner's attention 
are identical with those which would have been averred and presented 
upon an application for reissue; and, even without formal application 
for reissue, the Commissioner could, in my judgment have disposed of 
Christensen's application by designating Patent Number 635,280 as a 
"reissue." In every aspect of the case, it appears that the Government 
has allowed and granted a patent embodying the claims which, in the 
two documents, are identical. Whether the patent be evidenced by 
one, the other, or both, is not in view of the issues now here, ma- 
terial. Complainants' contention that, even though the second pat- 
ent on its face extends the term of the monopoly beyond that per- 
mitted by statute, the court may, when necessary to protect the public or a . 
party, give the instrument its actual limitation and effect, strikes me as fair 
and entirely consistent with the spirit of the patent laws. In other words, 
there is no reason why the irregularity of procedure should work a 
default or a total lapse in the patentee's right or title, especially as 
against one who has not been injured or misled, nor from whom relief 
is sought in reliance upon the irregularity. The question, upon the pres- 
ent state of the case, is therefore, academic only. 
We think it clear that the question now presented was not directly de- 
cided in the seventh circuit. As the suit there was begun in December, 1906, 
when both patents were only between seven and eight years old, the question 
which patent was in force was "academic." One or the other was valid, 
and as the invention was identical the infringer was not harmed by being en- 
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joined under one rather than the other. In point of fact the injunction was 
under the second patent, and this is the decree that was affirmed, although 
the opinion of the court of appeals may be thought to lean toward the view 
that the first patent continued to be in force, and that the second patent had 
been erroneously granted. 

But, while it might be regarded as a matter of indifference under which 
patent an injunction should be granted, the situation is changed when the 
question of accounting is presented. The two patents have different dates of 
expiration, and the question of marking is also to be considered. We are 
therefore required now to decide between the two, for confessedly both 
cannot be valid, and in our opinion the decision should be in favor of the 
first patent. The mistake could have been corrected under Rule 170 of the 
Patent Office — such rules if not inconsistent with law having the force of a 
statute, (Rev. Stat., sec. 483; Steinmetz v. Allen, 192 U. S., 556; Caha v. U. S., 
152 U. S., 221; Wilkins v, U. S., C. C. A. 3d; 96 Fed., 841)— which provides as 
follows: 

Whenever a mistake, incurred through the fault of the Office, :s 
clearly disclosed by the records or files of the Oflfice, a certificate, stat- 
ing the fact and nature of such mistake, signed by the Commissioner of 
Patents, and sealed with the seal of the Patent Office, will, at the re- 
quest of the patentee or his assigneee, be indorsed without charge upon 
the Letters Patent, and recorded in the records of patents, and a printed 
copy thereof attached to each printed copy of the specification and draw- 
ing. 

Whenever a mistake, incurred through the fault of the Office, con- 
stitutes a sufficient legal ground for a reissue, such reissue will be made, 
for the correction of such mistake only, without charge of Office fees, 
at the request of the patentee. 
Or if, because of the mistake, the specification had become either "defec- 
tive or insufficient," (Hobbs v. Beach, 180 U. S., 394), the patentee had the right 
to apply for a reissue under section 4916 and the appropriate rules of the 
Office. Instead of pursuing either of these Courses, the patentee merely asked 
for a summary and irregular correction of the mistake, and the Commissioner 
complied with this request. Now, if the Commissioner had merely omitted 
the sheet of drawings and had given to the second patent the same date of 
expiration as the first, no possible harm could have been done, and his action 
might perhaps have been regarded as taken within the general scope of 
Rule 170, although it did not exactly comply with the requirements of that 
rule. But when he undertook to fix a new date of expiration, thus prolonging 
the life of the patent, he did what he had no lawful right to do. The second 
patent was not a reissue, for it did not conform to section 4916, and it was 
not confined to correcting a mistake under Rule 170, for it went beyond the 
mistake and modified the first patent in a vital particular, namely, in its date 
of expiration. Therefore, as the Commissioner had no warrant in the law for 
what he did, (McCormick Co. v. Aulfman, 169 U. S., 608), we see no escape 
from the conclusion that the second patent was invalid and must now be so 
adjudged. 

To avoid misunderstanding, and if possible to prevent further controversy 
on several points, we may add that the petitioner is at liberty to urge any 
defense that may be available under its answer, with the same effect as if the 
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bill had been originally brought under the first patent. On these matters we 
decide nothing, and we express no opinion upon the question (1) whether, 
in view of the date when the bill was filed, the remedy in equity was open to 
the plaintiffs; or upon the question (2) to what extent the petitioner is liable 
to account in case the equitable remedy be adjudged to have been available, 
and the petitioner be found to have infringed. 

The decree of dismissal is therefore reversed so far, and so far only, as 
it affects the two patents referred to, and the bill is reinstated for further pro- 
ceedings in conformity with this opinion. (From 240 The Official Gazette, 1167.) 
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Adjudicated Patents. 

No. 79Z,722>. Herman. Folding cot. Held not anticipated, valid, and in- 
fringed. 229 F. R., 1002. 

No. 814,786. Johnson. Talking machine. Construed and held not infringed. 
229 F. R., 999. 
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No. 926,518. Thomson. Car-axle lighting system. Held void for lack of 
invention in view of the prior irt. 229 F. R., 990. 

No. 1,028,284. Ruud. Water-heater. Held not anticipated, valid, and (claims 
2, 3 and 5) infringed, and (claims 1, 4, and 6) not infringed. 229 F. R., 995. 

No. 1,060,550. Johnson. Talking machine. Construed and held not infringed. 
229. F. R., 999. 

590,133 (reissue No. 11,751), and Nos. 611,563, 649,437, and 672,414, for 
improvements. Corby and Corby. Machine for working and shaping dough. Held 
void as to certain claims and not infringed as to others. 230 F. R., 142. 

No. 780,664. Joy. Printing-telegraph receiver. Claim 12 as modified by 
disclaimer construed and held not anticipated, valid, and infringed. 230 F. R., 164. 

No. 851,276. Bushong. Loose-leaf binder. Held (Claims 36, 3', and 46-52) 
valid, but not infringed. 230 F. R., 120. 

No. 842,262. Snell. Mixing machine. Held not anticipated, valid and in- 
fringed. 230 F. R., 164. 

No. 878,340. Bushong. Loose-leaf -binder. Held (claims 13, 14, 24) valid and 
infringed; (18, 22, 23) valid, but not infringed; and (claim 19) void as too broad 
in view of the prior art. 230 F. R., 120. 

No. 862,120. Victor. Mechanical movement for washing-machines. Held 
valid and infringed. 230 F. R., 117. 

No. 912,802. Bruce. Water- softening apparatus. Held (claim 5) not an- 
ticipated, valid and infringed. 230 F. R., 157. 

No. 841,757. Bushong. Loose-leaf -binder. Held (claims 13, 15, and 16) not 
anticipated, vahd, and infringed. 230 F. R., 120. « 

No. 614^79. Walker. Tilting bin. Held valid an^ infringed. 230 F. R., 453. 

No. 695,220. Lyndon. Electromechanical water-wheel governor. Construed 
and held not infringed. 230 F. R., 457. 

No. 891,776. Kirby. Vibrator for movement-cure purposes. Held not antici- 
pated, valid, and infringed. 230 F. R., 430. 

No. 901,815. McConnell. Chock attachment for cars, as limited by the prior 
art. Held not infringed. 230 F. R., 444. 

No. 908,649. Curry. Tool for twisting ties. Held valid and infringed. 230 
F. R., 422. 

No. 1,002,649. Coss. Bow-sockets for carriagetops. Held void for lack 
of invention. 230 F. R., 455. 

No. 651,031. Gallagher. Brake-shoe. Held not anticipated, valid, and 
infringed. 230 F. R., 621. 

No. 723,299. Parsons. Armor for pneumatic tires. Held infringed by the 
device of the Frambach and Carrington patent, No. 1,096,101. 230 F. R., 637. 

No. 733,288. Shuman. Removable pile for forming concrete piling, and No. 
639,268, for process of making concrete piles. Held void for lack of invention in 
view of the prior art. 230 F. R., 648. 

No. 874,174. Elliott and Faber. Turbines. Held valid and infringed. 230 
F. R., 604. 

No. 919,109. Yancey. Seining apparatus. Held entitled to the benefit of equiva- 
lents and as so construed infringed. 230 F. R., 641. 

No. 983,032. Elliott and Faber. Turbines. Held valid and infringed. 230 
F. R. 

No. 983,032. Elliott and Faber. Turbine for operating a boiler-tube cleaner. 
Held valid and infrineed. 230 F. R.. 614. 
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No. 983,034. Elliott and Faber. Rotary, motor. Held vdid and infringed. 230 
F. R., 604. 

No. 1,019,771. Elliott. Improvements on a rotary air-motor. Held void 
for lack of invention. 230 F. R., 614. 

No. 1,045,134. Elliott. Rotary air-motor. Held valid and infringed. 230 
F. R., 614. * 

No. 1,053,055. Elliott. Improvements on a rotary air-motor. Held void for 
lack of invention. 230 F. R., 614. 

No. 1,055,672. Slick. Method of reforging worn car-wheels embodied in patent. 
Held not to disclose patentable invention. 230 F. R., 627. 

No. 673,419. Byers. Draft-rigging for railway-cars. Held (claims 3, 5, and 6) 
valid and infringed; other claims not infringed. 230 Fi R., 831. 

No. 747,686. Creveling. System of electrical regulation. Preliminary injunc- 
tion against infringement denied. 230 F. R., 848. 

Nos. 918,306 and 918,307. Fessenden. Method and apparatus for wireless 
signaling. Held void for lack of invention; also not infringed. 230 F. R., 829. 

No.- 524,130. Byerley. Process of making petroleum asphalt and the product 
of such process. 230 F. R., 995. 

No. 627,430. Levy. Process and apparatus for etching metal plates. Con- 
strued and held not infringed. 231 F. R., 146. 

No. 656,062. Van Kannel. Revolving door. Held valid and infringed as to 
claims 2 and 8; claim 7 held not infringed. 231 F. R., 166. 

No. 687,499. Dean. Telephone-transmitter. Held void for want of novelty 
as to certain claims and not infringed as to the remaining clai*ms. 231 F. R., 190. 

No. 741,385. Terry. Steam-turbine. Held not anticipated, valid, and infringed. 
231 F. R., 162. 

Nos. '758,574 and 758,575. Werk. Oil-press mat. Held void for lack of 
novelty. 231 F. R., 121. 

No. 779,533. Dean. Harmonic selective signaling system. Held not infringed. 
231 F. R., 197. 

No. 784,872. Manson. Telephone-switchboard relay. Held (claims 1, 2, 3, 
5, 6, and 8) void for anticipation in the prior art, and also not infringed if con- 
ceded validity. 231 F. R., 194. 

No. 836,843. Van Kannel. Revolving door. Held (claims 1 and 2) void for 
lack of invention and claim 13 not infringed. 231 F. R., 166. 

No. 899,886. Mitchell. Coke-oven. Held void for lack of invention. 231 
F. R., 131. 

No. 1,102,519. Lande. Sash-lock. Held (claims 1 and 2) valid and infringed. 
231 F. R., 201. 

No. 1,103,629. Sternberg. Window-lock, conceding its validity. Held not 
infringed. 231 F. R., 201. 

No. 13,776 (Reissue— Original No. 1,097,600). Macbeth. Formula and process 
for making glass. Held void for abandonment and prior public use. 231 F. R., 183. 

No. 13,876 (Reissue— Original No. 1,097,803). Hinman and Hinman. Cow- 
milking machine. Held valid and infringed. 231 F. R., 174. 

No. 29,201 (Design Patent). Bray. Design for lacing hook. Held void for 
lack of invention. 231 F. R., 170. 
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VIRGIN ISLANDS— ADVERTISEMENTS 



Virgin Islands. 

Patents. Trade Marks. Extension of United States Protection. Official 
Order of August 14, 1917. 

NAVAL GOVERNMENT 

VIRGIN ISLANDS OF THE UNITED STATES ♦ 

Government House 

St. Thomas. 

PUBLICATION 

Residents of the Virgin Islands of the United States may apply for a patent 
or a trade mark registration, to the Commissioner of Patents, United States 
Patent Office, Department of the Interior, Washington, D. C. 

Patent and trade mark certificates granted by the United States may be 
registered in the Virgin Islands of the United States, in the Office of the Govern- 
ment Secretary, upon payment of a fee of .Francs 25. and the expenses of the 
publication of the fact of registration. 

Upon payment of the required fee and expenses, the Government Secretary 
shall cause a notice of the registration to be published i*i the newspapers of St. 
Thomas and in the newspapers of St. Croix. 

Upon such publication the protection to such patents and trade marks granted 
by the United States shall be extended and enforced in the Virgin Islands of the 
United States, and all persons and parties will be bound by such notice of the 
rights of patentee and registrant of trade marks. 

Navai, Government of the Virgin Islands of 

THE United States, August 14, 1917. 
(Signed) James H. Oliver, 

Governor. 



* Formerly the Danish West Indies. For provisions of the Treaty of Cession of 
August 4, 1917, relating to patents and copyrights, see 15 P. & T. M. Rev., 131. 
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No. 353 (Supplemental), of Dec. 1, 1915. (Trans.) 43 

Patents. Designs, trade Marks. Models. Applications. Convention. Priority.' 
Reciprocity with United States. * Decree No. 426, of Dec. 23, 1916. 

(Trans.) 163 

BELGIUM (GERMAN OCCUPATION). Patents. Working. * Official Statement. 

(Trans.) 327 

BOLIVIA. Patents. Proposed New Law 64, 67 

Patents. Law. Decree of Nov. 17, 1916. Effective Jan. 1, 1917. (Trans.) 167 

BOOKS RECEIVED 159 

BRAZIL. Patents. Action for Nullification. Patent Sustained. Decision 357 

Patents. Trade Marks. Fees, Increase. (Notice.) 131 

Patents. Trade Marks. Copyright. Legal Procedure. Jurisdiction of District 

Judges. Law No. 221, of Nov. 20, 1894. (Trans.) 99 

Trade Marks. Firms and Commercial Names. Decree No. 916, of Oct. 29, 1890. 

(Trans.) 13$ 

Legal Actions. Courts. Jurisdiction. Decree No. 3,084, of Nov. 5. 1898. (Trans.) lOa 
Regulation for Execution of Law No. 1,236, of Sept. 24, 1904. Decree No. 

5,424, of Jan. 10, 1905. (Trans.).. 73 

Similarity. "Sanatogen." "Sanagen." Nullification. Decision 358 

Trade Marks. Labels. Foodstuffs. Beverages. Pharmaceutical Products. Law 

No. 452, of Nov. 3, 1897. (Trans.) 72 

CANADA. Patents. Applications. Claims. British Form Permitted. Official Memo- 
randum, of May 2, 1910. (Text.) 227 

Trade Marks. "Anzac." Prohibition of Use. Regulation of March 30, 1917. (Text.) 195 
"Javal" Water. Infringement of Unregistered Directions Held Not Illegal. 

Decision ■, 131 

Surname. "Horlick's." Distinctive. Valid. Decision on Appeal 230 

CHILI. Patents. Patents of Improvement. Decree (Supplemental), of Sept. 1, 1916. 

(Trans.) ; 38 

Trade Marks. Expiry. Renewal Delayed by Force Majeure. Infringement. "Glyco- 

Thymoline. "Glicotimolina." Decision 3 

•CHINA. Patents. Trade Marks. Protection. Status. Consular Report, Sept; 21, 

1916. (Text.) 39 

•COMMONWEALTH OP AUSTRALIA. See Australian Commonwealth. 
COSTA RICA. Trade Marks. Public Knowledge of Foreign Mark Used in Local Com- 
merce a Bar to Registration by Another. "Canadian Club." Decision and 

Resolution of Oct. 25, 1916. (Trans.) 37 

Trade Marks. Pan American Trade Mark Convention. Ratification. (Notice.) 3 

CUBA. Trade Marks. Applications. Publication. Oppositions. Decree. (Amendatory), 

No. 312, of Feb. 28. 1917. (Trans.) •• 167 

Trade Marks. Designs. Models. Applications. Publication. Opposition. Decree 

No. 225, of Feb. 14, 1917. (Trans.) 165 

DANISH WEST INDIES (UNITED STATES). (Name changed to Virgin Islands, 
which see.) Patents. Copyright. Treaties. Rights Protected as Concerns 

United States. Treaty of Aug. 4, 1916. (Text.) .../ 131 

DENMARK. Patents. Applications. Convention. Priority. Extension of Terms. 

•(Notice.) 67 

Patents. Applications. Taxes. Temporary- Relief. Extension of Terms. * Notice of 

March 12, 1917. (Trans.) ...-.....;.... 324 

Trade Marks. Designs. Fees. Appeals. Renewals. Temporary Relief. . Extension 

of Terms. * Notice of March 12, 1917. (Trans.) ,,,.i,.,.. 324 



NWar Measures are indicated by a (*) mark. 

Digitized by VuOOQ IC 



1916-1917 INDEX.* VOI,. XV 

GERMANY. Industrial Property. Agents. Increased Charges. Notice 35 

Industrial Property. Alien Enemies. Rights. * Decree (Amendatory), No. 5,679, of 

Feb. 25, 1917. (Trans.) : 200 

■ Applications. Convention. Priority. American Holders. Status as Concerns 

War Measures. •Notice No. 5,843, of May 5, 1917. (Trans.) 259 

Applications. Convention. Priority. * Decree (Amendatory), of April 8, 1916. 

(Trans.) ,. 105 

Fees. Payments to Citizens or Residents of United States. Prohibited. (Notice.) 323 
German Holders in Enemy Countries. Discrimination. Inquiry by Imperial 

Patent Office. * Notice. (Trans.) 132 

Patents. Gebraughsmuster. Of Interest to National Defense. Publication Pro- 
hibited. * Notice of Feb. 8, 1917. (Trans.) 229 

Patents. Gebraughsmuster. Trade Marks. * Notice of Dec. 28, 1916. (Trans.).. 326 
Taxes. Publication. Temporary Relief. 'Decree of April 13, 1916. (Trans.) 105 
Patents. . Trad£ . Marks. American Holders. Abrogation of Certain Facilities. 

♦Notice No. 5,844, of May 6, 1917. (Trans.) 259 

GREAT BRITAIN. Designs. Type Fount. Considered in Relation to Copyright. De- 
cision 107 

Patents. American Holders. Reciprocal Treatment. • Official (Communication of 

Nov. 22, 191.6. (Text.) 104 

New Inventions. .Of Interest to National Defense. Disclosure to Government 

Required. * Order-in-Council (Amendatory), of Sept. 7, 1916. (Text.) 4 

Patents. . Designs. Trade Marks. Alien Enemies. Applications. Renewals. * Offi- 
cial Announcement of April 13, 1917. (Text.) 228 

GOLD COAST. COLONY. Patents. New Law. Ordinance No. 18, of Aug. 31, 1916. 

(Text.) 138 

HOLLAND. See Netherlands, The. 

HUNGARY. Industrial Property. Alipn Enemies. • Decree of Aug. IS, 1916. (Trans.) 48 
Patents. Applications. Publication. Optional Postponement. * Decree (Amendatory), 

of April 9, 1916. (Trans.) 99 

Taxes. Further Extension of Term for Payment. •Decrees No. 91,621, of 

Dec. 20, 1916, and No. 46,728, of June 26, 1917. (Trans.) 163, 355 

INTERNATIONAL UNION. Official Journals. Contents. 31, 61, .94, 124, 158, 198, 

253, 288, 319, 351, 381 

States of the Union for the IProtecti'on of Industrial Property, Jan. 1. 1917 134 

States op the Union for the Protection of Literary and Artistic Property, Jan. 1, 

1917 135 

ITALY. Patents. Foreign Holders. Decrees of Sept. 24, 1914, and Jan. 3, 1915 ,Made 

Laws by * Law No. 97, of Jan. 7, 1917. (Trans.) 291 

Patents. Of Utility to Railway Service. Optional Expropriation by State. * Pro- 
visional Decree of March 19, 1916. (Trans.) 8 

Patents. Secret Patents. . Foreign Holders. Practice. * Ministerial Circular of 

V June 12, 1917. (Trans.) 7 

Patents. Trade Marks. Monopolies. Alien Enemies. Neutral and Allied Nations. 

* Decree of March 22, 1917, and Correction 260, 291 

JAPAN. Trade Marks. "Ordinary" and "Foreign-Registered." Differentiation ,». . 103 

Trade Marks. Trade Names. "Eastman." Unauthorized Registration. International 

Convention. Decision. -^ ;....' 331 

iOHORE. Patents. Application. Non-Enemy Status. * Requirement. (Notice.) 323 
-AWS AND REGULATIONS. (Text, Translation, or Notice.) 

Argentina. Trade Marks. National Insignia. Practice Amended. Decree of 

Nov. 3, 1915. (Trans.) : V ^7 

Trade Names. Registration. Necessity. Resolution of Dec. 19, 1916 164 

Australian Commonwealth. Designs. Trade Marks. Branch Office at Sydney. 

• Notice of Aug. 30, 1916. (Text.) 40 

Patent Attorneys. Conflicting_ Interests. Regulations (Amendatory). Statutory 

Rules, 1916, No. 162, of July 26, 1916. (Text.) 11 

Patents. Applications Abroad. Permission Necessary. Regulation (Amendatory). -^ 
Under War Precautions Act, 1914-1916. • Statutory Rules, No. 161, of July 

26, 1916. (Text.) 11 

Patents. Of Interest to National Defense. Regulations (Amendatory) Under 
War Precautions Act, 1916. * Statutory Rules, 1916, No. 161, of Feb. 7, 

:i917. (Text.) 196 

Austria. Industrial Property. Alien enemies. * Decrees of Oct. 15, 1914, and Aug. 

16, 1916, (Trans.) , i 43, 44 

Industrial Property. .- Alien Enemies. Rujes. * Official Circular. Effective 

Aug. 17, 1916. (Trans.) 47 

Patents. Applications. Drawings. * Decree No. 197, of May. 2, 1917. (Trans.) 327 
Patents. Publication. Optional Extension of Term. * Decree No. 242, of 

. . Aug. 2, 1916. (Trans.) ,., 6 

Patents. Desings. Trade Marks. Applications. Convention. Priority. * De- 
cree No. 353 (Supplemental), of Dec. 1, 1915. (Trans.) 4? 

Patents. Designs. . Trade Marks. Models. Applications. Convention. Priority. 

Reciprocity with United States. .,♦ Decree No. 426, of Dec. 23, 1916. (Trans.) 163 
Belgium (German Occupation). Patents. Working. * Official Statement. (Trans.) 327 

Bolivia. Law. Decree .of No, 17, 1916. (Tans.) : 167 

Brazil. Patents. Trade Marks. Copyright. Legal Procedure. Jurisdiction of 

District Judges. Law No. 221, of Nov. 20, 1894. (Trans.) . . ' 99 

Trade Marks. Firms and Commecial Names. Decree No. 916, of Oct. 29, 

1890. (Trans.) ' 135 

Trade Marks. Legal Actions. Courts, Jurisdiction. Decree No. 3,084» of Nov. . , 

5, 1898. (Trans.); ' .". . . 108 

Trade Marks. Regulation for Execution of Law No. 1,236, of Sept. 24, 1904. 

Decree No. 5,424 of "Jan. 10, 1905. , (Trans.) ,... .: 73 

Trade Marks. Labels. Foodstuffs. Beverages. Pharmaceutical Products. Law ^ 

No. 452, of Nov. 3, 1897. (Tr^ns.) 12 

Canada. Patents. Applications. Claims. British Form Permitted. Official. Memo- 

... randum. of May 2. 1910. (Text.) 227 

Trade Marks. "Anzac.** Prohibition of Use. Regulation of March -30, 1917. 

(Text.) ^ :........ 195 
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Chili. Patents. Patents of Improvement. Decree (Supplemental) of Sept. 1, 1916. 

(Trans.) 38 

Commonwealth of Australia. See Australian Commonwealth. 

Costa Rica. Trade Marks. Pan American Trade Mark Convention. Ratification. 

(Notice) ; 93 

Trade Marks. Public Knowledge of Foreign Mark Used in Local Commerce a 
Bar to Registration by Another. "Canadian Club." Decision and Resolution 

of Oct. 25, 1916. (Trans.) 37 

Cuba. Trade Marks. Applications. Publication. Opposition. Decree (Amendatory), 

No. 312, of Feb. 28, 1917. (Trans.).. ^ 167 

Trade Marks. Designs. Models. Applications. Publication. Opposition. De- 
cree No. 225, of Feb. 14, 1917. ..(Trans.) 165 

Danish West Indies (United States). (Name changed to Virgin Islands^ which 
see.) Patents. Copyright. Treaties. Rights Protected as Concerns United 

States. Treaty of Aug. 4, 1916. (Text.) 131 

Denmark. Patents. Applications. Convention. Priority. Extension of Terms. 

*(Notice.) 67 

Patents. Applications. Taxes. Temporary Relief. Extension of Terms. * Notice 

of March 12, 1917. (Trans.) 324 

Trade Marks. Designs. Fees. Appeals. Renewals. Temporary Relief. Ex- 
tension of Terms. * Notice of March 12, 1917. (Trans.) 324 

Germany. Industrial Property. Alien Enemies. Rights. * Decree (Amendatory), No. 

5,679, of Feb. 25, 1917. (Trans.) 200 

Industrial Property. Applications. Convention. Priority. American Holders. 
Status as Concerns War Measures. * Notice No. 5,843, of Mav S, 1917. 

(Trans.) 259 

Industrial Property. Applications. Convention. Priority. * Decree (Amenda- 
tory), of April 8, 1916. (Trans.) 105 

Industrial Property. Fees. Payments to Citizens or Residents of United States 

Prohibited. *(Notice.) 323 

Industrial Property. German Holders in Enemy Countries. Discrimination. 

Inquiry By Imperial Patent Office. * Notice 132 

Patents. Gebrauchsmuster. Of Interest to National Defense. Publication Pro- 
hibited. * Notice of Feb. 8, 1917. (Trans.) 229 

Patents. Gebrauchsmuster. Trade Marks. * Notice of Dec. 28, 1916. (Trans.) 326 
Patents. Gebrauchsmuster. Trade Marks. Taxes. Publication. Temporary 

Relief. * Decree of April 13, 1916 105 

Patents. Trade Marks. American Holders. Abrogation of Certain Facilities. 

* Notice No. 5.844 of May 6, 1917. (Trans.) 259 

Great Britain. Patents. American Holders. Reciprocal Treatment. Official Com- 
munication of Nov. 22, 1916. (Text.) 104 

Patents. New Inventions. Of Interest to National Defense. Disclosure to Gov- 
ernment Required. * Order-in-Council (Amendatory), of Sept. 7, 1916. 
(Text.) 4 

Patents. Designs. Trade Marks. Alien Enemies. Applications. Renewals. 

* Official Announcement of April 13, 1917. (Text.) • 228 j 

Gold Coast Colony. Patents. New Law. Ordinance No. 18, of Aug. 31, 1916 138 

Holland. See Netherlands, The. 

Hungary. Industrial Property. Alien Enemies. * Decree of Aug. 15. 1916. (Trans.) 48 j 
Patents. Applications. Publication. Optional Postponement. * Decree (Amenda- 
tory), of April 9, 1916. (Trans.) 99 ' 

Patents. Taxes. Further Relief Measures. * Decrees No. 91,621, of Dec. 20, 

1916, and No. 46,728, of June 26, 1917. (Trans.) 163, 355 

Italy. Patents. Foreign Holders. Decrees of Sept. 24, 1914, and Jan. 3, 1915. 

Made Laws by * Law No. 97, of Jan. 7j 1917. (Trans.) 291 

Patents. Of Utility to Railway Service. Optional Expropriation by State. * Pro- 
visional Decree of March 19, 1916. (Trans.) 8 

Patents. Secret Patents. Foreign Holders. Practice. * Ministerial Circular of 

June 12, 1917. (Trans.) 7 

Patents. Trade Marks. Monopolies. Alien Enemies. Neutral and Allied Na- 
tions. * Decree of March 22, 1917, and Correction. (Trans.) 260, 291 

JoHORE. Aplications. Non-Einemy Status. Requirement. * (Notice.) 323 

Mexico. Patents. Designs. Trade Marks. Applications. Convention. Priority. 

Fxtension of Terms. * Decree of Oct. 18, 1916. (Notice and Trans.) .. .35, 69 
Montevideo Convention. Patents. Reciprocal Protection Between Argentina, Bolivia, 

Paraguay, and Uruguay. Tan. 6, 1889. (Trans.) 101 

Paten*^s. Trade Marks. Copyright. Additional Proctocol. Feb. 12, 1889. 

(Trans.) 100 

Trade Marks. Jan. 6, 1889. (Trans.) 99 

Morocco (French Zone). Designs. Models. Law. Decree of June 23, 1916. 

(Trans.) , 276 

Industrial Property. Infractions and Penalties. Procedure and Competence. Law. 

Decree of June 23, 1916. (Trans.) 300 

International Convention. Adherence. (Notice.) 323 

Office. Registers. Law. Decree of June 23, 1916. (Trans.) 298 

Temporary Protection. Law. Decree of June 23, 1916. (Trans.) 295 

Patents. Law. Decree of June 23, 1917. (Trans.) 232, 269 

Trade Marks. Commercial Names. Unfair Trade. Law. Decree of June 23, 

1916. (Trans.) 292 

Trade Marks. Recompenses. Law. Decree of June 23, 1916. (Trans.) 296 

Netherlands, The. Patents. Terms. Prolongation and Restoration. * Law of 

Julv 29, 1916. (Trans.) 9 

Trade Marks. Terms. Prolongation and Restoration. * Law of July 29, 1916. 

(Trans.) 10 

New Zealand. Trade Marks. "Anzac'* or Other Like Word. Prohibition of Use. 

* Order of Aug. 29, 1916. (Text.) 5 

New Zealand — United States. Copyright. Reciprocal Protection. Order-in-Council 

of Feb. 2, 1917, and Proclamation of Feb. 9, 1917. (Notice) 195 

Nigeria. Patents. New Law. Ordinance No. 30, of July 13,-1916. (Text.) 140 
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Trade Marks. Law. Ordinance No. 20, of Dec. 31, 1914. (Text.) 304 



iiffe 
Norway. Patents. American Holders. Applications. Convention. Priority. Reciprocal 



Northern Nigeria. See Nigeria. 

., . . Pri ^. r 

Extension of Term. 'Decree of Nov. 2, 1916. (Trans.) 128 

Patents. Applications. Convention. Priority. * Decrees of Nov. 24, 1916, and 

June 7, 1917. (Trans.) 128, 325 

Patents. Taxes. Extension of Terms. * Decrees of Nov. 24, 1916 and June 7, 

1917. (Trans.) 110, 325 

Pan American Conventions. Patents. Designs. Trade Marks. See Paraguay.." 355 

Pan American Trade Mark Convention. Ratification by Costa Rica. (Notice.) 3 

Ratification and Proclamation by United States, Sept. 16, 1916. (Notice.) 3 

Paraguay. Patents. Designs. Trade Marks. Pan American Conventions. Ratifica- 
tion. Official Notice of July 31, 1917. (Text.) 355 

Portugal. Designs. Models. Rules. Decree No. 269, of Jan. 10, 1914. (Trans.).. 266 
Industrial Property. Alien Enemies. * Decree No. 2,454, of June 17, 1916. 

(Trans.) 36 

Patents of Introduction. Rules. Decree No. 269, of Jan. 10, 1914. (Trans.) . . 336 
Portuguese Colonies. Patents. Rules. Decree No. 269, of Jan. 10, 1914. (Trans.) 262 

Trade Marks. Rules. Decree No. 269, of Jan. 10, 1914. (Trans.) 264 

Rumania (German Occupation). Patents. Applications. Taxes. "Official Communi- 
cation. (Trans.) 355 

Russia (German Occupation). Industrial Property. Extension of German Laws. 

Who May Prosecute Violations. * Decree (Amendatory), No. 155, of Oct. 4, _ 

1916. (Trans.) 163 

Salvador. Patents. Trade Marks. Old Applications. Fees. Patent and Trade Mark 

Law of July 20, 1916. (Trans.) 68 

Sierra Leone. Trade Marks. Law. Trade Marks Ordinance (No. 17), 1913, of 

Sept. 23, 1913. (Text.) 12 

South African Union. See Union of South Africa. 

Southern Nigeria. See Nigeria. 

Sweden. Patents. Application. Priority. Reciprocal Extension of Terms. * Law of 

May 19, 1917. (Trans.). 328 

Patents. Foreign Holders. Taxes. Extension of Terpi. * Ordinance of Dec. 8, 

1916, and June 1, 1917. (Trans.) : Ill, 325 

Patents. Trade Marks. Designs. Adherence to Washington Conference. Decree 

of Oct. 27, 1916. (Trans.) Ill 

Patents. Utility Models. Applications. Priority. Reciprocal Extension of 

Terms. Rules. • Decree of Tune 19, 1917. (Trans.) 356 

Switzerland. Patents. Working. ♦Decree of Sept. 1, 1916. (Trans.) 36 

Trinidad AND Tobago. Trade Marks. Collective. Ordinance of May 15, 1913. (Text.) 227 
Union of South Africa. Designs. Regulations Under Patents, Designs, Trade Marks, 

and Copyright Act, 1916. Dec. 5, 1916. (Text.) 237 

Patents. Regulations Under Patents, Designs, Trade Marks, and Copyright Act, 

1916. Dec. 5, 1916. (Text.) 144 

Patents. Designs. Applications. Extension of Term. Reciprocity with Canada 

and Unit<^d States. 'Proclamation of June 8, 1917. (Text.) 361 

Patents. Designs. Trade Mark. Copyright. Act, 1916. Assented to April 15, 

1916. Effective Jan. 1, 1917. (Notice.) 67 

Patents. Designs. Trade Marks. Copyright. Temporary War Measures. Law 

of July 9, 1917. (Text.) 362 

Trade Marks. Registrations Under Provincial Acts. Renewal. Address for 

Service. Official Notice. (Text.) 323 

Trade Marks. Regulations Under Patents, Designs, Trade Marks, and Copyright 

Act, 1916. Dec. 5. 1916. (Text.) ^ 200 

United States. Industrial Property. Documents. Stamps no Longer Required. Act 

of Sept. 8, 1916. Official Notice of Oct. 16. 1916. (Text.) 32 

Industrial Property. Fees. Convention. Priority. Act of Aug. 17, 1916. Offi- 
cial Statement. (Text.) ; 214 

Patent Office. Procedure. Importance of Cooperation by Patent Attorneys. Offi- 
cial Communication of April 21, 1917. (Text.) 245 

Patents. Applications. Procedure. Publication. Amendment to Rule of Practice 

No. n. * Order No. 2,331, of June — , 1917. (Text.) 320 

Patents. Act of Aug. 17, 1916. Applicable to Belgium, Sweden, Denmark, Great 
Britain, Germany, France, Switzerland, Spain, Hungary. Commissioner's De- 
cisions 84 

* War Measures are indicated by a (*) mark. 

Patents. Fees and Taxes in Germany. Payments Permitted. * Proclamation of 

May 24, 1917. (Text.) 279 

Patents. Interference. Amendment of Rule of Practice No. 93. Order No. 2,328, 

of June 5, 1917. (Text.) . 341 

Trade Marks. Pan American Convention. Ratification and Proclamation of Sept. 

16, 1916. (Notice.) 3 

(United States) Danish West Indies. See Danish West Indies (United States).... 131 

See also Virgin Islands (United States) 384 

United States — New Zealand. Copyright. See New Zealand — United States 195 

(United States) Virgin Islands. See Virgin Islands (United States) 384 

See also Danish West Indies (United . States) 131 

Uruguay. Patents. Working. Petitions for Extension of Terms to Be Made to Ex- 
ecutive Power. Law (Amendatory), of Nov. 28. 1916. (Trans.) 102 

Virgin Islands (United States). (Formerly Danish West Indies, which see.) Trade 
Marks. Extension of United States Protection. Official Order of Aug. 14, 

1917. (Text.) 384 

Zanzibar. Patents. Law. Patents, Designs, and Trade Marks Decree (No. 16), of 

Jan. 1, 1917. (Trans.) : • ••..••;•• 333 

MEXICO. Patents. Designs. Trade Marks. Applications. Convention. Priority. 

Extension of Terms. * Decree of Oct. 18, 1916. (Notice and Trans.) 35. 69 

MONTEVIDEO CONVENTION. Patents. Reciprocal Protection Between Argentina, 

Bolivia, Paraguay, Peru, and Uruguay. Jan. 6, 1889. (Trans.) 101 

Patents. Trade Marks. Copyright. Additional Protocol. Feb. 12, 1889. (Trans.) 100 
Trademarks. Feb. .12, 1889. (Trans.) 99 
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MOROCCO (FRENCH ZONE). Designs. Models. Law. Decree of June 23, 1916. 

(Trans.) 276 

Industrial Property. Infractions and Penalties. Procedure and Competence. Law. 

Decree of June 23, 1916. (Trans.) 300 

International Convention. Adherence. (Notice.) 323 

Office. Registers. Law. Decree of June 23, 1916. (Trans.) 298, 

Temporary Protection. Law. Decree of June 23, 1916. (Trans.) 295' 

Patents. Law. Decree of Tune 23, 1916. (Trans.) 232, 269 

Trade Marks. Commercial Names. Unfair Trade. Law. Decree of June 23, 1916. 

(Trans.) 292 

Trademarks. Recompenses. Law. Decree of June 23, 1916. (Trans.) 296 

NETHERLANDS, THE. Patents. Terms. Prolongation and Restoration. • Law. of 

July 29, 1916. (Trans.) 9 

Patents. Trade Marks. Statistics, 1913-15 and 1906-15 102 

Trade Marks. Terms. Prolongation and Restoration. * Law of July 29, 1916. 

(Trans.) 10 

NEWFOUNDLAND. Trade Marks. Infringement. Convention. Decision. Appeal to 

His Majesty in Council Granted 106 

NEW ZEALAND. Patents. Infringement. Results Similar but Mechanism Different. 

No Infringement. Decision on Appeal 113 

Patents. Marking. Use of Word "Patent on Unpatented Merchandise. Decision. 259 
Trade Marks. "Anzac" or Other Like. Word. Prohibition of Use. * War Legislation 

Act, 1916, Sec. 33. •Order of Aug. 29. 1916. (Text.) 5 

Marking. Use of Word "Reg." with Unregistered Trade Mark. Decision 260 

Trade Marks. Merchandise Marks. False Trade Description. Decision 326 

NEW ZEALAND— UNITED STATES. Copyright. Reciprocal Protection. Order in 

Council of Feb. 2, 1917, and Proclamation of Feb. 9, 1917. (Notice.) 195 

NIGERIA. Patents. New Law. Ordinance No. 30, of July 13, 1916. (Text.) 140 

Trade Marks. Law. Ordinance No. 20, of Dec. 31, 1914. (Text.) 304 

Regulations Under the Trade Marks Ordinance, 1914. E)ffective Jan. 1, 1915. 



(Text.) 363 

NORTHERN NIGERIA. See Nigeria. 

NORWAY. Patents. American Holders. Applications. Convention. Priority. Recipro- 



cal Extension of Term. * Decree of Nov. 2, 1916. (Trans.) 128 

Patents. Applications. Convention. Priority. * Decrees of Nov. 24, 1916, and June 

7, 1917. (Trans.) 128, 325 

Taxes. Extension of Terms. * Decrees of Nov. 24, 1916, and June 7, 1917. 

(Trans.) 110, 325 

OBITUARY. Sweden. Mr. Nils Rahm, Chief of Division of Swedish Patent Office 224 

United States. General Ellis Spear, Ex-Commissioner of Patents 223 

PAN AMERICAN CONVENTIONS. Patents. Designs. Trade MarkS. See Para- 
guay 355 

PAN AMERICAN CONVENTIONS. Patents. Trade Marks. Copyright. Status. 

Report at Buenos Aires, April 2-12, 1916. (Notice.) 197 

PAN AMERICAN TRADE MARK CONVENTION. Ratification by Costa Rica. 

(Notice.) 3 

Ratification and Proclamation by United States, Sept. 16, 1916. (Notice.) 3 

PARAGUAY. Patents. Designs. Trade Marks. Pan American Convention. Ratifica- 
tion. Official Notice of July 31, 1917. (Text.) 355 

PATENT AND TRADE MARK REVIEW. Subscription Rate. (Notice.) 3 

PORTUGAL. Designs. Models. Rules. Decree No. 269, of Jan. 10, 1914. (Trans.).. 266 
Industrial Property. Alien Enemies. * Decree No. 2,454, of June 17, 1916. (Trans.) 36 
Patents of Introduction. Rules. Decree No. 269, of Jan. 10, 1914. (Trans.).... 336 
PORTUGUESE COLONIES. Patents. Rules. Decree No. 269, of Jan. 10, 1914. 

(Trans.) 262 

Trade Marks. Rules. Decree No. 269, of Jan. 10, 1914. (Trans.) 264 

RUMANIA "(GERMAN OCCUPATION). Patents. Applications. Taxes. • Official 

Communication. (Trans.) 355 

RUSSIA. Patents. Proposed War Measures 323 

RUSSIA (GERMAN OCCUPATION). Industrial Property. Extension of German 
Laws. Who May Prosecute Violations. * Decree (Amendatory), No. 155, 

of Oct. 4, 1916. (Trans.) 163 

SALVADOR. Patents. Trade Marks. Old Applications. Fees. Patent and Trade 

Mark Law of July 20, 1916. (Trans.) 68 

SIAM. Trade Marks. Law. Proposed Operation 99 

SIERRA LEONE. Trade Marks. Law. Trade Marks Ordinance (No. 17), 1913, of 

Sept. 23, 1913. (Text.) 12 

SOUTH AFRICAN UNION. See Union of South Africa. 

SOUTHERN NIGERIA. See Nigeria. 

SWEDEN. Patents. Applications. Priority. Reciprocal Extension of Terms. * Law of 

May 19, 1917. (Trans.) 328 

Patents. Foreign Holders. Taxes. Extension of Term. * Ordinances of Dec. 8, 

1916, and June 1, 1917. (Trans.) 111. 325 

Patents. Trade Marks. Designs. Adherence to Washington Conference. Decree of 

Oct. 27, 1916. (Trans.) Ill 

Patents. Utility Models. Applications. Priority. Reciprocal Extension of Terms. 

Rules. ♦ Decree of June 19, 1917. (Trans.) , 356 

SWITZERLAND. Patents. Working. * Decree of Sept. 1, 1916. (Trans.) 36 

TRANSVAAL. Trade Marks. "Clin-Search" in Connection with Map of Africa. Opposi- 
tion. Distinctive. Decision on Appeal 35 

* TRINIDAD AND TOBAGO. Trade Marks. Collective. Ordinance of May 15, 1913. 

(Text.) 227 

UNION OF SOUTH AFRICA. Designs. Regulations Under Patents, Designs, Trade 

Marks, and Copvright Act, 1916. Dec. 5, 1916. (Text.) 237 

Patents. Conversion of Patents Registered Under Provincial Laws. Opinion 360 

Regulations Under Patents, Designs, Trade Marks, and Copyright Act, 1916. 

Dec. 5, 1916. (Text.) .......... 144 

Patents. Designs. Applications. Extension of Term. Reciprocity with Canada and 

United States. * Proclamation of June 8, 1917. (Text.) 361 

Patents. Designs. Trade Marks. Copyright. Act, 1916. Assented to April 15, 

1916. Effective Jan. 1, 1917. (Notice.) 67 

Proposed Temporary "War Measures." * Law of July 9, 1917. (Notice.) 67 

Trade Marks. Registrations Under Provincial Acts. Renewal. Address for Scrvicek 



* War Measures are indicated by a (*) mark. 
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(UNION OF SOUTH AFRICA— Continued.) 

Official Notice. (Text.) 323 

Regulations Under Patents, Designs, Trade Marks, and Copyright Act, 1916. 

Dec. 5, 1916. (Text.) 200 

UNITED STATES. Industrial Property. Documents. Stamps no Longer Required. 

Act of Sept. 8, 1916. Official Notice of Oct. 16, 1916. (Text.) 32 

Industriai, Property. Fees. Convention. Priority. Act of Aug. 17, 1916. Official 

Statement. (Text.) 214 

Patent Office. Procedure. Importance of Cooperation by Patent Attorneys. (Offi- 
cial Communication of April 21, 1917. (Text.) 245 

Trading with the Knemv. Proposed "War Measures." 214^ 279 

Patent Office. List of Officials, February, 1917 177 

Patents. Applications. Procedure. Publication. * Amendment to Rule of Practice 

No. 77. Order No. 2,331, of June —, 1917. (Text.) 320 

Fees and Taxes in Germany. Payments Permitted. * Proclamation of May 24, 

1917. (Text.) 279 

Interference. Amendment of Rule of Practice No. 93. Order No. 2,328, of 

June 5, 1917. (Text.) 341 

Issue Day Calendar, 1917 127 

Trade Marks. Interferences. Rule (Amendatory). Order No. 2,887, of Oct. 18, 

1916. (Text.) 51 

(UNITED STATES) DANISH WEST INDIES. See Danish West Indies (United 

States) : 131 

See also Virgin Islands (United States) 384 

UNITED STATES— NEW ZEALAND. Copyright. See New Zealand— United States. 195 

(UNITED STATES) VIRGIN ISLANDS. See Virgin Islands (United States) 384 

See also Danish West Indies (United States) 131 

UNITED STATES PRACTICE. Designs. Applicability to a Group of Articles Allow- 
able When Shown Clearly in Specification. Bx {tarte Andrews 116 

Designs. Subject Matter; Description Unnecessary; Limits of Protection. Statement 

of Scope of Design. E^ parte Cady 52 

Scope and Application of Invention. Requirements. Ex parte Cady 56 

Patents. Abandonment. Allowance of Later Application, Without Notice to First 

Applicant. Delay in Prosecution. Rejection, hx parte Tasker 184 

Adjudicated Patents 62, 95, 126, 190, 255, 381 

Aplication. Reciprocal Extension of Time Under Act of Aug. 17. 1916. Appli- 
cable to Belgium, Sweden, Denmark, Great Britain, Germany, France, Switzer- 
land, Spain, and Hungary. Commissioner's Decisions 84 

Applications. Reciprocal Extension of Time Under Act of Aug. 17, 1917. 

Commissioner's Decision. Ex parte Habenicht and Becke 222 

Applications Signed by Attorney Under War Conditions; Patents Granted Only 
on Application Signed by Inventor, if Living; Emergency Practice not Recom- 
mended. Ex parte Kramer 246 

Claims. Purpose. Pointing Out Several Inventions. Independent Claims Ap- 
proved. Ex parte Brown 1 78 

Interference. Abandonment of Application by Winning Party Without Making 
Invention Public. Judgment not a Bar to Patent by Losing Party. Prior 

Knowledge Defined. Joliffe v. Waldo v. Vermeer and Schorik 118 

License Notice Attempting to Control Price Invalid. Straus et al v. Victor Talk- 
ing Machine Company 248 

Patentability; Second Patent for Same ' Invention; Correcti^on of Mistake; not 

Reissue. W estinghouse Traction Brake Co. v. Christensen et al 375 

Practice. Old Applications. Dilatory Procedure. Withdrawing from Issue. 
Review and Condemnation of Practice and Reference to Rule 78. Ex parte 

Dyson " i 91 

Right to Restrict Use of Patented Machine; to Impose Conditions After Sale. 
Patent Rights Defined. Patent for Machine Does not Cover Materials Operated 
Upon. Motion Picture Patents Co. v. Universal Film Manufacturing Co. 

et al 342 

Trade Marks. Descriptive. "Ringwalt's Linoleum." Disclaimer Bein§f Unknown to 
the Public, Objectionable Matter Must Be Omitted. Nairn Linoleum Co. v. 

Ringwalt Linoleum Works '. 187 

Oposition. "Ceag." Opposer Owner of Mark Long Used in Foreign Countries. 
Applicant, Through Agency for Sale of Opposer's Goods, Acquired no Right 
to Mark. Opposition Sustained. Registration Refused. Coticordia Elek- 

trizitats. A. G. v. Mannestnann Light Co. of America, Inc 93 

Registrability. Corporate Name. . "Simplex." Similarity of Goods. Not Barred 

from Registration. Simplex Electric Heating Co. v. The Ramcy Co 214 

Registrability. Corporate Name Associated with Other Features. "Stork." 

Coined Words. Ex parte United Drug Co 57 

Registrability. Size of Mark; Integral with Article. Mark Applied For Must 
Have Been Used as a Trade Mark. Ornamental Design per se not a Trade 

Mark. Ex parte The Gamewell Fire Alarm Telegraph Co. . . .^ 123 

Registration Filed with Treasury. Importation of Genuine Article by Others 
not Infringement of United States Registration. 'Fred Getsch Mfg. Co. v. 

SchoeniHg and M alone, as Collector, etc. 185 

Similarity. J'Coca-Cola." "Ko-Co-Lem-A." Opposition. Taking of Proofs, When 

Necessai<y. The Coca-Cola Co. v. Cave 374 

Similarity. • "Velvelite." "Velvetina." Doubt; Should Be Resolved for Pro- 
tection of ^Public. Dissimilarity of Label. Label no Part of Mark. Good- 
rich Dtug Co. V. Cassada Manufacturing Co • 373 

'Trade Secrets. Disclosure of Secret by Defendant to Experts During Taking of 

Proofs J^ay be Enjoined. - Discretion of Judge. E. I. du Pont de Nemours 

Powder Co. and du Pont Fabrikoid Co. v. Walter E, I. du Pone de Nemours 

URUGUAY. Patents. Working. Petitions for Extension of Terms to Be made to 

Executive Power. Law (Amendatory), of Nov. 28, 1916. (Trans.)......,.. 102 

Trade Marks. Trade Names. Identity of Mark with Corporate Name. "Genius 

Oats." Registrable. Decision .' ^.^ 329 

Identity of Mark with Corporate Name. "Slazengers" Registrable; "Doherty 

not Registrable. Decision 329 

VIRGIN ISLANDS (UNITED STATES). Trade Marks. Extension of United States 

Protection. Official Order of August 14, 1917. (Text.) 384 

See also Danish West Indies (United States) .^ -t- 131 

ZANZIBAR. Patents. Law. Patents, Designs, and Trade Marks Decree OHo^^lfs, 

of Jan. 1, 1917. (Text.) y-.-FV.-.y. .-r?MWg.l.- 333 
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